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IN THE UNITED STAT!S DISTRICT COURT FILeD 

FOR n-fE OIS'TRI¢T OF COLORADO UNITED BTA1&.S DLmfCrCOWtr 
Judge Daniei S. Sparr DEHVER. ctILOMDO 

Civil Action NO. 92-S-136 JON 1? 1995 
JAMes R. MANSPEAKeRTHE GATES RUBBER COMPANY, a Colorado corporation. CLERK

eY_ 

V. , 

BANDO CHeMICALINDUS'THIES, UMITEO. a Japanese company; BANOO AMERICAN, INC.• an 
rmnois corporation: BANDO MANUFACTURING OF AMERICA, INC•• a Kentucky corporation, 
BANDO U.S.A.. INC., a Delaware c:orporatfon: ALLEN HANANO, an Individual; STeVEN R 
PIOERIT. an indJvldual; RON NEWMAN, an rndivldusl; DENISE HANANO, an individual; and 
JOHN DOES 1 - 93. 

Defendants. 

ORDER ON REMAND 


TMfS MAneR carnes bafore thQ CQurt on the remand from the Tenth Circul1 Court of 

AppealS. The Tenth CircuIt vac:ated in part.. revef'$ed in part, and affirmed in part this Court's 

decision on the permanent injunction regilrdin~ copyright and trilde oecrets Issues arising out 

of Plaintiff·:; dalms that its oopyrigf11 on the "Design Flex" program was infringed. and that the 

mathemaiical constanta contained in that program were also protected as trade secrets. With 

regard to the trade secrets issue, the Tenth Circuit affirmed, holding that the trade secrets claIm 

was not preempted by the copyright Iii-W, and that the Plaintiff made an adequate showing to 

prevail en that claim. This order cgnoernins th~ isl;l:ues on reman(j will ~Qncern only the issues 

aosing out of the copyright claim on 1he Cesign Flex program. 

The copyright claJfn was remanded for reconsideration of the Design Rex program in light 

of the abstrBCtion-filtration<ompansoli test Which the Tenth Circuit flnunciaied in its decisran. 

In articulating its abatraction-tmTatlon-compal'i5on test. the Tenth Citcuit..intGndCld to provide;) 

guidsnc. on three different '~eJs by providing (1) G framework for diatrict «guns to determine 

the scope of protection under the copyright law; (2) a summary Of constituUonal, s1atutory. and 

decisional principles controfling and Hlumlnatlng 'the court's anatysfs; and (3) an application of 
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1he appUeable legal analY$is to the facts (in which me Court of Appmaie found error in the dfrnrfct 

court's determination). Because this Court must examine several dlffer.nt factors in light of the 

Tenth Clrouit's remand, the Court. issued an order In whlgh it directed the partil~$ to address 

speciflc questfons to b~ briefed to ptO~lde the Court with the requisite gufdanc.:e in order to 

determine the remanded ls9ues. rn its order of.MaR:h 1a, 1994. the Court requested briefing on 

the fellowlng Issues: 

1. How much weight was given to 111. oonstan'tS In this COurt'S conclusion that the 
Plaintiff's Design Aex program was infringed? 

2. Regarding the manus and sQrting criteria.: 
(a) how Shourd thes. be defined? 
(b) did Gates waive Its Infringement claim on these elements? 
(0) are they protectab19 expression? 

3. R&aarding control flow and data flow; 
(a) should these ba filtered out under the Idea-expresslon or 
process-expre5sion dIchotomies? 

4. Regarding 1I1e engineering ealclJlatlon module and the d~lgn module: 
Ca) was it proper 10r the Court to con~der' these sepl!ltately? 
(b) Should these module. have been filtered out under the proc.:ess­
exprassfon c'lchotcmy or the merger or scentJS a faJrs doctrines? 

5. Regarding commOr1 errors: 
Is the expression contained in the ertors protectable? 

6. Regwding the fundamental task: 
how should ttUt Court daflne and apply this daHnltion for purposes 
of the abstraClion-filtratian-comparison test? 

As 'the Court has determined that oral argument on this matter \/V'Ould not aid in the 

determination of these Issues, it now makeIi. the following opinion and order on remand 

coneemlng the copyright issues relatlng to the Dasign Flex program. The Court will undertake 

the three-stap analysis contemplated by the ilbstrac;;Uons-nltlatJon-comparison test, and 

consfderation ofthe issues undor that analYfii5 will be undertaken in order to identify any portions 

of the program erron.ously found to be protectable. 

As a preliminary matter. the Court wilt rlllsolw the matter ot whether the COnSideration of 

additional avid.nee is proper. The Plaintiff moved far leave to submit additional evidence. on the 

groundS 1hat the Tenth Circurrs decision sots forth a new test fot the analysis of copyright 
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Infringement of computer prcgrarrul. T Q the extenf'that the Plaintiff asserts that the IQgal standard 

has changed since the Initial hearing, the Court would simply nete that the,re was (11.,1 legal 

9tan~rd which the Court was speclfit:-idly bound 10 apply at tnt! permanent Injunction hearing­

The Tenth CiraJit acknowledged that it was cDnsidering Issue5 of first impression, and this fael, 

standing alone, does not provide an appropriate basis for the Court to consider additional 

evidence. The Tenth ClrCtJit; made no mentIon of such necessity in itS decision, and the <ltt1Gr 

grounds set forth in thePlaJntiffs motion which regard the alleged cOllRquenclS of discovery 

abuses are baing addressed in a sanctions matter now pending before Magistrate Judge 

Schlatter. 

Bacau5e the Court dees not otherwise de"em Jt necessary to add to the alr.aady 

voluminous 'Gcard in this case. and because It Is equipped to determine the ramaM issuQS 

without the benefit of additional evld&nce, the PlainUff's motion for leave to submit additional 

evfdence 1& OENIEO. The CQurt must consequently disregard those portions of the Plaintiff's 

arguments which rely upon .such new at additional evidence. 

I. ThG Abs1rac;:t(cns ergn!, of me Test 

Pe~s the most significant aspect Of the Tenth Circuit's decision (for ramant'J f"JurPOS8S} 

was its hoJdlngthat the matnematieaf constants were observed Ot dIscovered by the Plaintiff, and 

were not Invented 01' created by them~ "aI$Q held that Plaintiff's "sweat of the brow" argum&nt 

arising out of the thouaands of hours thw: were devoted 10 tn. testing and refining ot the 

eonatants does not provide a basis for protection under tl'Ia copyright law. Ga1es RUbber Q~I 

v. Bando Ch,mlcallndus1ries. Ltd., 9 F.3d 623, a-42~43 (10th CI(.1993). That decision limited the 

impact of the simllarlty of the constanta to 'ttl. issue of copyIng. holding that the district court 

should have 'filtered out the constants before it arrfvad at the ultimata question of infringement. 

It notad the district court's heavy refiance on thB similarity (If the constants in 1t5 condusion that 

the Defendants' Chauffeur program Infringed the Design Rex copyright. Indeed, the Circuit's 

remand was for the district court to consider whether the remaining protectabJa elements found 

to have been copied are such a substantial part of the eesign Flex program that tnQiT 

misappropriation coufd amount to copyright infringem9rrt. g F.~ at 843. 
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In its brief, the Plaintiff offers a new argument In support of prote<:ting the constants under 

ttte copyrlgf11Iaw. It S$Serts that they ate protectable as an original compilation. armnaement. 

or lelection of facts, and that hew the C;:Qnstants are used In the Design Flex program (beyond 

the fact of their existence as part of1he program, now provides a baals for protection. Using this 

line of argument, Plaintiff prOCeeds to examine the Idea.e)l.pression and process-expression 

dichotomies, essentially arguing that the methods chos.n to USI tho constants were unique and 

creativ., and a8 =such. constitute protectabf. expression. lha Oourt has considered thGl3e new 

arguments which Plaintiff presents for the first time in its brief on remand Issues. It rs .110 mindful 

of the holding as welf 88 'ttl. BeQpe 01 the remand con1atned in the Tenfh Circuit's opinion. 

Plaintiff's $tgumanfll. if adopted by the Court. would essentially frustrate the underlying purpose 

of the renland b'i Injecting a whole new line of argumentation which was not previously presented 

10 either the district court or the court of appeals. The Plaintiff essentially avoids answering the" 

question presented by this Court concerning how much werght was given to the c;;onatent~ In 

favor af poaiting" its newty asserted arguments. whiCh appear to be based in substantial part on 

nftwly submitted evidence. 

11'1. Court of Appeals' holding In thll C8$G! is dear - while consideration of thl constants 

was probative of the factual qu.ltion regarding copying, the ctmstants 'Were unprotectable and 

therefore shOuld have been tiltered out before the dfstrict CQvrt addressed the ultimate question 

of whether the defendants infringed on Gate$' copyright." 9 F.3d at e43. 'The constants fall 

beyond the SCOPfi of copyright protection. The method of their vse. as distinguiShed from the 

fact of theIr usa. can have little imp~c::t on theM holding for purposes of the remand bafore the 

Court. To the eXlent that the Plaintiff argues that the compifatlon of the c()nstants, as u5ed in 

some aspect of tha Design Flex program such a:s data Structure, amounts to a creative use of 

the constants whid I fenders them protedable expression, the Court must find that such 

dlstinctlgn Is not consistent either with the applicable law Or the ienth Circuit's opinion. 

Thw Court must concur with the observatfon contained in the Dufendent$' briaf regarc.1ing 

the Court', heavy reliance on the constants (as protectable exprQssfon In" and of themselves). 

as wen as the Plaintiffs dependence on "them in its argumenm in tne course of the permanent 

injunction proceeding. The bl'ief of Oefendant Sando American. Inc.• note!!. the prominel11 role 

of the constants at the permanent injunction hearing - both in the Plalntlff's brief (referring to the 
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Plaintiff's supplemental brief in support ot Injunctive relief) as, well as in the c:;ourse of the nearing. 

Oefendantts brief on remand issues at 3. 

The primauy1..k proaently at hand. is the ctarmcatlon of the extent to which its conclusion 

'that the constants were protectable formed the basis for its determination that the Chauffeur 

program it1ftlnged Plaintiffs copyright on the Design Flex program. In the order granting the 

permanent injunction, 1he Court noted U1at in considering the constants it was Important to 

acknowledge the quality of thair sfgl'lHfcance rather Ulan their proportional makeup In the overall 

program (which w$8 reiatively small). In light Of this conslderatron anel the subsequent reversat 

of the conclusion that the canlItantu were protectable expression, tho Court fgels compelled to 

concluda that, b.ed on the heavy Muarice by the Court on the substantial similarity of the 

constants II'! Its finding of COF/ri9ht infringement, i"s deletion from c:ongideration of tho constants 

make!l it very unlikely 1hat the Plaintiff can otherwise establish suffir.;;ient similarity of protectable 

expression to support a finding of infringement 

While tne above conclusion might appear to I'"mdef moot any further consideration 01 the 

remaining is!lue5 SUbject to the T~nth Circuit's rENsrsal anes temand, the Court will nonetheless 

ekamlne the remaining Issues in order to pr'OVide 8 complete record and to perform 

conscientiously within the scope of the remand. 

Another Important obs~rvatlon that th. ColJn must make here is that the circuit's opinion 

instructed that the fact of cQpying, In and of it$elt. is of only limited consequence. ThIs Court will 

endeavor to mgve beyond the copying "label," which admittedly wss a major portion Qf the 

PlaIntiff's 0"'8, as wen as this Court's analysis inits decisIon regarding the permanent injunction. 

The Tenth Circuit has elearty ditacted that the fact of copying. unless it is copying ot protedable 

expressIon. Is of little relevance to the abstraction-filtratfon-compariSon analysis wnicl1 must be 

applied here. The Court wm now consider the remaining t19*ues on rf:llmand. 

II. The Fatratlon Prong of the T!§l 

Another aspect of the remand was for darlflca.tk)n at what the Court Intended in its 

nnr.nces tu C'lrtsin components of 100 computer programs. The Tenth Circuit's fihration 
.. 

5 



500 BY: 6-15-95 MOFO DENVER"" 4154936811;# 8/16 
...... UUI1IZlAD IIWI,IU"UJ.OOl/16/U5 lJ:J3 'O'OJU;J 'I.)"I:it Uy"u 

analysis was impeded due to the laok of definition of these terms by 1hiQ Court. The Court will 

divide its lIlalysi$ according to the points Or'l which clarification was sought for th~ r~mand 

portion ot the case, 

A. Menus and Sorting gitaria 

Here the remand ~equtres clarification ot telms, consideration of whether Gates waived 

Infringement claims: and protectabUIty of tha!G elements if it is determinad there has been no 

waiVet, 9 F.3d at 844. 

ClarificaUDn of these terms requIres e~Amination of whetl'let the Court considered the&e 

to con$lat of screen displays alQne (which are ngt protoctable under the taw) or Whether the 

Court'considered the undartylng code creating tt1a. vlsuai displays. There is no disp'Jt~ that the 

Plaintiff has waived any Claim regarding copyright infringement of the sc:raan displays, 

Plaintiff here advances a "susceptible to attematlven argument ~ the basis for its 

argument that the menus iUld sorting criteria arQ proteotabla expression, Thic o('Jemlng variation 

on tile merger ar scenes-a-faira analyses Is not helptul, and the fact that other altematives may 

have been availal:lle ia of little ass~nce in determining whether ,the sorting criteria code is 

protectable expre5sion for ffltratfon pUrpoS8S. Defendants' brim focuae& on the Jack of similarity 

between the DeSign Rex and Chauffeur codes. and there i$ virtually no IlfguOlil!lnt concerning 

pl'Otectability. 

The Design Flex and Chauffeur menus we necessarily found at a hi9h ktvel oj abstraction. 

This is so because the programs are menu-driven as a means of accomplishing an.air end results 

- daaigning and fitting the appropriate Industrial belt. The menus must be considered with the 

sartlng criteria as part ot the programs' '\reer interface: These user Interfaces arC! functional In 

nature in the res:pect that they facmta181h. accomplishment ot 1". goal of both programs. 

With regard to the sorting aiteria, the Court mU$l observe that there Ii a limited number 

of possibilities to conSider for Inclusion fn 1119 selaction of sorting etitillria which are used to SlRleet 

that appropriatg belt. While It is true that both programs share the center distance calculation 
, 
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as one of these criteria, thJs 1act does not necfissarUy asist the Court in either the filtration or 

cnrnparison analysis. The univgrs& 01 choices av~lable to I;lccompliSh the task is relatively small, 

and this fact causw the menus. and sorting criteria tG fall towards tn. idea end of the·idea­

expression dichotomy. See Engineering Qvnemics. ~c. v. Structura' SoftNar •. Inc•• 26 F.3d 1335, 

1343-44 (5th Cir. 1994). The fact of the limited choicu available place these criteria on a higher 

lavet of abstractfon, and ltJe Court muat conClude that it is not a sufficient level of abstraction to 

withstand 1Dtration. 

For comparison purposes, notwithstanding the Court's holding that these should be 

fntered cut priorto the comparl50n anaJysis, there 1$ no expert testimony to support a conclusion 

that the underlying code Is SUbstantially .milar. 

The Court concludes that th. menu IS not protactable under 1he abstraoUons prong, and 

that the Borting criterIa are propeny filtered out under the i(1ea-exprassion dichotomy. The5e 

concluslo"$ are reinforced by the recent docisil;;m of the First Circuit rn Lotus OeV§locment Corp. 

v. Borland International. Inc.• 49 F.3d 807 (1st Cll". 1995) (llclding that th. Lotus menu command 

hiGlllrchy is a noncopyrightcbl. method 01 operation).. 

(£. Control al1d Data Flow 

1111;1 remand requires the coLIn to C1arifythese terms, as weU fit' reconsider "these (!iements 

in light 01 tho idea.xpt8ssion and process-express{on dichotomies. 9 F.3d at 844. 

The expcart:;' examination 01 control ancl- data flow focused on one particular mod.ule in 

both programs ~ the module for calculating the drive design of V-bells. In hll teGtimony. Dr. 

Randall Davis explained that computer programs in general can be discussed u befng 

composed ofsttucture and beha\rior. Vol. V.569. Is. 13-14. Both centrol flQW and data flow are 

properly considered as part of1he structure of the program$ t)eC5use they embody the seCjuence 

01 events of how Information J81ransmitted wilhin the program. Or. Davis alSo tesUR&d that tho 

flow of Information which takes ptace in its structure can be largely determined or dictated by the 

particular language which the program employs. Vol. V, G15, I,. 7-25. aecause the Chauffeur 

program was written in a more powerf1Jllanguage (QuickSAS1C), but Or. DitVis did net think that 
• 
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the program fully utilized the inherent power of that language, he implied that portJons of lhe 

s1ruaf.t..lre were $lmUar to the Design FlsJ( program. 

Dr. Davis's consistent Point of reference was to examine aspects of the Chauffeur 

program to determine 5imilaritf9s c:onslstant with copying. AS hilS been previously stated, this 

is not the proper fOcus of th. iSliues on remand 01 this matter. WIthout 1hls focus on. Or. Davis's 

testimony. there Is 'nsufficient testimony to support II conclusion that eithar the control flow or 

data flOW Is a pmtedable aspect of 1he program's structure or that there Is sufficient similarity. 

In addl1Jcn, the oontrol and data flow aspects ot the program's structure, apart trom 

rellactlng different programming styles. indicate similar methods of obtaining similar goals or 

results. This similarity is properly considered in tetn'l$ of the process·expresslon dichotomy, and 

these aspeots of the program fall gj~. 1Q the process'end 01 the process-expression dichotomy. 
, 

Thi controt and data flow In the programs also re1le<:t standard taohniques (such as those 

described In Altai at 709), and thay snould otherwise not be con5idered in the substantial 

Iilimll..-ity analysifJ (the similarity going !o the effldency of structure is not particularty probative 

of copying). 

With regard to the idaa-axpression dichotomy. it appears that the control and dAta flow 

fall into an Intenned!ats level Of abstraction, tharafore the Court must look behind them to 

discover what is being accomplished, namely whether it Is Idea or expression. The Plaintlff otters 

no usistance here in its reliance on 1he argumer'lt -that because the expression chosen was not 

the exclusive means for the expres&ion (or the accomplishment of a particular taak). the 

expreselon Is therefore protectable. Dr, Davis testified that the data structure or flow describes 

how informatiOn ia organized and packaged Inside the program. Transcr. Vol. V, 575, Is. 5·9. 

It Is therefore apparent that, based on its review of the record. the Court must conclude tI'1at thQ 

purpose of "control nOW" and IIIdata floW" within the context of the programs under scrutiny 

involves the description of an Idea, not a protectable expression. These elements are properly 

filtered from thu Court's consideration under the Idea...expreBBion dichotomy. and cannot be 

considered In any comparlson onalysfs • 

• 
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C. El'1slneeting qQl;wjailon and DeSign Mogules 

The Tenth CIrcuit's ramand here requires examination of whether these olamonts arG in 

fact separate modules, &l.''1d arao II consideration of the process-expression Qichotomy. merger, 

and scenes-a-faire. 9 F.3d at B4~. 

BasEld on its review of the expert tutJmony as weir as the exhibits reflecting the rRport~ 

of the experts. the Court must concludo thot rt was error to eonsider tMse as two separate 

modules. TnG fact that Ihe functions of Input and OlItput are separated is of little consequence. 

The Plaintiff coneedes that the two tasks are perlQrmed in a single modyle. but ilrgues that 

becauae they constitute separate expression, the Court pc'operly consIdered them soparately. 

There is no b8J)1$ for the Court to make such an artificial distinction hel"EL 

Plaintiff's frequent reiteratron regarding the Qualitative Importance of particular aspects of 

a program has no bearing on the Court"i iII1alysis of whether particUlar elements are protectable 

expression which can withstand the filtration analySiS. This argument Is viewed by the Court aJ$ 

an attempt to bootstrap from the copying Qr $ubstantial similarity analysis. The Court wiU decUne 

$uc:h invitation as it involves a misapplication of the abstraction-fjttratiorH'.;omparieon t9Gl as set 

forth In the Tenth CIrcuit's opinion. 

Ther. Is also ample expert testimony to :iiUpport the conclusion that under either the 

proc9ss..expresslon diehotomy or the merger doctrine, a program to dOfiign industrial bol~l.s mUl;it 

of necessity perlonTl these input-()utpl.lt calculatJon~ In ordftt to adlieve ihe stated purpose. The 

fact th~ measurement from the center di!tane8a is similar In both Design Flex. and Chauffeur is 

not critical. The Court must therefore eonclude that these modules are properly considered as 

a single module, which, under both the process-expression dichotomy as well as tl,& mtJrger 

doctrine, are praperly filtarea from the Court's oon$itiera1ion becau:ic such a module is a 

n~¢afJ$ary aspect of a computer program with the common !Stated aims of the Design Fle)( and 

Chauffeur programs. 

.. 
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D. Common Errors 

As to thoeo "elements" of the program, the remand requIres an examination of whether 

any of the common errors contain proteaable expression. 9 F.3d at 845. Reference hera to 

common errors was perhaps due to a misnomer on the Court's part. as the expert testimony 

more appropriately categorizes th,.e as common misbehavIor•• misbehaviors implying 8 

nonllter. source of malfunction Ql'iflCOMiatency. Errors wourd seem to more ,pecmcaily Imply 

that a partlaull!l'task was accompli$hed Incorrectly or with same existent error. One ot the 

"common misbehaviors- about which Or. Cavls testified was the portion of the Chauffeur program 

which concerned the checking 10, reversal of values (for inputted data). Or. Davis noted that lhe 

Chauffeur program·s warning about taking care not to revense, but its fa[lure to actually chec;;k 

fOr such was indicative of -some form or oopylng of the Design Flex program. 

Here agafn, the Court Is cognitant Qf the limitations of evldenco of oopying «nd that It 

bears IIHJe relation to tne analysla of whether a particular portion Of a program is protectabJe 

under the copyright law. Plaintiff explains in itS brief that these common errors are not 

qualitatively important to Design Flex, and therefore the Court will treat thhi ali a waiver of its 

argument here, notwithstandinglha .,-nblguity In Its statement that it I. not purifuing ttlSa ..pad 

of its c;laim given the undIsputed frndfngs 01 copying by this Court. The Court must concfude 

hare that the common errors or mlsoehaviors cannot be considered p relectable expression. This 

can cerva as an example of how the filtration-comparilion bJ$t, as dl~tlnsui!!lhed from the 

comparlson-llItration test, can serve to exclude elements which sre primarily only IndicatiVe 01 

copying but net neelssarRy protectable expression. The Court is not allowed to consider 

avidence of copying as an element unto itself for analyzing the programs under the abstrBction­

filt:l"ation"'Ciompari~on te5t. Thec-e is no evidence that the common errors ware !;au~ftcj by sImilar 

shortcomings in the source code or other aspects of the program. The mere fact of their 

existence as simif4r is not 5ufficient to render 1hatn protect&b'e expression, and they are properly 

tiltered out of consideril1ion. 

E. Fundamental Task 

Tho remand as to this aspect of the Court's decision granting the pGrmansnt Infuhetlon 
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-, 

requires an explanation of what wall meant by theterm • what it is. as weD as why tt'.o merger 

doctrine would ot would not apply to such aspect of the program. Here the Court must 

essentially Indicate whether It meant something other than the ordinary meaning of this term. 

which would typically signify one of the highest levers of"abstraction. If thiS aspect of the 

progtam is not ,otherwise found at such a high lavel of ab~ttadion. than the Court must 

necessarily cOl15lderwhether the merger dodJine would otherwise render 1t ul1protecfable. Upon 

review at this issue, the Court must expla(n that the Incfuslon of this element in the simIlarity 

analysis was the result of an inappropriate Gmphasis on copying. and that this element should 

have been properly filtered out under the analysis conducted by this Court at the entry of the 

permanent InJunction. and is also propeny filtered out under the teQt fiat forth by the Tenth CIrcuit 

in 1he present case. The Plaintiff asserts that what tha Court really meant by its usa of the term 

was fundament. ·sub-task';- whlQh OtJnnQte the brf;mkdown of fundamental tasks into sub-tasks. 

whIch It asserts are pro1ectable expression. The assertions undarlylng this argument oro nevel. 

but bear no relation to the ngcessary determination here by the Court. 

In addition, the Plaintiff's vague reference 10 ·sub-tasks" does not specifically identif\' the 

&curc'll or nature of the alleged protectable expression. Dr. Oa,,':.15 te~tlrnol1Y did re-1er to "the 

breakdown of fundamental tasks," Vol. VI 494. Is. 17-20, as well as "the fundamental task," in 

rasponse to a question on cross-examination regarding his statement of what constituted similar 

expres:9lon In th~ two programs. Vol. VI SEiB. Is. 16-23. The Court must conclude that its 

definition of fundamental task did not amount to a deviation from tne standard t~..m, and 

eonsequently. It was error not to filter this aspect of similarity out of the anaJysi~ to support the 

conclUSion that there was infringement. 

F. Inmall Filas 

\NIth (egaI'd to this final aspect of the rem8l1d. the Clrouitls opinion requires an analysis 

of whether Plaintiff actually holds copyright on mls file, and If so, wnatner It constitutes 

protectable expre~~Qn. 9 F .3d at 846. Plaintiff has abandoned any claim to infringement as to 

the Install m~s. Consequ9r\tly, that portion. Of the remand is now moot. Here again. the expert 

testimony b••rs out the over-emph8:sis on explaining similarity as the logical result 01 copying. 

The Chauffeur proarsm's install file was considered to have been copied from me Oesign Flex . 
.. 
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Dr. Davis hypothesized that because the author 1;)f Chauffeur presumably had access to tl'e 

objea code of Design Flex's inBtaU tile, the auU'lor of Chauffeur al$o hwJ access to the object 

code 01 the Design Flex program and presumably ufied that c;:od. to at least structure the 

. Chauffeur program. Vol. IV, 481, Is. 1-5. 

It Is aear that any 9imilarity~ Whether it 'NElS part of the "big plcturCj" 01 copying which 

supported the Court's cQndusion of infringement, must now be excluded because thetis files 

were not pad of the Design Flex program. Even if this Court could determine that 'they were part 

of 1he Plaintiff's program, thay are a necessary part Of it and ate tnGtSfCre excludable under the 

procass-expresslon dieho1omy (or at lea:!lt the merger doctrine). 

Ill. Ib' CgmRJilrj,QO prong of the Test 

In light of the above findings and conclusions made by the Court, there is virtually notl'1ing 

for this Court to consider because the elementB of Plaintiff'a copyrighted Oes;gn Flex program 

have iilluady be.n ffltered Out Oy Virtue ot a.pplylng the previous two prongs of tne abstract{on­

filll'ation-camparlson test Because there Is nothing to compare under the final prong of the 

analysis articulated by the n~nth Circuit. thi'll Court must conclude that there is no basis on whiCh 

to find any infringement of the Plain1iff's DeSign Flex copyright. 

The Court concludes that although the Plaintiff has c(early establiahed a valid copyright 

of the Design Flex program and has further established that the Defendant as a matter of fact 

copied the Plaintiff's Design Flex program. the Plaintiff has failed to satisfy its burden of 

establishing 1hal the copying was Of preCisely identified proteC\ed elements of the Design fi!ex 

program at\d the Plaintiff has therefore failed to satisfy the ultimate requirement to establish 

copyrightlnfringemen1. The mare fact 1hat the Oesjgn Rex program was copyrighted does not 

mean that the elements of tha work are protected. 9 F.3d at 833. Nor can the inquity end wilh 

a findIng of copying of the Design Flex program. Copyright 1n1rlngement will only attach where 

protected elements of the ptogram WQr$ copi.e. alksr v, Sllden, 101'·U.S. 99 (1 B~). On 

reexamination at lhls ca5U on remand, the Court concJuda8 there has been no infringement gf 

the Design Flax copyright. 

• 
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AccordingiY. me Court now erners ti1~ following OhOE~: 

The PtalntltrG metlon to submit additional evidenC8 is DENIED; 

The permanent Injunction, (as well as any other orders which may be premised on the 

injunctive relief on the Plaintiffs (;opyright claim) to the extent that it involves copyright 

Infringement 0"( the Plaintiff's Design Flex program, Is hereby VACATED; 

The penn anent InlunctJon remains in full force and effect to the extent that it restrains the 

USII of the constants as trade sacre15; 

The pennanent Injunction remains in full forca and affect with regard to the requirement 

!hat the Bando Defendants return any and all intormatlon pertaining to 1118 trade sectets. 

DATeD a.t Donv.r. Colorado, this ~day of Jun., 1995. 
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