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IN THE UNITED STATES DISTRICT COUAT FiLED
FOR THE DISTRICT OF COLORADO  UNITED STATES DIsTHICT ¢ousy
Judge Daniei B. Spar DENVER COLORADG
Givil Action No. 92-6-136 JUN 12 1995
THE GATES RUBBER COMPANY, & Colorado comporation, JAMES R. ”“"ngggfﬂ

Y,

Plaintiff,

V.,

BANDO CHEMICAL INDUSTRIES, LIMITED, a Japanese company; BANDO AMERICAN, INC., an
flinois corporation; BANDO MANUFACTURING OF AMERICA, INC., a Kentucky corporation,
BANDQ U.SA. INC., a Delaware corporation; ALLEN HANANO, an Individual; STEVEN R.
PIDERIT, an individual; RON NEWMAN, an Individual; DENISE HANANQ, an individual; and
JOHN DOES 1 - 83, :

Defendants.

ORDER ON REMAND

THIS MATTER comes before the Court on the remand from the Tenth Gircult Gourt of
Appeals. The Tenth Circult vacated in part, reversed in pant, and affirmed in part this Court'e
decision on the permanent injunction regarding copyright and trade secrets issues arising out
of Plaintifi’s ¢laims that its copyright an the "Design Flex" program was infringed, and that the
mathematical constarts contained in that program were also protected as trade secrets. With
regard 1o the trade secrats issue, the Tenth Cireuit affirmed, holding that the trade 'secrets clalm
was not preempted by the copyright law, and that the Plaintiff made an adequate showing tc
prevail on that claim. This order concerning the issues on remand will Goncern only the issues
ariging out of the copyright claim on the Design Flex program.

The copyright claim was remanded for reconsideration ot the Design Flex program in Hght
of the abstraction-filtration-comparisor test which the Tenth Circult enunciated in its decision.
In articulating its abstraction-{fiitration-comparison test, the Tenth Circuitl.intended to provide
guidance on three diffarent levels by providing (1) s framework for district courts 1o determine
the scope of pratection under the copyright faw; (2) a summary of constitutional, statutory, and
decisional principles controlling and ifluminating the court's analysis; and (3) an application of
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- the applicabie legal analysis to the facts (in which e Court of Appaaig found error in ihe diswict
court's deterrnination). Because this Court must examine several different factors in light of the
Tenth Clrcuit's remand, the Court issued an arder In which it directed the parties to address
specific questions to be briefed to provide the Court with the requisite guldancé in order to
determina the remanded lssues. [n its order of March 18, 1984, the Court requested briefing on
the follawing issues: .
1. How much weight was given to the constants in this Court's conclusion that the
Plaintiff's Design Flex program was infringed?

2. Regarding the menus and sorting criteria:
(a) how should theae be defined?
(b) did Gates waive its Infringemert claim on these elements?
(c) are they protectable expression?

3. Regarding controf flow and data flow:
(@) should these be fitered out under the idea-expression or
process-expression dichotomies?

4, Regarding the engineering caleulation medule and the design module:
{(a) was it proper for the Court t¢ consider thesa ssparately?
{b} should these moduies have been fillered out under the process-
exprassion dichotomy or the merger or scenys a falre doctrines?

5. Regarding comman erors: .
is the expression containad in the errors protectable?

6. Regarding the fundamental task:
how should the Caurt define and apply this datinition for purposes
of the abstraction-fitration-comparison test?

An the Court has determined that oral argument on this matter would not aid in the
determination of these issues, it now makes, the following oplnion and order on remand
concerning the copyright issues relating to the Dasign Flex program. The Court will undertake
the three-step analysls contemplated by the abstractions-fiiration-comparison test, and
consideration of the issues under that analysis will be undertaken in order to identlify any portions
ot the program arronacusly found to be protectable.

As a preliminary matter, the Court will resolve the matter of whether the consideration of
additional evidenca ia proper. The Plaintiff moved far leave to submit additional evidence, on the
grounds that the Tenth Circuit's decision sets forth a new test for the analysis of copyright


http:dlffer.nt

: ; -15-95 7 14:34 MOFO DENVER- 4154936811:% 5716
SE?)’{C‘/%‘%NS 13:12  TIIVI 572 ?}ulust’: % | DH&G NHAN @uvasuLs

= DU

Infringement of computar proagrams. Tg the extenf that the Plaintiff assarts mét the legal standard
has changed since the Initlal hearing, the Court would simply nacte that there was ny legat
standard which the Court was specifically bound to apply at the permanent Injunction hearing.
The Tenth Circuit acknowledged that it was considering lssues of first impression, and this fact,
standing alone, does not provide an appropriate basis for the Court to consider additional
evidence. The Tenth Circuit made no mention of such necessity in its decisiori, and the ather
grounds set forth in the Plaintit’s motion which regard the alleged consequences of discovery
abuses are being addressad in &8 sanctions matter now pending before Magistrdte Judge
Schiatter.

Bocauss the Court does not otherwise deem It necessary to add to the already
voluminous record in this case. and because 1 Is equipped to determine the remand issues
without the benefit ot additional evidencs, the Plaintiff's motion for leave to submit additional
evidence Is DENIED. The Court must consequantly disregard those portions of the Plaintiff’s
argumentsg which rely upan such new ot additional evidence. '

. The Abgtragtions Prong of the Test

Perhaps the most significant aspect of the Tenth Circuit’s decision (for remana purpoges)
was its holding that the mathematica! constants were obsarved or discavered by the Plaintiff, and
were not invented or created by tham. #t aigo held that Plaintiif's "sweat of the brow’ argument
arising out of the thousands of hours that were devoted to ihe testing and refining of the
congtants does not provide a basis for protectlon under the copyright law. Gates Rubber G,
v. Bando Chemical Ingdystries. Ltd., 9 F.3d 823, 842-43 (10th Clr. 1993). That decision fimited the '
impact of the similarity of the canstants to the issue of copying, holding that the district caurt
should have filtered out the constants before it arrived at the ultimate questian of infringament.
it notad the district court's heavy refiance on the simiiarity of the constants in its canclusion that
the Defendants’ Chautfeur program Infringed the Design Flex copyright. Indeed, the Circuit's
remand was for the district court 10 consider whether the remalning protectable slements found
to have been copied are such a substantial part of the Design Fiex program that thair
misappropriation could amount to copyright infringement. 9 F.3d at 843,
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- Ia its brief, the Plaintiff alfers a new argument in support of pratecting the constants under
the copyright law. {t asserts that they are protactable as an original compilation, arrangement,
or selection of facts, and that how the constants are used in the Design Flex pragram (beyond
the fact of their axistence as part of the program) now provides a basis for protection, Using this
line of argument, Plaintiff proceeds to examine the ldea-expression and process-expression
dichotomias, essentially arguing that the methods chosen to use the constants were unique and
creative, and as such, constitute protectable expression. The Gourt has congidered these new
arguments which Plaintiff presents for the first time in its brief on remand Issues. It is also mindful
of the holding as well as the scope of the remand contained in the Tenth Circuit's opinion.
Plaintlif's arguments, if adopted by the Caurt, would essentially frustrate the underlying purpose
of the remmand by injecting a whole naw line of argumentation which was nat previously presented
1o either the district court or the court of appeals. The Piaintiff essentially aveids answering the
question presented by this Court concaming how much walght was given to the conatants in
favor of positing its newly asserted arguments, which appear 1o be based in substantial part en
newly submitted evidence.

The Couwrt of Appeals’ holding in this ease is clear - while consideration of the constants
wis prcbative‘of the factual question regarding copying, the constants ‘were unproteztabie and
therefore should have been fillered out before the district court addressed the ultimate quastion
of whether the defendants infringed on Gates’ copyright” 8 F.3d at 843. The constants fall
beyond the scope of copyright protection. The method of their use, as distinguished from the
fact of thelr use, can have little impact on that holding for purposes of the remand before the
Courl. To the extent that the Plaintiff argues that the compilation of the constants, as used in
some aspact of the Design Flex program such a3 data structure, amounts to a creative use of
the constants which renders them protectahle expression, the Court must {ind that such
distingtion is not consistent elther with the appiicable law or the Tenth Circuit's opinion.

The Court must concur with the observation contained in the Defendants’ brief regarding
the Court's heavy reliance on the conatants (as protectable expression In'and of themsalves),
as well as the Plaintitf's dependence on them in its arguments in the course of the parmanent
injunction proceeding. The brief of Defendant Bando American, Ine.. notea the prominent role
of the constants at the permanent injunction hearing - both in the Plaintiit's brief (referring to the



SENT BY: 6-15-95 ; 14:34 MOFO DENVER- 4154936811:% 7716
c8/13/93 13:13 303 572 0900 o DHAG e DUNHAM doosro1s

Plaintif's supplemental brief in suppor of lnjunctiv'é relief) as well as in the course of the hearing.
Defendant's brief on remand issues at 3.

The primary task presently at hand, is the clarification of the extent to which its conglusion
that the constants were protectable formed the basis for its determination that the Chauffeur
pragram irftinged Plaintiffs copyright on the Design Fiex program. In the order granting the
permanent injunction, the Court noted that in considering the canstants it was Important to
acknowledge the quality of their significance rather than their proportional makeup In the overall
program (which was refatively small). In light of this consideration and the subsequent reversai
of the conclusion that the ceonstants were protectable expression, the Court feels compelled to
conclude that, based on the heawy relianice by the Court on the substantial similarity of the
constants in its finding of copyright infringement, the deletian from congideration of the constants
makas it very unlikely that the Plaintift can otherwise establish sufficient similarity of protectiable
expression to support a finding of infringement.

While the above conclusion might appesr to render maot any further consideration of the
ramaining issues subjact to the Tenth Circuit's ravarsal and remand, the Court will nonetheless
examing the remaining issues in order to provide a complete record and to perform
conscientiously within the scope of the remand.

Another important observation that the Court must make here is that the circuit’s opinion
instructed that the fact of copying, in and of iteelf, is of only limited consequence. This Court wil
endeavor to move beyond the copying "label,” which admittedly was a major portion of the
Plaintiff's casy, a8 well as this Court's analysis irits decision regarding the permanent injunction.
The Tenth Cireuit has ciearty diracted that the fact of copying. unless it is copying of protectable
axpression, ls of little relevance 1o the abstraction-filtration-comparison analysis which must be
applied here. The Court will new consider the remaining isaues on remand.

ll. The Filtration Prong of the Test

Ancther aspect of the remand was for clarification of whai the Court Intended in its
references tu cwitain components of the camputer programs. The Tenth Circuit's filtration

. .
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analysis was impeded due to the lack of definition of these terms by this Court. The Court will
divide its analysis according to the points on which clarification was saught for the ramand
portion of the case.

A. Menus and Sorti iteria

Here the remand requires cladfication of terms, consideration of whether Gates waived
infingement claims; and protectability of thess elemeants if it is determinad thers has been no
waiver, 8 F.3d at 844,

Clarification of these terms requires examination of whether the Court considered these
to conglat of scraen displays alone (which are not protectable under the law) or whether the
Court considered the undesrlylng code creating the visual displays. There is no disputa that the
Plaintiff has walved any claim regarding copyright infringement of the screan displays.

Plaintiff here advances a "susceptible to attemative" argument as the basis for its
argumant thut the menus and sorting criteria ara protectable expression. This seeming variation
on the merger or scenes-a-faire snalyses is not helplul, and the fact that other alternatives may
have been available is of litle assistance in determining whether the sorling criteria code is
protectable expression for filtration purposes. Defendants’ brief focuses on the lack of similarity
between the Design Flex and Chauffeur codes, and thare is virtually no argumant concerning
protectability.

The Deslgn Flex and Chauffeur menus are necessarily found at a high level of abstraction,
“This is so because the programs are menu-driven as a means of accomplishing their end rasuits
- designing and fitting the appropriate Industrial belt. The menus must be cansidered with the
gerting criteria as part of the programs’ “user interface,” These user interfaces are functional in
nature in the raspact that they faciiitate the accomplishment of the geal of both programs.

With regard to the sorting criteria, the Court must observe that there is a limited number
of possibilities to consider for inclusion in tha selection of sorting critaria which are used to selact
that appropriate beit.  While it is true that both programs share the center distance calculation

A
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as ane of these criteria, this fact does not necess';'rixy agsist the Court in either the fittration or
comparison analysis. The univerge of choices avaliable to accomplish the task is relatively small,
and this fact causes the menus and sorting criteria to fall towards the idea end of the idea-
expression dichotoemy, See Engineering Bynamics, Inc. v, Structural Software. Inc,, 26 F.3d 1335,
1343-44 (5th Cir. 1984). The fact of the limited cholcas avallable place these criteria on a higher
level of abstraction, and the Court must conclude that it is not a sufficlent level of abstraction to
withstand filtration.

For comparison purpases, notwithstanding the Court's holding that these should be
filtered out prior to the comperison analysis, there is no expert tostimony to support a conclusion
that the underlying cade [s substaniiaily aimilar.

The Court concludes that the menu is not protectable under the abstractions prong, and
that the sorting criterla are properly filtered out under the idea-expression dichotomy. These
conclusiors are reinfarced by the recent dacigion of the First Cireuit In Lotus Development Carp.

v. Borland International, Inc., 49 F.3d 807 (1st Cir. 1885) (holding that the Lotus menu commansd
higrarchy is a noncopyrightable method of aperation).

B, Control and Date Flow

The remand requires the Court to clarify these terms, a5 well as reconsider these elsmants
in light of tha idea-expregsion and process-exprasgsion dichotomles. @ F.3d al 844,

The exparts' examination of controi and- data flow focused on ane particular moduie in
bath programs - the module for caleulating the drive design of V-bells. In his testimony, Dr.
Randall Davis explained that computer programs in general can be discussed as being
composed of structure and behavior. Vol. V, 588, Is. 13-14. Both control flow and data flow are
properly considered as part of the structure of the programs because they embody the seguence
of events of how information is ransmitted within the program. Dr. Davis aiso testified that the
flow of information which takes place in its structure can be largely determined or dictated by the
particular language which the program employs. Vol. V, §75, 3. 7-25. Because the Chauffew
pragram was written in a more powerful language (QuickBASIC), but Dr, Davis did not think that

7
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the program fully utilized the inherent power of that language, he implied that portions of the
structure were simllar to the Design Flex program.

Dr. Davis’s consistent point of reference was 1o examing aspecis of the Chauffaur
program to determine similarities consistant with copying. As has been previously stated, this
is nat the proper focus of the issues on remand of this matter, Without this focus on Dr. Davis's
testimany, there Is insufficient testirnony to suppart a conciusion that either the control flow or
data flow Is a protectabls aspect of the program’s structure ar that there is sutficient similarity.,

in addition, the control and data flow aspects of the program's structure, apart from
reflacting differont programming styies, indicate similar methods of obtaining similar geals or
results. This similarity is properly considered in terms of the process-expression dichotomy, and
these aspects of the program fall clos® 10 the process-end of the process-expression dichotomy.
The control and data flow in tﬁe programs also reflect standard techniques (such as thoss
described In Altai at 709), and they should otherwise not be considered in the substantial
similarity anslysis (the similarity going to the efflclency of structura is not particularly probative
of copying).

With regard to the idea-expression dichotomy, it appears that the controi and data Hlow
fall inta an Intermediate level of abstraction, theretora the Caurt must look behind them to
discover what is being accomplished, namely whather it Is [dea or expression, The Plalntiff offers
no asgsistance here in its reliance on the argument that because the axpression chosen was not
the axciusive means for the expression (or the accomplishment of a paricular task), the
expression Is therefore protectable. Or. Davis testifled that the data svucture or flow describes
how {nformation is organized and packaged Inside the program. Transcr. Vol. V, 5§75, Is. 5-9.
It is therefore apparent that, based on its review of the record, the Court must canciuda that the
purpose of “control flow" and “data flow” within the context of the programs under scrutiny
involves the description of an idea, not a protectable expression. These elements are properly
filtered from the Court's consideration under the |dea-expression dichotomy, and cannot ba
considered In any comparlson analysis.
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C. Engineering Galeujation and Design Modules

The Tenth Circuit's remand here requires examination of whethar thase aelaments are in
fact separate medules, and also a consideration of the process-expression dichotomy, merger,
and scenes-a-faire. 9 F.3d at B45,

Based on its review of the expert testimony as well as the exhibits reflecting the reports
of the experts, the Court must conclude that It was error to consider these as two separate
modules, The fact that the functions of input and output are separated is of little consequence.
The Plaintitf concedes that the two tasks are performed in a single module, but argues that
because they constitute separate expression, the Cournt propedy considered them soéarately.
There is ne basis for the Court to make such an artificial distinction here.

Plaintiff's fraquent reitaration regarding the qualitative Importance of particular aspects of
a program has no bearing on the Court's analysis of whether particular elements are protectable
expression which can withstand the filtration analysis. This argumant Is viewed by the Court as
an attempt to bootstrap from the copying or substantial similarity analysis. The Court will decline
such invitation as it involves a misapplication of the abstractionfiltration-comparison tast as set
forth in the Tenth Clrcuit’s opinion.

Thers Is also ample expent testimany {0 support the conciusion that under elther the
pracass-expression dichotomy ¢r the merger doctrine, a program to design industrial balts must
of necessity perform these input-output caiculations In order to achieve the stated purpasa. The
fact that measuremeant from the center distances is similar in both Design Fiex and Chauffeur is
not critical. The Court must therefora conclude that these modules are properly considered as
a single module, which, under both the process-expression dichotomy as well as the merger
doctring, are properly fitared from the Court's consideration because such a module is a
necessary aspect of a computer program with the common stated aims of the Design Flex and
Chautfeur proagrams.
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- R.Commen Errors =

As to these ‘elements® of the program, the romand requires an examination of whether
any of the common errors contaln protactable expression. 9 F.3d at 845. Referance here to
common errors was perhaps due to a misnomer on the Court's part, as the expert testimony
more appropriately categorizes these as common misbehaviors - misbehaviors implying a
noniiteral source of maifunction or inconsisteney, Errors would seem to more gpecifically imply
that a partleuler task was accomplished Incorrectly or with some existent error. QOne of the
"common misbahaviors® about which Dr. Davis testified was the portion of the Chaufeur program
which concemed the checking fo! reversal of values (for inputted data). Dr. Davis noted that the
Chauffeur program's warning about taking care not to reverse, but its failure to actually check
for such was indicative of “some form of* copylng of the Design Flex program,

Here again, the Court s cagnizant af the fimitations of evidence of copying and that It
bears Iittla relatlon to the analysis of whether a particular portion of & program is protectable
undsr the copyright law. Plaintiff explaina in its brief that these common srrors are not
qualitatively important ta Design Flex, and therefore the Court will freat this as a waiver of its
argument here, notwithstanding the amblguily In its statement that it is not pursuing this aspect
of its slaim given the undisputed findings of copying by this Court. The Court must conclude
hare that the common errors or misbehaviors cannot be considered hrctectable exprassion. This
c&n sorve as an example of how the fitration-comparison test, as distinguished from the
comparison-fiitration test, can serve 10 exclude elements which are primarily only indicative ot
copying but not necessarlly protectable expression. The Court is nat ailowed 1o consider
avidenca of copying as an element unto itself for analyzing the programs under the abstraction-
filtration-comparison test. There is no evidence that the common erors were caused by simiiar
shortcomings in the source cade or other aspecte of the program. The mere fact of their
axistanca as similar is not sufficient to render them pratactable expression, and they are properly

filtered out of consideration.

E. Fundamental Task

The remand as to this aspect of the Court’s decision granting the permanent injunction

10
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requires an explanation of what was meant by the: term - what It is, as well as why the merger
dectrine would aor would not apply to such aspact of the program. Here ihe Court must
essentially indicate whether it meant something other than the ordinary meaning of this 1erm,
which would typically signify one of the highest levels of abstraction. If this aspect of the
pragram is not .otherwise found at such a high level of ahstraction. then the Court must
necessarily conslder whethier the merger doctrine would atherwise render it unprotectable. Upon
review of this issue, the Court must explaln that the Inclusion of this element in the similarity
analysls was the result of an inappropriate emphasis on copying, and that this element should
have been properly fitered out under the analysis conducted by this Caurt at the entry of the
permanent injunstion, and is also properly filtered out under the test set forth by the Tenth Clreuit
in the present case. The Maintiff asserts that what the Court really meant by its use of the term
was fundamaental *sub-tasks* which connate the breakdown of fundamental tasks into sub-tasks,
which It asserts are protectable expression. The asserficns undarlying this argument are novel,
but bear na relation to the necassary determination here by the Court.

In addition, the Plaintlif's vague reference to "sub-tasks” does not specifically identify the
s0urce or nature Qf the alleged protectable expression. Dr. Davis's testimony dJid refer to “tha
breakdown of fundamental tasks," Vol. V, 484, i3, 17-20, as well as “the fundamental task.” in
response to a question on cross-examination regarding his statement of what constituted simlar
expression In the two programs. Vol. V, 568, Is. 16-23. The Céurt must conclude that its
definition of fundamental task did not amount 15 3 deviation from the standard term, and
cansequantly, it was error not to filter this aspect of similarity out of the analysis to suppaort the
conclugion that there was infringement.

F. Install Files

With regard to this final aspect of the ramand, the Clrcuit's opinlon requires an analysis
of whether Plsintiff actually holds copyright on this file, and if so, whather it constitutas
protectable expression. 9 F.3d at 846, Plaintift has abandoned any claim 1o infringement as o
tha install files. Consequenily, that portion of the remand is now moot. Here again, the expert
testimony bears out the aver-emphasis on explaining similarity as the logical result of copying.
The Chauffeur program’s install file was considered to have besn copied from the Design Flex.

-

1
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- Dr. Davis hypathesized that because the author of Chauffeur presumably had access 16 the
object code of Design Flex's install fle, the author of Chauffeur alse had access to the object
code of the Design Flex program and presumably used that code to at least structure the
‘Chauffeur program. Vol, IV, 481, Is. 1-5.

it Is clear that any similarity, whether it was part of the “big plcture” of copying which
supported the Courl's conclusion of infringement, must now be excluded because thess filas
were not part of the Design Flex program. Even if this Court could determine that they were part
of the Plaintiif's program, they are a necessary part of it and are tharefore axciudabla under the
process-expresslon dichotomy (or at least the merger doctrine).

il i ong of the Test

In light of the above findings and conclusions made by the Court, there is virtually nothing
for this Court to consider becauae the olermnonts of Plaintifi's copyrighted Design Flex program
have already been filtered out by virtue of applying the previous two prongs of the abstraction-
fitration-comparison test. Because there Is nothing to compare under the final prong of the
analysis articulated by the Tanth Circeit, the Court must conclude that there is no basis on which
to find any infringement of the Plaintiff's Design Flex copyright.

The Court concludes that although the Plaintiff has clearly established a valid copyrignt
of the Design Flex program and hae further establishad that the Defendant as a8 matter of fact
copiad the Plaintiff's Design Flex program, the Plaintiif has failed to safisfy its burden of
establishing that the copying was of precisely identifled protecied elements of the Design Flex
program and the Plaintitf has therefore failad 1o satisfy the ultimate requirement to establish
copyright Infringement. The mere fact ihat the Design Flex program was copyrighted does not
mean that the elements of the wark are protected. 9 F.3d at 833. Naor can the inquiry end wilth
a finding of copying of the Design Flex program. Cogyright Infringement will only attach where

protected elements of the program ware copied. Baker v, Selden, 101°U.S. 98 (1879). On
reexamination of this case gn remand, the Court concludes there has been no infingement ot

the Design Flax capyright.

12
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- Actorgingiy, ine Court now emers tne foilowing ChUER;

The Plaintiff's motion to submit additional evidencs s DENIED;

The permanent injunction, (as well as any other orders which may be premised on the
injunctive relief on the Plaintiff's copyright claim) to the extent that it involves copyright
Infringement of the Plaintifi"s Design Flex program, is hereby VACATED,

The permanent injunction remains in full force and effect to the extent that it restrains the
use of the constants as trade secrets;

The permanent injunction remains in full force and affect with regard to the requirement
that the Bando Defendants raturn any and all informatian pertaining 1o the trade secrats.

DATED at Danver, Colorado, this jg_‘;day of June, 19085,

Daniel g Searr

» -
e
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