UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

| APPLICATION NO. ISSUE DATE PATENT NO. ATTORNEY DOCKET NO. CONFIRMATION NO.
12/686,469 01/17/2017 9547842 IN920090098US1 9662
26502 7590 12/28/2016
IBM CORPORATION

IPLAW SHCB/256-3
1701 NORTH STREET
ENDICOTT, NY 13760

ISSUE NOTIFICATION

The projected patent number and issue date are specified above.

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment is 2042 day(s). Any patent to issue from the above-identified application will
include an indication of the adjustment on the front page.

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that
determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information
Retrieval (PAIR) WEB site (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the
Office of Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee
payments should be directed to the Application Assistance Unit (AAU) of the Office of Data Management
(ODM) at (571)-272-4200.

APPLICANT(s) (Please see PAIR WEB site http://pair.uspto.gov for additional applicants):

Jan De la Rosa, Austin, TX;

Salil P. Gandhi, Pune, INDIA;
Saidas T. Kottawar, Pune, INDIA;
Sandip D. Mahajan, Pune, INDIA;

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location
for business investment, innovation, and commercialization of new technologies. The USA offers tremendous
resources and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation
works to encourage and facilitate business investment. To learn more about why the USA is the best country in
the world to develop technology, manufacture products, and grow your business, visit SelectUSA.gov.

IR103 (Rev. 10/09)



Receipt date: 01/13/2010 Application Number 12686469 - GAU: 2457

Filing Date

INFORMATION DISCLOSURE

First Named Inventor | Jan De la Rosa

STATEMENT BY APPLICANT At Uni
nit

( Not for submission under 37 CFR 1.99)

Examiner Name

Attorney Docket Number INS20090098US1

6 20080133302 A1 2008-06-05 Brauninger et al.
8,/2007
7 20070192678 A1 |20866=66=t8~ |Tangetal.

If you wish to add additional U.S. Published Application citation infermation please click the Add button.l Add |
FOREIGN PATENT DOCUMENTS |Remove|

Name of Patentee or Pages,Columns,Lines
Examiner| Cite | Foreign Document Country Kind | Publication Applicant of cited where Relevant Ts
Initial* No | Number3 Code? | Code4| Date PP Passages or Relevant
Document ;
Figures Appear
1 | 2007094821 o) Al |2007-0823 |gemens ]
ommunications, Inc.

If you wish to add additional Foreign Patent Document citaticn information please click the Add button | Add
NON-PATENT LITERATURE DOCUMENTS |Remove|

Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of the item
(book, magazine, journal, serial, symposium, catalog, etc}, date, pages(s), volume-issue number(s), TS
I)%léplisher, city and/or country where published.

Examiner| Cite
Initials* | No
Change(t) app

to document,

/MC |1 ]
9,/27/20(1 6
If you wish to add additional non-patent literature document citation information please click the Add buttonl Add |
EXAMINER SIGNATURE
Examiner Signature /Blake Rubin/ Date Considered | (9/27/2012

*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through a
citation if nhot in conformance and not considered. Include cepy of this form with hext communication to applicant.

1 See Kind Codes of USPTO Patent Documents at www.USPTO.GOV or MPEP 901.04. 2 Enter office that issued the document, by the two-letter code (WIPO
Standard ST.3). 2 For Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the patent document.
4 Kind of document by the appropriate symbols as indicated on the document under WIPQ Standard ST.16 if possible. ° Applicant is to place a check mark here if
English language translation is attached.

ALL REFERENCES CONSIDERED EXCEPT WHERE LINED THROUGH. /B.R/

EFS Web 2.1.16



, w'
< PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE
Commissioner for Patents
P.O. Box 1450
Alexandria, Virginia 22313-1450

or Fax (571)-273-2885

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks 1 through 5 should be completed where
gp;ropnate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current comespondence address as
in _lciued unlcfess cor.xfgctegi below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate " ADDRESS" for
maintenance fee notifications.

Note: A certificate of mailing can only be used for domestic mailings of the

Fee(s) Transmittal. This certificate cannot be used for any other accompanying

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block 1 for any change of address) ﬁapers. Each additional paper, such as an assignment or formal drawing, must
ave its own certificate of mailing or transmission.

Certificate of Mailing or Transmission

30449 7590 097142016 - : N . . p . .
I hereby certify that this Fee(s) Transmittal is being deposited with the United
SCHMEISER, OLSEN & WATTS Séi'lés c:’slal tﬁrViI(\:/f vlwg SI}II)léCSi%;E pg%%ge ggr first t<’:‘l)ass majlbien an anglo
ay ssed to the Mail Sto address above, or being facsimile
22 CENTURY HILL DRIVE transmitted to the USPTO (571) 273-288S5, on the date indicated below.
SUITE 302 -
LATHAM, NY 12110 (Depesitars name)
(Signature)
(Date)
[ APPLICATION NO. | FILING DATE I FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. l CONFIRMATION NO, |
12/686,469 01/13/2010 Jan De la Rosa IN920090098US1 9662

TITLE OF INVENTION: AN OUT-OF-OFFICE ELECTRONIC MAIL MESSAGING SYSTEM

l APPLN, TYPE I ENTITY STATUS I ISSUE FEE DUE IPUBLICATIONFEEDUE IPREV. PAID ISSUE FEE I TOTAL FEE(S) DUE | DATE DUE ]

nonprovisional UNDISCOUNTED 3960 30 $0 3960 12/14/2016

12/12/2616 SMOHANMI 0B68BG98 698457 12686469

L EXAMINER I ART UNIT l CLASS-SUBCLASS I 81 FC:1581 5.8 DA
RUBIN, BLAKE J 2457 . 709-206000
lC. F(l:lthgESOf correspondence address or indication of "Fee Address" (37 2. For printing on the patent front page, list Schmeiser, Olsen & Watts,LLP
-363). (1) The names of up to 3 registered patent attorneys |
3 Change of correspondence address (or Change of Correspondence or agents OR, alteratively, John Pivnichn
Address form PTO/SB/122) attached. ) . o VO v y
(2) The name of a single firm (having as a member a
{J "Fee Address” indication (or "Fee Address" Indication form registered attorney or agent) and the names of up o
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer 2 registered patent attorneys or agents. If no name is 3
Number is required. listed, no name will be printed.
3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type)

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.
(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY)

International Business Machines Corporation, Armonk, NY

Pleasc check the appropriate assignee category or categories (will not be printed on the patent) : O ndividual Corporation or other private group entity ) Government

4a. The following fee(s) are submitted: 4b. Payment of Fee(s): (Please first reapply any previously paid issue fee shown above)
&l 1ssue Fee {J A check is enclosed.
(J Publication Fee (No small entity discount permitted) O Payment by credit card. Form PTO-2038 is attached.
0 Advance Order - # of Copies The director is hereby authorized to charge the required fee(s), any deficiency, or credits any
overpayment, to Deposit Account Number _09035]_ (enclose an extra copy of this form).
5. Change in Entity Status (from status indicated above)
Q Applicant certifying micro entity status. See 37 CFR 1.29 m Absent a valid certification of Micro Entity Status (see forms PTO/SB/15A and 15B), issue
ee payment in the micro entity amount will not be accepted at the risk of application abandonment.
Q Applicant asserting small entity status. See 37 CFR 1.27 NOTE: If the application was previously under micro entity status, checking this box will be taken
to be a notification of loss of entitlement to micro entity status.
D Applicant changing to regular undiscounted fee status. NOTE: Checking this box will be taken to be a notification of loss of entitlement to small or micro

entity status, as applicable.
NOTE: This form must be signed in accordance with 37 CFR 1.31 and 1.33. See 37 CPR 1.4 for signature requirements and certifications.

Authorized Signature 1791—0/ J) - (:F.’\:%f'»—/ Date /o //// 2-0 16

Jack P. Friedman Registration No.

44688

Typed or printed name

Page 2 of 3
PTOL-85 Part B (10-13) Approved for use through 10/31/2013. OMB 0651-0033 U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE



PTO/SB/122 (11-08)
Approved for use through 11/30/2011. OMB 0651-0035
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

CHANGE OF

CORRESPONDENCE ADDRESS
Application

Address to:

Commissioner for Patents
P.O. Box 1450

\ Alexandria, VA 22313-1450

Application Number 12/686,469

Filing Date 1/13/2010

First Named Inventor Jan De la Rosa etal.

Art Unit 2457

Examiner Name RUBIN, BLAKE J.

Attorney Docket Number IN920090098LIS1 /

Please change the Corréspondcnce Address for the above-identified patent application to:

The address associated with
Customer Number:

26,502

OR

Firm or
Individual Name

Address

City

State Zip

Country

Telephone

Email

| am the:
Applicant/Inventor

Assignee of record of the entire interest.

Uy O0

This form cannot be used tc change the data associated with a Customer Number. To change the
data associated with an existing Customer Number use “Request for Customer Number Data Change” (PTO/SB/124).

Statement under 37 CFR 3.73(b) is enclosed. (Form PTQ/SB/96).
Attorney or agent of record. Registration Number 44688

Registered practitioner named in the application transmittal letter in an application without an
executed oath or declaration. See 37 CFR 1.33(a)(1). Registration Number

Signature M P_CF N ;

Typed or Printe T
Name ~ﬁalck P. Friedman

Date lo //, /‘7_41(

Telephone 0201850

forms if more than one signature is required, see below”,

NOTE: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required. Submit multiple

I:I *Total of forms are submitted.

This collection of information is required by 37 CFR 1.33. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 3 minutes to complete,
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on
the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.0O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

. If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary;
*and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark
Office is to process and/or examine your submission related to a patent application or patent. If you do
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records fram
this system of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is required by the Freedom of information Act.

2. Avrecord from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of settlement negotiations.

3. Avrecord in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect 1o the subject matter of the
record.

4. Arecord in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. §52a(m).

5. A record related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

6. Arecord in this system of records may be disclosed, as a routine use, to another federai
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).

7. Arecord from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as
part of that agency’s responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shail
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not
be used to make determinations about individuals.

8. A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

9. Arecord from this system of records may be disclosed, as a routine use, to a Federal, State,
or local taw enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.Uspto.gov

NOTICE OF ALLOWANCE AND FEE(S) DUE

| EXAMINER |
30449 7590 0971472016
SCHMEISER, OLSEN & WATTS RUBIN, BLAKE ]
22 CENTURY HILL DRIVE
SUITE 302 | ART UNIT PAPERNUMBER |
LATHAM, NY 12110 2457
DATE MAILED: 09/14/2016
APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKETNO. | ~ CONFIRMATION NO.
12/686.469 01/13/2010 Jan De la Rosa IN920090098US 1 9662

TITLE OF INVENTION: AN OUT-OF-OFFICE ELECTRONIC MAIL MESSAGING SYSTEM

APPLN. TYPE ENTITY STATUS ISSUE FEE DUE PUBLICATION FEE DUE | PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE

nonprovisional UNDISCOUNTED $960 $0 $0 $960 12/14/2016

THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT.
PROSECUTION ON THE MERITS IS CLOSED. THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS.
THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308.

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE
MAILING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS
STATUTORY PERIOD CANNOT BE EXTENDED. SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES
NOT REFLECT A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. IF AN ISSUE FEE HAS
PREVIOUSLY BEEN PAID IN THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM
WILL BE CONSIDERED A REQUEST TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARD THE ISSUE FEE NOW
DUE.

HOW TO REPLY TO THIS NOTICE:

I. Review the ENTITY STATUS shown above. If the ENTITY STATUS is shown as SMALL or MICRO, verify whether entitlement to that
entity status still applies.

If the ENTITY STATUS is the same as shown above, pay the TOTAL FEE(S) DUE shown above.

If the ENTITY STATUS is changed from that shown above, on PART B - FEE(S) TRANSMITTAL, complete section number 5 titled
"Change in Entity Status (from status indicated above)".

For purposes of this notice, small entity fees are 1/2 the amount of undiscounted fees, and micro entity fees are 1/2 the amount of small entity
fees.

II. PART B - FEE(S) TRANSMITTAL, or its equivalent, must be completed and returned to the United States Patent and Trademark Office
(USPTO) with your ISSUE FEE and PUBLICATION FEE (if required). If you are charging the fee(s) to your deposit account, section "4b"
of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B is filed, a
request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur due to the difficulty in recognizing
the paper as an equivalent of Part B.

III. All communications regarding this application must give the application number. Please direct all communications prior to issuance to
Mail Stop ISSUE FEE unless advised to the contrary.

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of

maintenance fees. It is patentee's responsibility to ensure timely payment of maintenance fees when due.

Page 1 of 3
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PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE

Commlssmner for Patents

P.O.Box 1

Alexandria, Virginia 22313-1450
or Fax (571)-273-2885

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks 1 through 5 should be completed where
ppropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as
1cated unless corrected below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" for

malntenance fee notifications.

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block 1 for any change of address)

30449 7590 09/14/2016
SCHMEISER, OLSEN & WATTS
22 CENTURY HILL DRIVE
SUITE 302

LATHAM, NY 12110

Note: A certificate of mailing can only be used for domestic mailings of the

Fee(s) Transmittal. This certificate cannot be used for any other accompanying

Eapers. Each additional paper, such as an assignment or formal drawing, must
ave its own certificate of mailing or transmission.

Certificate of Mailing or Transmission
I hereby certify that this Fee(s) Transmittal is being deposited with the United
States Postal Service with sufficient postage for first class mail in an envelope
addressed to the Mail Stop ISSUE FEE address above, or being facsimile
transmitted to the USPTO (571) 273-2885, on the date indicated below.

(Depositor's name)

(Signature)
(Date)
APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. | CONFIRMATION NO.
12/686,469 01/13/2010 Jan De la Rosa IN920090098US1 9662
TITLE OF INVENTION: AN OUT-OF-OFFICE ELECTRONIC MAIL MESSAGING SYSTEM
| APPLN. TYPE ENTITY STATUS | ISSUE FEE DUE | PUBLICATION FEE DUE | PREV. PAID ISSUE FEE | TOTAL FEE(S) DUE DATE DUE
nonprovisional UNDISCOUNTED $960 $0 $0 $960 12/14/2016
| EXAMINER | ART UNIT | CLASS-SUBCLASS |
RUBIN, BLAKE J 2457 709-206000

1. Change of correspondence address or indication of "Fee Address" (37
CFR 1.363).

| Chan%e of correspondence address (or Change of Correspondence
Address form PTO/SB/122) attached.

[ "Eee Address" indication (or "Fee Address" Indication form
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer
Number is required.

2. For printing on the patent front page, list
1

(1) The names of up to 3 registered patent attorneys
or agents OR, alternatively,

(2) The name of a single firm (having as a member a 2

registered attorney or agent) and the names of up to
2 registered patent attorneys or agents. If no name is 3
listed, no name will be printed.

3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type)

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.

(A) NAME OF ASSIGNEE

(B) RESIDENCE: (CITY and STATE OR COUNTRY)

Please check the appropriate assignee category or categories (will not be printed on the patent) : [ ndividuat Corporation or other private group entity [ Government

4a. The following fee(s) are submitted: 4b. Payment of Fee(s): (Please first reapply any previously paid issue fee shown above)

[ Issue Fee
[ Publication Fee (No small entity discount permitted)
[ Advance Order - # of Copies

[ A check is enclosed.
| Payment by credit card. Form PTO-2038 is attached.

(1 The director is hereby authorized to charge the required fee(s), any deficiency, or credits any
overpayment, to Deposit Account Number (enclose an extra copy of this form).

5. Change in Entity Status (from status indicated above)
| Applicant certifying micro entity status. See 37 CFR 1.29

| Applicant asserting small entity status. See 37 CFR 1.27

| Applicant changing to regular undiscounted fee status.

NOTE: Absent a valid certification of Micro Entity Status (see forms PTO/SB/15A and 15B), issue
fee payment in the micro entity amount will not be accepted at the risk of application abandonment.

NOTE: If the application was previously under micro entity status, checking this box will be taken
to be a notification of loss of entitlement to micro entity status.

NOTE: Checking this box will be taken to be a notification of loss of entitlement to small or micro
entity status, as applicable.

NOTE: This form must be signed in accordance with 37 CFR 1.31 and 1.33. See 37 CFR 1.4 for signature requirements and certifications.

Authorized Signature

Date

Typed or printed name

Registration No.

PTOL-85 Part B (10-13) Approved for use through 10/31/2013.

Page 2 of 3

OMB 0651-0033 U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.Uspto.gov

| appcaTonno. | FILING DATE | FIRST NAMED INVENTOR | artorvEY DOCKETNO. | conFrRMATIONNO. |
12/686.469 01/13/2010 Jan De la Rosa IN920090098US 1 9662
30449 7590 0971472016 | DXAMINER |
SCHMEISER, OLSEN & WATTS RUBIN, BLAKE ]
22 CENTURY HILL DRIVE
SUITE 302 | ART UNIT PAPERNUMBER |
LATHAM, NY 12110 2457

DATE MAILED: 09/14/2016

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(Applications filed on or after May 29, 2000)

The Office has discontinued providing a Patent Term Adjustment (PTA) calculation with the Notice of Allowance.

Section 1(h)(2) of the AIA Technical Corrections Act amended 35 U.S.C. 154(b)(3)(B)(i) to eliminate the
requirement that the Office provide a patent term adjustment determination with the notice of allowance. See
Revisions to Patent Term Adjustment, 78 Fed. Reg. 19416, 19417 (Apr. 1, 2013). Therefore, the Office is no longer
providing an initial patent term adjustment determination with the notice of allowance. The Office will continue to
provide a patent term adjustment determination with the Issue Notification Letter that is mailed to applicant
approximately three weeks prior to the issue date of the patent, and will include the patent term adjustment on the
patent. Any request for reconsideration of the patent term adjustment determination (or reinstatement of patent term
adjustment) should follow the process outlined in 37 CFR 1.705.

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be
directed to the Customer Service Center of the Office of Patent Publication at 1-(888)-786-0101 or (571)-272-4200.

Page 3 of 3
PTOL-85 (Rev. 02/11)



OMB Clearance and PRA Burden Statement for PTOL-85 Part B

The Paperwork Reduction Act (PRA) of 1995 requires Federal agencies to obtain Office of Management and
Budget approval before requesting most types of information from the public. When OMB approves an agency
request to collect information from the public, OMB (i) provides a valid OMB Control Number and expiration
date for the agency to display on the instrument that will be used to collect the information and (ii) requires the
agency to inform the public about the OMB Control Number’s legal significance in accordance with 5 CFR
1320.5(b).

The information collected by PTOL-85 Part B is required by 37 CFR 1.311. The information is required to obtain
or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is
governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete,
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary
depending upon the individual case. Any comments on the amount of time you require to complete this form
and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, Virginia 22313-1450. DO NOT
SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box
1450, Alexandria, Virginia 22313-1450. Under the Paperwork Reduction Act of 1995, no persons are required to
respond to a collection of information unless it displays a valid OMB control number.

Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the
requirements of the Act, please be advised that: (1) the general authority for the collection of this information is
35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which
the information is used by the U.S. Patent and Trademark Office is to process and/or examine your submission
related to a patent application or patent. If you do not furnish the requested information, the U.S. Patent and
Trademark Office may not be able to process and/or examine your submission, which may result in termination of
proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required
by the Freedom of Information Act.

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance
from the Member with respect to the subject matter of the record.

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

5. A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under authority
of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations
governing inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive.
Such disclosure shall not be used to make determinations about individuals.

8. A record from this system of records may be disclosed, as a routine use, to the public after either publication
of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the
record was filed in an application which became abandoned or in which the proceedings were terminated
and which application is referenced by either a published application, an application open to public
inspection or an issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address--
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308.

1. [ This communication is responsive to 8/9/16.
Oa declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on

2. [] An election was made by the applicant in response to a restriction requirement set forth during the interview on ; the restriction
requirement and election have been incorporated into this action.

3. X The allowed claim(s) is/are 15-17 and 23-39. As a result of the allowed claim(s), you may be eligible to benefit from the Patent
Prosecution Highway program at a participating intellectual property office for the corresponding application. For more information,
please see http://www.uspto.gov/patents/init_events/pph/index.jsp or send an inquiry to PPHfeedback@uspto.gov.

4. [] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).

Certified copies:
a)[d Al b)[] Some *c)[] None of the:
1. [] Certified copies of the priority documents have been received.
2. [0 Certified copies of the priority documents have been received in Application No.
3. [ Copies of the certified copies of the priority documents have been received in this national stage application from the
International Bureau (PCT Rule 17.2(a)).
* Certified copies not received:

Applicant has THREE MONTHS FROM THE “MAILING DATE” of this communication to file a reply complying with the requirements
noted below. Failure to timely comply will result in ABANDONMENT of this application.
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE.

5. [J CORRECTED DRAWINGS ( as “replacement sheets”) must be submitted.

[ including changes required by the attached Examiner's Amendment / Comment or in the Office action of
Paper No./Mail Date .

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of
each sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d).

6. [] DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.
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1. [] Notice of References Cited (PTO-892) 5. [] Examiner's Amendment/Comment

2. [ Information Disclosure Statements (PTO/SB/08), 6. [X] Examiner's Statement of Reasons for Allowance
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4. [ Interview Summary (PTO-413),
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/BLAKE RUBIN/ /ARIO ETIENNE/
Examiner, Art Unit 2457 Supervisory Patent Examiner, Art Unit 2457

U.S. Patent and Trademark Office
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Application/Control Number: 12/686,469 Page 2
Art Unit: 2457

DETAILED ACTION
1. This action is in response to communications filed August 9, 2016.
2. Claims 15-17 and 23-39 are hereby allowed. Claims 15-16, 28, and 34 are
currently amended and entered as part of a AFCP 2.0 request.
3. The present application is being examined under the pre-AlA first to invent
provisions.
Allowable Subject Matter
4. Claims 15-17 and 23-39 are allowed. The following is an examiner’s statement of
reasons for allowance: the claims have been amended to further limit the invention to
notifying a user of an email system of a future date for which another user will be
unavailable. The notification being available to a “sending” user, prior to the start date
of the unavailability of the “recipient” user, is not taught in the prior art of record, and
subsequent search for the amended limitation yielded no applicable prior art. Therefore
the claims are hereby allowed.
5. Any comments considered necessary by applicant must be submitted no later
than the payment of the issue fee and, to avoid processing delays, should preferably
accompany the issue fee. Such submissions should be clearly labeled “Comments on
Statement of Reasons for Allowance.”
Conclusion
6. Any inquiry concerning this communication or earlier communications from the
examiner should be directed to BLAKE RUBIN whose telephone number is (571)270-

3802. The examiner can normally be reached on Monday - Friday, 9:00am - 5:00pm.



Application/Control Number: 12/686,469 Page 3
Art Unit: 2457

If attempts to reach the examiner by telephone are unsuccessful, the examiner’'s
supervisor, Ario Etienne can be reached on (571) 272-4001. The fax phone number for
the organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a
USPTO Customer Service Representative or access to the automated information

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

9/6/16

/BLAKE RUBIN/
Examiner, Art Unit 2457

/ARIO ETIENNE/
Supervisory Patent Examiner, Art Unit 2457
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. . , 12/686,469 DE LA ROSA ET AL.
Examiner-Initiated Interview Summary
Examiner Art Unit
BLAKE RUBIN 2457

All participants (applicant, applicant's representative, PTO personnel):

(1) BLAKE RUBIN. (3) .

(2) JACK FRIEDMAN. (4) .

Date of Interview: 24 August 2016.

Type: [X Telephonic [] Video Conference
[ Personal [copy given to: [] applicant  [] applicant’s representative]

Exhibit shown or demonstration conducted: [ Yes [ No.
If Yes, brief description:

Issues Discussed [J101 [J112 [J102 X103 [JOthers

(For each of the checked box(es) above, please describe below the issue and detailed description of the discussion)
Claim(s) discussed: 15.
Identification of prior art discussed:

Substance of Interview
(For each issue discussed, provide a detailed description and indicate if agreement was reached. Some topics may include: identification or clarification of a
reference or a portion thereof, claim interpretation, proposed amendments, arguments of any applied references etc...)

Applicant provided an overview of the invention, including how the claim amendments submitted as part of a AFCP 2.0
request were meant to further clarify the invention, whereby the recipient user is able to foresee the unavailable notice
prior to the start date. The examiner gained a better understanding of the invention and conceded that futher search
and consideration would be necessary to determine patentability. And that such a search would be conducted under
AFCP 2.0.

Applicant recordation instructions: It is not necessary for applicant to provide a separate record of the substance of interview.

Examiner recordation instructions: Examiners must summarize the substance of any interview of record. A complete and proper recordation of the
substance of an interview should include the items listed in MPEP 713.04 for complete and proper recordation including the identification of the
general thrust of each argument or issue discussed, a general indication of any other pertinent matters discussed regarding patentability and the
general results or outcome of the interview, to include an indication as to whether or not agreement was reached on the issues raised.

] Attachment

/BLAKE RUBIN/
Examiner, Art Unit 2457

U.S. Patent and Trademark Office
PTOL-413B (Rev. 8/11/2010) Interview Summary Paper No. 20160906
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AFCP 2.0 12/686,469 DE LA ROSA ET AL.

° o Examiner Art Unit
Decision
BLAKE RUBIN 2457

This is in response to the After Final Consideration Pilot request filed 8/9/16.
1. Improper Request — The AFCP 2.0 request is improper for the following reason(s) and the after final amendment submitted with
the request will be treated under pre-pilot procedure.
] An AFCP 2.0 request form PTO/SB/434 (or equivalent document) was not submitted.
] A non-broadening amendment to at least one independent claim was not submitted.

] A proper AFCP 2.0 request was submitted in response to the most recent final rejection.
[] Other:
2. Proper Request
A. After final amendment submitted with the request will not be treated under AFCP 2.0.
The after final amendment cannot be reviewed and a search conducted within the guidelines of the pilot program.
[] The after final amendment will be treated under pre-pilot procedure.
B. Updated search and/or completed additional consideration.
The examiner performed an updated search and/or completed additional consideration of the after final amendment

within the time authorized for the pilot program. The result(s) of the updated search and/or completed additional
consideration are:

X 1. All of the rejections in the most recent final Office action are overcome and a Notice of Allowance is issued
herewith.

[] 2. The after final amendment would not overcome all of the rejections in the most recent final Office action.
See attached interview summary for further details.

[ 3. The after final amendment was reviewed, and it raises a new issue(s). See attached interview summary for
further details.

[J 4. The after final amendment raises new issues, but would overcome all of the rejections in the most recent
final Office action. A decision on determining allowability could not be made within the guidelines of the
pilot. See attached interview summary for further details, including any newly discovered prior art.

[15. Other:

Examiner Note: Please attach an interview summary when necessary as described above.

U.S. Patent and Trademark Office
PTOL-2323 (Rev. 10-14) AFCP 2.0 Decision Part of Paper No. 20160906
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicants: De la Rosa et al. Art Unit: 2457 / Confirmation No.: 9662
Application No.: 12/686,469 Examiner: Rubin, Blake J.
Filing Date: 01/13/2010 Docket No.: IN920090098US1

Title: AN OUT-OF-OFFICE ELECTRONIC MAIL MESSAGING SYSTEM
(as amended 01/08/2013)

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

OFFICE ACTION RESPONSE

Sir:

This communication is in response to the Final Office Action dated June 10, 2016.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicants: De la Rosa et al. Art Unit: 2457 / Confirmation No.: 9662
Application No.: 12/686,469 Examiner: Rubin, Blake J.
Filing Date: 01/13/2010 Docket No.: IN920090098US1

Title: AN OUT-OF-OFFICE ELECTRONIC MAIL MESSAGING SYSTEM
(as amended 01/08/2013)

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

OFFICE ACTION RESPONSE

Sir:

This communication is in response to the Final Office Action dated June 10, 2016.

S/N: 12/686,469 1



In the Claims:

Please amend claims 15, 28 and 34. The claims are as follows:

1-14. (Canceled)

15. (Currently amended) A method for transmitting availability information in an electronic mail

system, said method comprising:

receiving, by a first processor of a first system from a user of the first system on a date

prior to a start date. a notification that the user is unavailable from the start date to an end date:

in response to said receiving the notification, said first processor activating;by-a-first

processorofafirstsystent; an availability indicator in the first system, wherein the availability

indicator indicates that [[a]] the user ofthe-firstsystem is unavailable from [[a]] the start date to
[[an]] the end date;

said first processor extracting availability indicator metadata from the availability
indicator, wherein the availability indicator metadata comprises the start date, the end date and
an availability indicator message pertaining to the user being unavailable from the start date to
the end date;

said first processor determining that an e-mail has not been sent from the first system to a

receiver in a second system linked to the first system since said activating;
said processor ascertaining whether a current date is prior to the start date and

determining, from said ascertaining, that the current date is prior to the start date;

S/N: 12/686,469 2



in response to said determining that the current date is prior to the start date and to said
determining that the e-mail has not been sent from the first system to the receiver in the second
system, said first processor attaching the extracted availability indicator metadata to the e-mail;
and

said first processor sending the e-mail with the attached availability indicator metadata to

the receiver in the second system.

16. (Previously presented) The method of claim 15, said method further comprising

receiving, by a second processor of a second system, the e-mail with the attached
availability indicator metadata sent by the first processor of the first system;

said second processor extracting the availability indicator metadata from the received e-
mail; and

said second processor storing the availability indicator metadata.

17. (Previously presented) The method of claim 16, said method further comprising:

said second processor comparing the current date with a pre-selected date, wherein the
pre-selected date is selected from the group consisting of the start date, the end date, a date in
response to the start date, and a date in response to the end date;

said second processor determining from said comparing that the current date matches the

preselected date; and

S/N: 12/686,469 3



in response to said determining that the current date matches the preselected date, said

second processor notifying the receiver that the current date matches the preselected date, said

notifying being performed using a pre-selected date graphical user interface.

18-22. (Canceled)

23. (Previously presented) The method of claim 15, said method further comprising:

defining the availability indicator, said defining being performed by a vacation planner

through use of the first processor.

24. (Previously presented) The method of claim 17, wherein the pre-selected date is the start

date.

25. (Previously presented) The method of claim 17, wherein the pre-selected date is the end date.

26. (Previously Presented) The method of claim 17, wherein the pre-selected date is the date in

response to the start date.

27. (Preciously Presented) The method of claim 17, wherein the pre-selected date is the date in

response to the end date.

S/N: 12/686,469 4



28. (Currently amended) A computer system comprising a first system that comprises a first
processor, a first memory coupled to the first processor, and a first computer readable storage
device coupled to the first processor, said first computer readable storage device containing first
program code configured to be executed by the first processor via the first memory to implement
a method for transmitting availability information in an electronic mail system, said method
comprising:

receiving, by the first processor of the first system from a user of the first system on a

date prior to a start date, a notification that the user is unavailable from the start date to an end

date:

——

in response to said receiving the notification, said first processor activating;by-a-first

processorofafirstsystent; an availability indicator in the first system, wherein the availability

indicator indicates that [[a]] the user ofthe-firstsystem is unavailable from [[a]] the start date to
[[an]] the end date;

said first processor extracting availability indicator metadata from the availability
indicator, wherein the availability indicator metadata comprises the start date, the end date and
an availability indicator message pertaining to the user being unavailable from the start date to
the end date;

said first processor determining that an e-mail has not been sent from the first system to a

receiver in a second system linked to the first system since said activating;
said processor ascertaining whether a current date is prior to the start date and

determining, from said ascertaining, that the current date is prior to the start date;

S/N: 12/686,469 5



in response to said determining that the current date is prior to the start date and to said
determining that the e-mail has not been sent from the first system to the receiver in the second
system, said first processor attaching the extracted availability indicator metadata to the e-mail;
and

said first processor sending the e-mail with the attached availability indicator metadata to

the receiver in the second system.

29. (Preciously presented) The computer system of claim 28, said computer system further
comprising the second system, said second system comprising a second processor, a second
memory coupled to the second processor, and a second computer readable storage device
coupled to the second processor, said second computer readable storage device containing
second program code configured to be executed by the second processor via the second memory
to further implement said method for transmitting availability information, said method further
comprising:

said second processor receiving the e-mail with the attached availability indicator
metadata sent by the first processor of the first system;

said second processor extracting the availability indicator metadata from the received e-
mail; and

said second processor storing the availability indicator metadata.

30. (Previously presented) The computer system of claim 29, said method further comprising:

S/N: 12/686,469 6



said second processor comparing the current date with a pre-selected date, wherein the
pre-selected date is selected from the group consisting of the start date, the end date, a date in
response to the start date, and a date in response to the end date;

said second processor determining from said comparing that the current date matches the
preselected date; and

in response to said determining that the current date matches the preselected date, said
second processor notifying the receiver that the current date matches the preselected date, said

notifying being performed using a pre-selected date graphical user interface.

31. (Previously presented) The computer system of claim 28, said method further comprising:

defining the availability indicator, said defining being performed by a vacation planner

through use of the first processor.

32. (Preciously presented) The computer system of claim 30, wherein the pre-selected date is the

start date.

33. (Previously presented) The computer system of claim 30, wherein the pre-selected date is the

end date.

S/N: 12/686,469 7



34. (Currently amended) Storage media comprising a first hardware storage device having first
program code stored therein, said first program code configured to be executed by a first
processor of a first system to implement a method for transmitting availability information in an
electronic mail system, said method comprising:

receiving, by the first processor of the first system from a user of the first system on a

date prior to a start date, a notification that the user is unavailable from the start date to an end

date:

in response to said receiving the notification, said first processor activating;by-a-first
processorofafirstsystent; an availability indicator in the first system, wherein the availability
indicator indicates that [[a]] the user ofthe-firstsystem is unavailable from [[a]] the start date to
[[an]] the end date;

said first processor extracting availability indicator metadata from the availability
indicator, wherein the availability indicator metadata comprises the start date, the end date and
an availability indicator message pertaining to the user being unavailable from the start date to
the end date;

said first processor determining that an e-mail has not been sent from the first system to a

receiver in a second system linked to the first system since said activating;
said processor ascertaining whether a current date is prior to the start date and
determining, from said ascertaining, that the current date is prior to the start date;

in response to said determining that the current date is prior to the start date and to said

determining that the e-mail has not been sent from the first system to the receiver in the second

S/N: 12/686,469 8



system, said first processor attaching the extracted availability indicator metadata to the e-mail;
and
said first processor sending the e-mail with the attached availability indicator metadata to

the receiver in the second system.

35. (Previously presented) The storage media of claim 34, said storage media further comprising
a second hardware storage device having second program code stored therein, said second
program code configured to be executed by a second processor of the second system to
implement said method for transmitting availability information, said method further comprising:

said second processor receiving the e-mail with the attached availability indicator
metadata sent by the first processor of the first system;

said second processor extracting the availability indicator metadata from the received e-
mail; and

said second processor storing the availability indicator metadata.

36. (Previously presented) The storage media of claim 35, said method further comprising:

said second processor comparing the current date with a pre-selected date, wherein the
pre-selected date is selected from the group consisting of the start date, the end date, a date in
response to the start date, and a date in response to the end date;

said second processor determining from said comparing that the current date matches the

preselected date; and
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in response to said determining that the current date matches the preselected date, said
second processor notifying the receiver that the current date matches the preselected date, said

notifying being performed using a pre-selected date graphical user interface.

37. (Previously presented) The storage media system of claim 34, said method further
comprising:
defining the availability indicator, said defining being performed by a vacation planner

through use of the first processor.

38. (Previously presented) The storage media of claim 36, wherein the pre-selected date is the

start date.

39. (Previously presented) The storage media of claim 36, wherein the pre-selected date is the

end date.
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REMARKS

Applicants have amended claims 15-16, 28 and 34, and have cancelled claims 1-14 and
18-22, during prosecution of this patent application. Applicants are not conceding in this patent
application that the subject matter encompassed by said amended and cancelled claims are not
patentable over the art cited by the Examiner, since the claim amendments and cancellations are
only for facilitating expeditious prosecution of this patent application. Applicants respectfully
reserve the right to pursue the subject matter encompassed by said amended and cancelled
claims, and to pursue other claims, in one or more continuations and/or divisional patent
applications.

Applicants are filing a request for examination under AFCP 2.0 for consideration of
Applicants’ claim amendment.

The Examiner previously rejected claims 15-17 and 23-39 under pre-AIA 35 U.S.C. §
103(a) as allegedly being unpatentable over Keohane et al. (U.S. Patent Application Publication
No. 2008/0104177, hereinafter Keohane).

Applicants respectfully traverse the § 103(a) rejection with the following arguments.

S/N: 12/686,469 11



Pre-AlA 35 U.S.C. § 103(a): Claims 15, 28 and 35

The Examiner previously rejected claims 15-17 and 23-39 under pre-AIA 35 U.S.C. §
103(a) as allegedly being unpatentable over Keohane et al. (U.S. Patent Application Publication

No. 2008/0104177, hereinafter Keohane).

Claims 15. 28 and 34

Applicants respectfully contend that claims 15, 28 and 34 are not unpatentable over
Keohane, because Keohane does not teach or suggest each and every feature of claims 15, 28
and 34.

All of the steps in claims 15, 28 and 34 are performed by a first processor of a first
system with respect to a user, of the first system, being subsequently unavailable from a start
date to an end date. In the last step of claims 15, 28 and 34, the first processor of the first system
sends an email to a second system, wherein the email includes availability indicator metadata
comprising the start date, the end date and an availability indicator message pertaining to the
user being unavailable from the start date to the end date.

The Examiner relies on Keohane, Pars. [0042]-[0043] which recites steps by a processor
of the claimed second system that receives the email, from the first system, that includes an out-
of-office notification that the user of the first system is unavailable from the start date to the end
date.

Keohane does not disclose the steps of claims 15, 28 and 34 as being performed by the
first processor of a first system with respect to the user of the first system being subsequently

unavailable from the start date to the end date.
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Keohane, Par. [0024] describes an Out-Of-Office utility 136 that may exist in both the
first system and the second system, wherein the Out-Of-Office utility 136 processes the out-of-
office notification received from an other system with respect to a user of the other system being
unavailable from the start date to the end date.

Thus, the Out-Of-Office utility 136 may be performed by the first system with respect to
a user of an other system (e.g., the second system) being unavailable from the start date to the
end date.

However, Keohane does not disclose that the Out-Of-Office utility 136 may be
performed by the first system with respect to the first user in the first system being unavailable
from the start date to the end date.

The main focus in Keohane is data processing performed by any system that receives the
out-of-office notification from an other system with respect to the user of the other system being
subsequently unavailable from the start date to the end date, which is not being claimed in claims
15, 28 and 34.

Therefore, Keohane does not disclose the method recited in claims 15, 28 and 34.

In addition, Keohane does not teach or suggest the feature: “said processor ascertaining
whether a current date is prior to the start date and determining, from said ascertaining, that the
current date is prior to the start date”.

The Examiner argues (office action, pages 6-7): “With respect to claims 15, 28 and 34,
the applicant argues that Keohane fails to disclose said processor ascertaining whether a current

date is prior to the start date and determining, from said ascertaining, that the current date is prior
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to the start date... The examiner respectfully disagree. While the examiner agrees, that following
step 407 in Figure 4 of Keohane would not makes sense with respect to the current date being
prior to the start date since it is using logic to determine an expiration date, it does not preclude
the teaching of Keohane from rendering the amended claims obvious in light of the prior art
taken as a whole. The disclosure of Keohane teaches an interface for entering a start and end date
to activate an out-of-office reply and message in Figure 5. While the steps of Figure 4 focus
primarily on the determination as to whether the end date has expired, it is clearly taught in
paragraph [0038] that a future window for implementing an out-of-office reply and message can
be created and implemented in the prior art. As such, it would have been obvious to one of
ordinary skill in the art at the time of the invention to modify the expiration analysis so that the
determination that the time window of the out-of-office reply and message is active (i.e. both that
is has begun, and that has not yet expired) is achieve by analyzing both the start and end dates.
Such a modification allows for the activation of the out-of-office reply to occur in the future, as
is implied by requiring the start date 503 to be entered (and not defaulted as the current date) in
Figure 5.7

In response, Applicants assert that the Examiner has not cited any prior art allegedly
disclosing the limitation of “determining that the current date is prior to the start date”. Thus the
limitation of “determining that the current date is prior to the start date” is apparently unknown
in the prior art and thus cannot be obvious.

Applicants assert that an attempt to show that it is obvious to combine elements to
disclose the claimed invention starts with elements that are known in the prior art and then seeks

to demonstrate that it obvious to combine the elements. KSR Int'l Co. v. Teleflex Inc., 82
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USPQ2d 1385, 1396 (2007) (“When it first established the requirement of demonstrating a
teaching, suggestion, or motivation to combine known elements in order to show that the
combination is obvious, the Court of Customs and Patent Appeals captured a helpful insight. See
Application of Bergel, 292 F. 2d 955, 956-957 (1961)”) (emphasis added).

Insight as to why all elements of a claim must be known to reject the claim on grounds
of obviousness is provided in /n re Shetty, 566 F.2d 81, 86, 195 USPQ 753, 756-57 (C.C.P.A.
1977) ("Obviousness cannot be predicated on what is unknown")”.

Thus, by not demonstrating that the preceding feature of claims 15, 28 and 34 was known
at the time of Applicants’ invention, the Examiner has failed to establish a prima facie case of
obviousness in relation to claims 15, 28 and 34.

Therefore, Keohane does not disclose the preceding feature of claims 15, 28 and 34.

In addition, Keohane does not teach or suggest the feature: “in response to said
determining that the current date is prior to the start date and to said determining that the e-mail
has not been sent from the first system to the receiver in the second system, said first processor
attaching the extracted availability indicator metadata to the e-mail”.

The Examiner argues (office action, page 3): “Keohane discloses ... In response to said
determining that the current date is prior to the start date, said first processor attaching the
extracted availability indicator metadata to the e-mail (paragraph [0042], lines 1-8)”.

In response, Applicants note that Keohane, Par. [0042], lines 1-8 recites: “FIG. 4
illustrates the process completed by the email notification system when executing Out-of-Office

utility 136 along with email utility 137, according to the described embodiment. The process
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begins at block 401, at which Out-of-Office utility 136 detects the receipt of an automated
out-of-office reply. The automated out-of-office reply is received by a user (sender) when the
recipient (of sender's email) has activated the out-of-office email reply feature.”

Applicants assert that the preceding quote from Keohane, Par. [0042], lines 1-8 discloses
that the system 215 sends the out-of-office reply to the sender in system 100 (see Keohane, FIG.
2). However, the preceding quote from Keohane, Par. [0042] does not disclose that the system
215 sends the out-of-office reply to the sender in system 100 “in response to said determining
that the current date is prior to the start date and to said determining that the e-mail has not
been sent from the first system to the receiver in the second system’” (emphasis added).

Therefore, Keohane does not disclose the preceding feature of claims 15, 28 and 34.

Based on the preceding arguments, Applicants respectfully maintain that claims 15, 28

and 34 are not unpatentable over Keohane, and that claims 15, 28 and 34 are in condition for

allowance.

Claims 16,29 and 35

Since claims 16, 29 and 35 respectively depend from claims 15, 28 and 34 which
Applicants have argued supra to not be unpatentable over Keohane under pre-AIA 35 U.S.C. §
103(a), Applicants maintain that claims 16, 29 and 35 are likewise not unpatentable over

Keohane under pre-AIA 35 U.S.C. § 103(a).

Claims 17,30 and 36
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Since claims 17, 30 and 36 respectively depend from claims 15, 28 and 34 which
Applicants have argued supra to not be unpatentable over Keohane under pre-AIA 35 U.S.C. §
103(a), Applicants maintain that claims 17, 30 and 36 are likewise not unpatentable over

Keohane under pre-AIA 35 U.S.C. § 103(a).

Claims 23. 31 and 37

Since claims 23, 31 and 37 respectively depend from claims 15, 28 and 34 which
Applicants have argued supra to not be unpatentable over Keohane under pre-AIA 35 U.S.C. §
103(a), Applicants maintain that claims 23, 31 and 37 are likewise not unpatentable over

Keohane under pre-AIA 35 U.S.C. § 103(a).

Claims 24. 32 and 38

Since claims 24, 32 and 38 respectively depend from claims 15, 28 and 34 which
Applicants have argued supra to not be unpatentable over Keohane under pre-AIA 35 U.S.C. §
103(a), Applicants maintain that claims 24, 32 and 38 are likewise not unpatentable over

Keohane under pre-AIA 35 U.S.C. § 103(a).

Claims 25. 33 and 39

Since claims 25, 33 and 39 respectively depend from claims 15, 28 and 34 which

Applicants have argued supra to not be unpatentable over Keohane under pre-AIA 35 U.S.C. §
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103(a), Applicants maintain that claims 25, 33 and 39 are likewise not unpatentable over

Keohane under pre-AIA 35 U.S.C. § 103(a).

Claims 26
Since claim 26 depends from claim 15 which Applicants have argued supra to not be
unpatentable over Keohane under pre-AIA 35 U.S.C. § 103(a), Applicants maintain that claim 26

is likewise not unpatentable over Keohane under pre-AIA 35 U.S.C. § 103(a).

Claims 27
Since claim 27 depends from claim 15 which Applicants have argued supra to not be
unpatentable over Keohane under pre-AIA 35 U.S.C. § 103(a), Applicants maintain that claim 27

is likewise not unpatentable over Keohane under pre-AIA 35 U.S.C. § 103(a).
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CONCLUSION

Based on the preceding arguments, Applicants respectfully believe that all pending
claims and the entire application meet the acceptance criteria for allowance and therefore request
favorable action. If the Examiner believes that anything further would be helpful to place the
application in better condition for allowance, Applicants invite the Examiner to contact
Applicants’ representative at the telephone number listed below. The Director is hereby
authorized to charge and/or credit Deposit Account 09-0457 (IBM).

The Attorney’s reference number for this case is END-70022.

Date: August9, 2016 [Jack P. Friedman/
Jack P. Friedman
Registration No. 44,688

Customer No. 30449

Schmeiser, Olsen & Watts

22 Century Hill Drive - Suite 302

Latham, New York 12110

Telephone (518) 220-1850

Attorney Direct Dial Number (518) 560-5940
Facsimile (518) 220-1857

E-mail: jfriedman@iplawusa.com
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DETAILED ACTION
1. This action is a response to communications filed March 18, 2016.
2. Claims 15-17 and 23-39 are currently pending. Claims 15, 28, and 34 are

currently amended.

Claim Rejections - 35 USC § 103
The following is a quotation of pre-AlA 35 U.S.C. 103(a) which forms the basis

for all obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described
as set forth in section 102 of this title, if the differences between the subject matter sought to
be patented and the prior art are such that the subject matter as a whole would have been
obvious at the time the invention was made to a person having ordinary skill in the art to which
said subject matter pertains. Patentability shall not be negatived by the manner in which the
invention was made.

3. Claims 15-17 and 23-39 are rejected under pre-AlA 35 U.S.C. 103(a) as being
unpatentable over Keohane et al (U.S. Patent Application Publication No.

2008/0104177, hereinafter Keohane).

4. With respect to claims 15, 28, and 34, Keohane discloses a method, computer
system comprising a first processor and a first computer readable medium, and a
storage media comprising a first hardware storage device for transmitting availability
information in an electronic mail system (paragraph [0017], lines 1-7), said method
comprising:

Activating, by a first processor of a first system an availability indicator in the first

system (paragraph [0037], lines 1-5), wherein the availability indicator indicates that a
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user of the first system is unavailable from a start date to an end date (paragraph
[0037], lines 9-13);

Said first processor extracting availability indicator metadata from the availability
indicator (paragraph [0042], lines 10-12), wherein the availability indicator metadata
comprises the start date, the end date (paragraph [0043], lines 1-8), and an availability
indicator message pertaining to the user being unavailable from the start date to the end
date (paragraph [0043], lines 1-8);

Said first processor determining that an e-mail has not been sent to a receiver in
a second system linked to the first system since said activating (paragraph [0046], lines
9-14, message is first received);

Said processor ascertaining whether a current date is prior to the start date and
determining, from said ascertaining, that the current date is prior to the start date
(paragraph [0043], lines 1-4);

In response to said determining that the current date is prior to the start date,
said first processor attaching the extracted availability indicator metadata to the e-mail
(paragraph [0042], lines 1-8); and

Said first processor sending the e-mail with the attached availability indicating

metadata to the receiver in the second system (paragraph [0042], lines 1-8).

5. With respect to claim 16, 29, and 35, Keohane discloses the method, computer

system comprising a first processor and a first computer readable medium, and a
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storage media comprising a first hardware storage device of claim 15, 28, and 34,
further comprising the steps of:

Receiving, by a second processor of a second system, the e-mail with the
attached availability indicator metadata sent by the first processor of the first system
(paragraphs [0027], lines 7-15);

Said second processor extracting the availability indicator metadata from the
received e-mail (paragraphs [0028], lines 1-7); and

said second processor storing the availability indicator metadata (paragraphs

[0030], lines 1-7).

6. With respect to claim 17, 30, and 36, Keohane discloses the method, computer
system comprising a first processor and a first computer readable medium, and a
storage media comprising a first hardware storage device of claim 16, 29, and 35,
further comprising the steps of:

Said second processor comparing the current date with a pre-selected date
(paragraphs [0042]-[0044]), wherein the pre-selected date is selected from the group
consisting of the start date (paragraphs [0042]-[0044]), the end date (paragraphs
[0042]-[0044]), a date in response to the start date, and a date in response to the end
date (paragraphs [0042]-[0044]);

Said second processor determining from said comparing that the current date

matches the preselected date (paragraph [0042], lines 12-16);
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In response to said determining that the current date matches preselected date
(paragraph [0042], lines 12-16), said second processor notifying the receiver that the
current date matches the preselected date (paragraphs [0042]-[0044]), said notifying
being performed using a pre-selected date graphical user interface (paragraphs [0042]-

[0044]).

7. With respect to claim 23, 31, and 37, Keohane discloses the method, computer
system comprising a first processor and a first computer readable medium, and a
storage media comprising a first hardware storage device of claim 15, 28, and 34,
further comprising:

Defining the availability indicator, said defining being performed by a vacation

planner through use of the first processor (paragraph [0006], lines 1-7).

8. With respect to claim 24, 32, and 38, Keohane discloses the method, computer
system comprising a first processor and a first computer readable medium, and a
storage media comprising a first hardware storage device of claim 17, 30, and 36,
further comprising, wherein the pre-selected date is the start date (paragraph [0043],

lines 1-6).

9. With respect to claim 25, 33, and 39, Keohane discloses the method, computer
system comprising a first processor and a first computer readable medium, and a

storage media comprising a first hardware storage device of claim 17, 30, and 36,
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further comprising, wherein the pre-selected date is the end date (paragraph [0043],

lines 1-6).

10.  With respect to claim 26, Keohane discloses the method of claim 17, wherein the

pre-selected date is the date in response to the start date (paragraph [0043], lines 1-6)).

11.  With respect to claim 27, Keohane discloses the method of claim 17, wherein the

pre-selected date is the date in response to the end date (paragraph [0043], lines 1-6)).

Response to Arguments
12.  Applicant's arguments filed March 18, 2016 have been fully considered but they

are not persuasive.

13.  With respect to claims 15, 28 and 34, the applicant argues that Keohane fails to
disclose said processor ascertaining whether a current date is prior to the start date and
determining, from said ascertaining, that the current date is prior to the start date.

14.  The examiner respectfully disagree. While the examiner agrees, that following
step 407 in Figure 4 of Keohane would not makes sense with respect to the current date
being prior to the start date since it is using logic to determine an expiration date, it does
not preclude the teaching of Keohane from rendering the amended claims obvious in

light of the prior art taken as a whole. The disclosure of Keohane teaches an interface
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for entering a start and end date to activate an out-of-office reply and message in Figure
5. While the steps of Figure 4 focus primarily on the determination as to whether the
end date has expired, it is clearly taught in paragraph [0038] that a future window for
implementing an out-of-office reply and message can be created and implemented in
the prior art. As such, it would have been obvious to one of ordinary skill in the art at
the time of the invention to modify the expiration analysis so that the determination that
the time window of the out-of-office reply and message is active (i.e. both that is has
begun, and that has not yet expired) is achieve by analyzing both the start and end
dates. Such a modification allows for the activation of the out-of-office reply to occur in
the future, as is implied by requiring the start date 503 to be entered (and not defaulted

as the current date) in Figure 5.

Conclusion
15.  THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time
policy as set forth in 37 CFR 1.136(a).

A shortened statutory period for reply to this final action is set to expire THREE
MONTHS from the mailing date of this action. In the event a first reply is filed within
TWO MONTHS of the mailing date of this final action and the advisory action is not
mailed until after the end of the THREE-MONTH shortened statutory period, then the
shortened statutory period will expire on the date the advisory action is mailed, and any

extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of
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the advisory action. In no event, however, will the statutory period for reply expire later

than SIX MONTHS from the mailing date of this final action.

16.  Any inquiry concerning this communication or earlier communications from the
examiner should be directed to BLAKE RUBIN whose telephone number is (571)270-
3802. The examiner can normally be reached on Monday - Friday, 9:00am - 5:00pm.
If attempts to reach the examiner by telephone are unsuccessful, the examiner’'s
supervisor, Ario Etienne can be reached on (571) 272-4001. The fax phone number for
the organization where this application or proceeding is assigned is 571-273-8300.
Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http:/pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a
USPTO Customer Service Representative or access to the automated information

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

4/12/16

/BLAKE RUBIN/
Examiner, Art Unit 2457
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant(s): De la Rosa et al. Art Unit: 2457 / Confirmation No.: 9662
Application No.: 12/686,469 Examiner: Rubin, Blake J.
Filing Date: 01/13/2010 Docket No.: IN920090098US1

Title: AN OUT-OF-OFFICE ELECTRONIC MAIL MESSAGING SYSTEM (as amended)

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

AMENDMENT

Sir:

This communication is in response to the Decision on Appeal dated January 21, 2016.
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In the Claims:

Please amend 15, 28 and 34. The claims are as follows:

1-14. (Canceled)

15. (Currently amended) A method for transmitting availability information in an electronic mail
system, said method comprising:

activating, by a first processor of a first system, an availability indicator in the first
system, wherein the availability indicator indicates that a user of the first system is unavailable
from a start date to an end date;

said first processor extracting availability indicator metadata from the availability
indicator, wherein the availability indicator metadata comprises the start date, the end date and
an availability indicator message pertaining to the user being unavailable from the start date to
the end date;

said first processor ascertammgthat(t) determining that an e-mail has not been sent to a
receiver in a second system linked to the first system since said activating; and-11)

said processor ascertaining whether a current date is prior to the start date and

determining, from said ascertaining, that the current date is prior to the start date;

in response to said ascertaming determining that the current date is prior to the start date,

said first processor attaching the extracted availability indicator metadata to the e-mail; and
said first processor sending the e-mail with the attached availability indicator metadata to

the receiver in the second system.
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16. (Previously Amended) The method of claim 15, said method further comprising

receiving, by a second processor of a second system, the e-mail with the attached
availability indicator metadata sent by the first processor of the first system;

said second processor extracting the availability indicator metadata from the received e-
mail; and

said second processor storing the availability indicator metadata.

17. (Previously Amended) The method of claim 16, said method further comprising:

said second processor comparing the current date with a pre-selected date, wherein the
pre-selected date is selected from the group consisting of the start date, the end date, a date in
response to the start date, and a date in response to the end date;

said second processor determining from said comparing that the current date matches the
preselected date; and

in response to said determining that the current date matches the preselected date, said
second processor notifying the receiver that the current date matches the preselected date, said

notifying being performed using a pre-selected date graphical user interface.

18-22. (Canceled)

23. (Previously Presented) The method of claim 15, said method further comprising:
defining the availability indicator, said defining being performed by a vacation planner

through use of the first processor.

S/N: 12/686,469 3



24. (Previously Presented) The method of claim 17, wherein the pre-selected date is the start

date.

25. (Previously Presented) The method of claim 17, wherein the pre-selected date is the end date.

26. (Previously Presented) The method of claim 17, wherein the pre-selected date is the date in

response to the start date.

27. (Preciously Presented) The method of claim 17, wherein the pre-selected date is the date in

response to the end date.
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28. (Currently amended) A computer system comprising a first system that comprises a first
processor, a first memory coupled to the first processor, and a first computer readable storage
device coupled to the first processor, said first computer readable storage device containing first
program code configured to be executed by the first processor via the first memory to implement
a method for transmitting availability information in an electronic mail system, said method
comprising:

said first processor activating, by a first processor of a first system, an availability
indicator in the first system, wherein the availability indicator indicates that a user of the first
system is unavailable from a start date to an end date;

said first processor extracting availability indicator metadata from the availability
indicator, wherein the availability indicator metadata comprises the start date, the end date and
an availability indicator message pertaining to the user being unavailable from the start date to
the end date;

said first processor ascertammg-that(t) determining that an e-mail has not been sent to a
receiver in a second system linked to the first system since said activating; and-11)

said processor ascertaining whether a current date is prior to the start date and
determining, from said ascertaining, that the current date is prior to the start date;

in response to said ascertaming determining that the current date is prior to the start date,

said first processor attaching the extracted availability indicator metadata to the e-mail; and
said first processor sending the e-mail with the attached availability indicator metadata to

the receiver in the second system.
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29. (Preciously Presented) The computer system of claim 28, said computer system further
comprising the second system, said second system comprising a second processor, a second
memory coupled to the second processor, and a second computer readable storage device
coupled to the second processor, said second computer readable storage device containing
second program code configured to be executed by the second processor via the second memory
to further implement said method for transmitting availability information, said method further
comprising:

said second processor receiving the e-mail with the attached availability indicator
metadata sent by the first processor of the first system;

said second processor extracting the availability indicator metadata from the received e-
mail; and

said second processor storing the availability indicator metadata.

30. (Previously Presented) The computer system of claim 29, said method further comprising:

said second processor comparing the current date with a pre-selected date, wherein the
pre-selected date is selected from the group consisting of the start date, the end date, a date in
response to the start date, and a date in response to the end date;

said second processor determining from said comparing that the current date matches the
preselected date; and

in response to said determining that the current date matches the preselected date, said
second processor notifying the receiver that the current date matches the preselected date, said

notifying being performed using a pre-selected date graphical user interface.
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31. (Previously Presented) The computer system of claim 28, said method further comprising:
defining the availability indicator, said defining being performed by a vacation planner

through use of the first processor.

32. (Preciously Presented) The computer system of claim 30, wherein the pre-selected date is the

start date.

33. (Previously Presented) The computer system of claim 30, wherein the pre-selected date is the

end date.
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34. (Currently amended) Storage media comprising a first hardware storage device having first
program code stored therein, said first program code configured to be executed by a first
processor of a first system to implement a method for transmitting availability information in an
electronic mail system, said method comprising:

said first processor activating, by a first processor of a first system, an availability
indicator in the first system, wherein the availability indicator indicates that a user of the first
system is unavailable from a start date to an end date;

said first processor extracting availability indicator metadata from the availability
indicator, wherein the availability indicator metadata comprises the start date, the end date and
an availability indicator message pertaining to the user being unavailable from the start date to
the end date;

said first processor ascertammg-that(t) determining that an e-mail has not been sent to a
receiver in a second system linked to the first system since said activating; and-11)

said processor ascertaining whether a current date is prior to the start date and

determining, from said ascertaining, that the current date is prior to the start date;

in response to said ascertaming determining that the current date is prior to the start date,

said first processor attaching the extracted availability indicator metadata to the e-mail; and
said first processor sending the e-mail with the attached availability indicator metadata to

the receiver in the second system.

35. (Previously Presented) The storage media of claim 34, said storage media further comprising

a second hardware storage device having second program code stored therein, said second
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program code configured to be executed by a second processor of the second system to
implement said method for transmitting availability information, said method further comprising:
said second processor receiving the e-mail with the attached availability indicator
metadata sent by the first processor of the first system;
said second processor extracting the availability indicator metadata from the received e-
mail; and

said second processor storing the availability indicator metadata.

36. (Previously Presented) The storage media of claim 35, said method further comprising:

said second processor comparing the current date with a pre-selected date, wherein the
pre-selected date is selected from the group consisting of the start date, the end date, a date in
response to the start date, and a date in response to the end date;

said second processor determining from said comparing that the current date matches the
preselected date; and

in response to said determining that the current date matches the preselected date, said
second processor notifying the receiver that the current date matches the preselected date, said

notifying being performed using a pre-selected date graphical user interface.

37. (Previously Presented) The storage media system of claim 34, said method further
comprising:
defining the availability indicator, said defining being performed by a vacation planner

through use of the first processor.
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38. (Previously Presented) The storage media of claim 36, wherein the pre-selected date is the

start date.

39. (Previously Presented) The storage media of claim 36, wherein the pre-selected date is the

end date.
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REMARKS

Applicants have amended claims 15-16, 28 and 34, and have cancelled claims 1-14 and
18-22, during prosecution of this patent application. Applicants are not conceding in this patent
application that the subject matter encompassed by said amended and cancelled claims are not
patentable over the art cited by the Examiner, since the claim amendments and cancellations are
only for facilitating expeditious prosecution of this patent application. Applicants respectfully
reserve the right to pursue the subject matter encompassed by said amended and cancelled
claims, and to pursue other claims, in one or more continuations and/or divisional patent
applications.

The Examiner previously rejected claims 15-17 and 23-39 under 35 U.S.C. § 102(b) as
allegedly being anticipated by Keohane et al. (U.S. Patent Application Publication No.
2008/0104177, hereinafter Keohane).

In the Decision on Appeal dated January 21, 2016, the Patent Trial and Appeal Board
(hereinafter, “Board”) reversed the rejection of claims 15-17 and 23-39 under 35 U.S.C. § 102(b)
as allegedly being anticipated by Keohane, and issued a new ground of rejection of claims 15, 28
and 35 under 35 U.S.C. § 103(a) as allegedly being unpatentable over Keohane.

Applicants respectfully traverse the § 103(a) rejections with the following arguments.

S/N: 12/686,469 11



35 U.S.C. 8§ 103(a): Claims 15, 28 and 35

In the Decision on Appeal dated January 21, 2016, the Patent Trial and Appeal Board
(hereinafter, “Board”) reversed the rejection of claims 15-17 and 23-39 under 35 U.S.C. § 102(b)
as allegedly being anticipated by Keohane, and issued a new ground of rejection of claims 15, 28
and 35 under 35 U.S.C. § 103(a) as allegedly being unpatentable over Keohane.

The Board argues (Decision on Appeal, page 5): “Keohane teaches defining an
out-of-office period by entering a start and end date and determining whether the out-of-office
period is still valid (or has expired), but Keohane does not disclose ascertaining that a current
date is prior to the start date in this determination. (Keohane, 43, 11. 1-4, § 37, 11. 17-20).
However, it would have been obvious to one of ordinary skill in the art at the time of invention
to modify Keohane to consider the start date in determining whether the out-of-office period is
valid. Such a modification merely substitutes the start date for the end date and is no more than
the predictable use of known prior art elements according to their established functions. See KSR
Int'l. Co. v. Teleflex, Inc., 550 U.S. 398,416 (2007). Therefore, we find Keohane teaches or
suggests "a first processor ascertaining ... a current date is prior to the start date."”

In response, Applicants note that the claimed step at issue is the following step as
amended herein: “said processor ascertaining whether a current date is prior to the start date and
determining, from said ascertaining, that the current date is prior to the start date”.

Applicants note that the preceding argument by the Board is relying on step 407 in
Keohane, FIG. 4 as described in Keohane, Par. [0043], lines 1-4 which recites: “However, if
Out-of-Office utility 136 finds a match, Out-of-Office utility 136 determines, as shown at block

407, whether the entry in the file of notification data is still valid (or has expired). Expired
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entries are found by comparing the out-of-office period (specifically, the period's closing date)
with the current date. If the current date is later than the closing date of the out-of-office period,
the entry is considered expired”.

Applicants assert that the word “still” in “still valid” inherently means that the out-of-
office period started before the current date. The disclosure in Keohane, Par. [0043], lines 1-4 of
“whether the entry in the file of notification data is still valid (or has expired)” does not
contemplate, and it would not be obvious to contemplate, the possibility of the current date being
before the start date of the out-of-office period when step 407 is performed, because such a
possibility is inconsistent with steps 409, 408 and 401 in Keohane, FIG. 4 as explained next.

Step 407 in Keohane, FIG. 4 explicitly queries “Expired entry?”. If the “No” branch
from step 407 were due to the current date being prior to the current date, then step 409
(“generates pop-up message informing user of prior notification message”) would be performed
which would make no sense since a prior notification message (i.e., a prior notification of an out-
of-office message) would not have been received if a current date is prior to the start date. Such
a notification message is received only after the out-of-office message has been received which
necessarily occurs after the start date. Thus step 409 is inconsistent with the “No” branch from
step 407 being due to the current date being prior to the start date.

Step 408 (“deletes expired file entry”) is the “Yes” branch from step 407 and is also
inconsistent with the current date being prior to the start date, because the file entry (i.e., the
entry notification of the out-of-office reply) would not be deleted if the current were prior to the
start date. Furthermore, it is logically impossible for the current date to be prior to the start date

if the out-of-office period has expired.
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Accordingly, both branches (408 and 409) from step 407 shown in Keohane, FIG. 4 are
inconsistent with the start date being prior to a current date.

Step 401 in Keohane, FIG. 4 is also inconsistent with the possibility that the current date
is prior to the start date. Step 407 in Keohane, FIG. 4 is performed by the recipient of the out-of-
office reply to the recipient’s previously sent a message to the out-of-office party which the
recipient of the out-of-office reply received in step 401, as explained in Keohane, Par. [0041],
lines 1-6. Thus, the recipient of the out-of-office reply already knows that the current date is after
the start date as a consequence of the recipient having already received the out-of-office reply in
step 401. Accordingly, the recipient of the out-of-office reply has no logical reason to query
“whether a current date is prior to the start date” as claimed. Furthermore, the recipient of the
out-of-office reply would not perform “determining, ... that the current date is prior to the start
date” as claimed, since the current date is necessarily after the start date as a consequence of the
recipient having already received the out-of-office reply in step 401. Thus, step 401 precludes
the possibility that the current date is prior to the start date when step 407 is performed.

Based on the preceding arguments, Applicants respectfully contend that it is not obvious
to broaden step 407 in Keohane, FIG. 4 (“ whether the entry in the file of notification data is still
valid (or has expired)”) to a more general step that includes a query of whether the out-of-office
period is valid or has expired (i.e., changing “still valid” to “valid” which would include
determining whether a current date is prior to the start date).

Accordingly, Applicants respectfully contend that claims 15, 28 and 35 are not

unpatentable over Keohane under 35 U.S.C. § 103(a).

S/N: 12/686,469 14



CONCLUSION

Based on the preceding arguments, Applicants respectfully believe that all pending
claims and the entire application meet the acceptance criteria for allowance and therefore request
favorable action. If the Examiner believes that anything further would be helpful to place the
application in better condition for allowance, Applicants invite the Examiner to contact
Applicants’ representative at the telephone number listed below. The Director is hereby
authorized to charge and/or credit Deposit Account 09-0457 (IBM). The Attorney’s reference
number for this case is END-70022.

Date: March 18, 2016 [Jack P. Friedman/

Jack P. Friedman
Registration No. 44,688

Customer No. 30449

Schmeiser, Olsen & Watts

22 Century Hill Drive - Suite 302

Latham, New York 12110

Telephone (518) 220-1850

Attorney Direct Dial Number (518) 560-5940
Facsimile (518) 220-1857

E-mail: jfriedman@iplawusa.com

S/N: 12/686,469 15
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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

Ex parte JAN DE LA ROSA, SALIL P. GANDHI,
SAIDAS T. KOTTAWAR, and SANDIP D. MAHAJAN

Appeal 2014-001176
Application 12/686,469
Technology Center 2400

Before CAROLYN D. THOMAS, DEBRA K. STEPHENS, and
KARA L. SZPONDOWSKI, Administrative Patent Judges.

SZPONDOWSKI, Administrative Patent Judge.

DECISION ON APPEAL
Appellants appeal under 35 U.S.C. § 134(a) from a Final Rejection of
claims 15—-17 and 23-39. Claims 1—-14 and 1822 have been cancelled.
(Final Act. 2). We have jurisdiction under 35 U.S.C. § 6(b).
We REVERSE and enter a NEW GROUND OF REJECTION.
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STATEMENT OF THE CASE
Appellants’ invention is directed to an out-of-office electronic mail
messaging system. (Abstract). Claim 15, reproduced below, is illustrative
of the claimed subject matter:
15. A method for transmitting availability information in an

electronic mail system, said method comprising:

activating, by a first processor of a first system, an availability
indicator in the first system, wherein the availability indicator indicates that
a user of the first system is unavailable from a start date to an end date;

said first processor extracting availability indicator metadata from the
availability indicator, wherein the availability indicator metadata comprises
the start date, the end date and an availability indicator message pertaining to
the user being unavailable from the start date to the end date;

said first processor ascertaining that (i) an e-mail has not been sent to
a receiver in a second system linked to the first system since said activating
and (i1) a current date is prior to the start date;

in response to said ascertaining, said first processor attaching the
extracted availability indicator metadata to the e-mail; and

said first processor sending the e-mail with the attached availability
indicator metadata to the receiver in the second system.

The Examiner’s Rejections
Appellants seek our review of the following rejections:
Claims 15—17 and 2339 stand rejected under 35 U.S.C. § 102(b) as
being anticipated by Keohane et al. (US 2008/0104177 Al; published May
1, 2008) (hereinafter “Keohane™).
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ANALYSIS

Dispositive Issue: Did the Examiner err in finding Keohane discloses
“said first processor ascertaining that . . . a current date is prior to the start
date,” as recited in independent claims 15, 28, and 347

The Examiner finds Keohane discloses “ascertaining . . . a current
date is prior to the start date” in paragraph 43, lines 14, which states:
“However, if Out-of-Office utility 136 finds a match, Out-of-Office utility
136 determines, as shown at block 407, whether the entry in the file of
notification data is still valid (or has expired).” (Final Act. 3; Ans. 8). The
Examiner finds “the validity of the out of office status of Keohane
necessarily depends on the start date, even though the cited portion of the
prior art is more focused on the end date.” (Ans. 8). The Examiner further
finds, “[t]he mere focus of the prior art on the end date in no way precludes
the necessary anticipation of the start date,” relying on paragraph 37, lines
1720, which states “[t]he user then sets/defines the out-of-office period by
entering the start date and the end date of the out-of-office period in the start
date field 503 and end date field 504, respectively.” (Ans. §).

We do not agree with the Examiner.

U nless a reference discloses within the four comers of
the document not only all of the limitations claimed but also all
of the limitations arranged or combined in the same way as
recited in the claim, it cannot be said to prove prior invention of
the thing clatmed and, thus, cannot anticipate under 35 U.S.C.
§ 102.
Net Moneyln, Inc. v. VeriSign, Inc., 545 F.3d 1359, 1371 (Fed. Cir. 2008).

Thus, it is not encugh that the prior art reference discloses part of the
clanmed invention, which an ordinary artisan might supplement to make the

whole. {d
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Although Keohane discloses entry of a start date and end date to
detine the out-of-office period, the portions of the specification rehed upon
by the Examiner do not disclose ascertaining that the current date is prioy to
the start date. Rather, Kechane discloses ascertaining that the current date is
prior to the end date to determine whether the out-of-office data s still valid.
Because the Examiner has not shown Keohane discloses the disputed
limitation arranged as in independent claims 15, 28, and 34, the Examiner
has not established Kechane anticipates claims 13, 28, and 34. Our review
of the Keohane reference fails to disclose “a first processor ascertaining . . .
a current date is prior to the start date.” Therefore, we are constrained by the
record to find that the Examiner erred in rejecting claims 135, 28, and 34 as

anticipated by Keohane. Appellants’ contentions ratse additional 1ssues with

Because we are persuaded of Examiner error with regard to the dentified
issue, which 1s dispositive of the appeal regarding claims 15-17 and 23-39,
we do not reach the additional issues. Accordingly, we do not sustain the
Examiner’s 35 U.S.C. § 102(b) rejection of claims 15, 28, and 34, and
dependent claims 16, 17, 23-27, 2933, and 3539 for the same reasons.

NEW GROUND OF REJECTION
We enter the following new ground of rejection pursuant to our

authority under 37 C.F.R. § 41.50(b).
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35 U.S.C. § 103(a) Rejection

Claims 15, 28, and 34are rejected on a new ground of rejection under
35 U.S.C. § 103(a) as being unpatentable over Keohane.

As we find supra, Keohane teaches defining an out-of-office period
by entering a start and end date and determining whether the out-of-office
period is still valid (or has expired), but Keohane does not disclose
ascertaining that a current date is prior to the start date in this determination.
(Keohane 43, 1. 1-4, § 37, 1. 17-20). However, it would have been
obvious to one of ordinary skill in the art at the time of invention to modify
Keohane to consider the start date in determining whether the out-of-office
period is valid. Such a modification merely substitutes the start date for the
end date and is no more than the predictable use of known prior art elements
according to their established functions. See KSR Int’l. Co. v. Teleflex, Inc.,
550 U.S. 398, 416 (2007). Therefore, we find Keohane teaches or suggests
“a first processor ascertaining . . . a current date is prior to the start date.”

For these reasons, we newly reject independent claims 15, 28, and 34
as unpatentable under 35 U.S.C. § 103(a) over Keohane.

The Patent Trial and Appeal Board is a forum for review, and not for
initial examination. We have entered a new ground of rejection for claims
15, 28, and 34. However, we leave to the Examiner to ascertain whether
claims 16, 17, 2933, and 3539 should be rejected under 35 U.S.C. §
103(a) as being unpatentable over Keohane alone or in combination with
other prior art, in view of our findings and conclusions herein, and to enter
such rejections as may be appropriate. Our failure to enter such rejections
herein does not indicate that we believe claims 16, 17, 29-33, and 3539 are

patentable.
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DECISION

For the above reasons, the Examiner’s rejection of claims 15—17 and
2339 is reversed.

We newly reject claims 15, 28, and 34 under 35 U.S.C. § 103(a).

37 C.F.R. § 41.50(b) provides that, “[a] new ground of rejection
pursuant to this paragraph shall not be considered final for judicial review.”

37 C.F.R. § 41.50(b) also provides that the Appellants, WITHIN
TWO MONTHS FROM THE DATE OF THE DECISION, must exercise
one of the following two options with respect to the new ground of rejection
to avoid termination of proceedings (37 C.F.R. § 1.197 (b)) as to the rejected
claims:

(1) Reopen prosecution. Submit an appropriate amendment of
the claims so rejected or new evidence relating to the claims so
rejected, or both, and have the matter reconsidered by the
examiner, in which event the proceeding will be remanded to
the examiner. . . .

(2) Request rehearing. Request that the proceeding be reheard
under 37 C.F.R. § 41.52 by the Board upon the same record. . . .

No time period for taking any subsequent action in connection with
this appeal may be extended under 37 C.F.R. § 1.136(a). See 37 C.F.R.
§ 41.50(%).

REVERSED; 37 C.F.R. § 41.50(b)

kis
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GROUND OF REJECTION 1

Claims 15-17 and 23-39 stand rejected under 35 U.S.C. § 102(b) as allegedly being
anticipated by Keohane et al. (U.S. Patent Application Publication No. 2008/0104177,

hereinafter Keohane).

Claims 15, 28 and 34

Appellants respectfully contend that claims 15, 28 and 34 are not anticipated by
Keohane, because Keohane does not teach or suggest each and every feature of claims 15, 28

and 34.

A first example of why claims 15, 28 and 34 are not anticipated by Keohane is that
Keohane does not teach or suggest the feature:

“activating, by a first processor of a first system, an availability indicator in the first
system, wherein the availability indicator indicates that a user of the first system is unavailable
from a start date to an end date;

said first processor extracting availability indicator metadata from the availability
indicator, wherein the availability indicator metadata comprises the start date, the end date and
an availability indicator message pertaining to the user being unavailable from the start date to
the end date;

said first processor ascertaining that (i) an e-mail has not been sent to a receiver in a
second system linked to the first system since said activating and (ii) a current date is prior to the

start date;

S/N: 12/686,469 2



in response to said ascertaining, said first processor attaching the extracted availability
indicator metadata to the e-mail; and

said first processor sending the e-mail with the attached availability indicator metadata to
the receiver in the second system.”

All of the preceding recited steps in claims 15, 28 and 34 are required to be performed by
the first processor of the first system. Furthermore, claims 15, 28 and 34 recites: “a user of the
first system is unavailable from a start date to an end date”. Consequently, the first system,
which performs the preceding recited steps in claims 15, 28 and 34, is a system having a user
who is unavailable from a start date to an end date and is also a system comprising an
availability indicator having metadata that comprises the start date, the end date and an
availability indicator message pertaining to the user being unavailable from the start date to the
end date (as recited in claims 15, 28, and 34), which Keohane does not teach.

Keohane, Par. [0025] (last sentence) teaches that in Keohane, FIG. 2, Userl1 215 is out-
of-office recipient of email sent by the sender User2 100. Therefore, in the claimed “activating”
step (“activating, by a first processor of a first system, an availability indicator in the first
system, wherein the availability indicator indicates that a user of the first system is unavailable
from a start date to an end date”), the first system in Keohane is the system used by the recipient
Userl, since the recipient Userl is out of the office and is thus unavailable from a start date to an
end date. In addition, the claimed first processor is claimed to be a processor of the first system
and is therefore a processor of the system of the recipient Userl in Keohane.

The Examiner’s Answer relies (Examiner’s Answer, pages 3-4) on Keohane, Pars.

2% <6

[0042]-[0043] as allegedly teaching the claimed steps of “extracting”, “ascertaining”,

S/N: 12/686,469 3



“attaching”, and “sending”. However, Keohane, Pars. [0042]-[0043] describe Keohane, FIG. 4
which is a flow chart of a process performed by Out-Of-Office Utility136 which processes, in
steps 401-413, email received by the sender User2 and email sent by the sender User2.

Keohane, Pars. [0042]-[0043] does not teach that the Out-Of-Office Utility136 is
executed by the processor of the system of the recipient Userl (i.e., the user who is out of the
office and is unavailable from a start date to an end), and thus Keohane does not teach that the
“extracting”, “ascertaining”, “attaching”, and “sending” steps are performed by the processor of
the system of the recipient Userl as required by claims 15, 28 and 34, because Keohane teaches
that the recipient Userl is out of the office and is thus unavailable from a start date to an end
date.

Instead, Keohane, Pars. [0041] teaches that the Out-Of-Office Utility136 is executed by
the sender (User2), and not the recipient (Userl). See Keohane, Par. [0041] which recites:
“User2 may begin composing another email to Userl during the out-of-office period. User2 may
also wish to take advantage of the functionality of Out-of-Office utility 136 to quickly and
efficiently retrieve the essence of the previous notification message.”.

Therefore, Keohane does not teach the preceding feature of claims 15, 28 and 34, because
the system of the sender User2 (and not the system of the recipient Userl) allegedly performs the
“extracting”, “ascertaining”, “attaching”, and “sending” steps in claims 15, 28 and 34 as
allegedly described in Keohane, Pars. [0042]-[0043] for the process of Keohane, FIG. 4.

In “Response to Argument”, the Examiner’s Answer (page 7) recites: “In the

applicant's argument the anticipation of the limitation in question appears to hinge on whether or

not the activation step of User 1 is taking place on the processor and system of User 1. The

S/N: 12/686,469 4



examiner maintains that Keohane discloses an embodiment where that is indeed the case. While
the applicant points to Figure 2, in which a network email server 207 indeed facilitates the out of
office statuses of various parties, such an embodiment is in addition to the teaching in Figure 1,
whereby the out of office utility 136 is embodied on a client computer in which the utility is
located in the client computer's memory and executed on the client computer's processor (see
paragraph [0024], lines 9-13). Keohane goes on to elaborate on an activation embodiment,
described as a series of functional processes, all of which are consistent with the start and end
dates (particularly step 2) of the availability indicator as claimed (see paragraph [0024], lines
13-29). Such is the same with the steps of "extracting”, "ascertaining”, "attaching”, and
"sending", as further argued by the applicant, which are all performed in an anticipatory manner
by the local out of office utility 136.”

In response, Appellant notes that Keohane, Par. [0024], which the preceding argument in
the Examiner’s Answer relies upon with respect to Keohane, FIG. 1, recites: “Thus, as shown by
FIG. 1, in addition to the above described hardware components, data processing system 100
further comprises software components, including operating system (OS) 132 (e.g., the
Advanced Interactive Executive (AIX) operating system, or Microsoft Windows RTM., a
trademark of Microsoft Corp, or GNU.RTM./Linux.RTM., registered trademarks of the Free
Software Foundation and The Linux Mark Institute) and one or more software applications,
including Out-of-Office utility 136 and email utility 137. In implementation, OS 132,
Out-of-Office utility 136, and email utility 137 are located within memory 109 and executed on

processor (CPU) 101. According to the illustrative embodiment, when processor 101 executes

Out-of-Office utility 136, Out-of-Office utility 136 enables data processing system 100 to
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complete a series of functional processes, including: (1) detecting an initial out-of-office
notification received by the sender's email account; (2) capturing and storing the out-of-office
notification data (e.g., e-mail ID of the recipient to which the original email that generated the
out-of-office notification was sent, email recipient's out-of-office dates, and associated message
transmitted with the out-of-office notification); (3) searching stored out-of-office notification
data for potential matches during subsequent email addressing/composition; (4) displaying a
pop-up window alerting and notifying the sender of the previously received out-of office
notification, if a match is found; and (5) maintaining a file of valid notification data by
automatically removing expired entries; and other features/functionality described below and
illustrated by FIGS. 3-4.”

Appellants assert that the preceding quote from Keohane, Par. [0024] does not teach that
any of the indicated steps (1)-(5) are preformed by the system of recipient Userl who is
unavailable from a start date to an end date. To the contrary, steps (1), (2), (3), and (4) described
in Keohane, Par. [0024] are steps 401, 402, 405, 409, respectively, in Keohane, FIG. 4 which is a
flow chart of a process performed by the sender User2 as explained supra.

Therefore, Keohane does not teach the preceding feature of claims 15, 28 and 34.

A second example of why claims 15, 28 and 34 are not anticipated by Keohane is that
Keohane does not teach or suggest the feature: “said first processor ascertaining that (i) an e-mail
has not been sent to a receiver in a second system linked to the first system since said
activating”.

The Examiner’s Answer (page 4) argues: “Keohane discloses ... Said first processor

S/N: 12/686,469 6



ascertaining that (i) an e-mail has not been sent to a receiver in a second system linked to the
first system since said activating (paragraph [0046], lines 9-14, message is first received)”.

In response, Appellants note that Keohane, Par. [0046], lines 9-14 recites: “In particular,
while the steps of parsing the notification message for the alternate email ID are illustrated and
described as occurring at the point when the reminder message is being outputted, the parsing of
the notification message may occur at the time the message is first received from the recipient.”

Appellants assert that the preceding quote from Keohane, Par. [0046], lines 9-14 teaches
that the parsing of the notification message may occur at the time the message is first received
from the recipient, but does not teach that “an e-mail has not been sent to a receiver in a second
system linked to the first system since said activating”.

Therefore, Keohane does not teach the preceding feature of claims 15, 28 and 34.

In “Response to Argument”, the Examiner’s Answer (page 8) recites: “Furthermore, with
respect to the limitation of an email [which] has not been sent to a receiver in a second system
linked to the first system since said activating, the examiner takes the position that the negative
claim language merely requires that the out of office utility identify that a no email is sent prior
to activation. Such is precise the case when no match is found in the sequence of Figure 4, step
408, described in paragraph [0042].”

In response, Appellant asserts that the preceding argument in the Examiner’s Answer
(“the examiner takes the position that the negative claim language merely requires that the out of
office utility identify that a no email is sent prior fo activation”) is incorrect, because even if no
email sent prior to activation, the fact that no email sent prior fo activation does not preclude

email from being sent since activation.
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Therefore, Keohane does not teach the preceding feature of claims 15, 28 and 34.
Furthermore, the Examiner’s Answer’s citation of step 408 in FIG. 4 as allegedly
described in Par. [0042] of Keohane (which the Examiner’s Answer relies upon for support) does

not make sense, because: (i) step 408 is not described in Keohane, Par. [0042]; and (i1) the
description of step 408 in Keohane, Par. [0043] recites “When expired notifications (entries) are
found, these expired entries are deleted, as shown at block 408, which does not support the
preceding contention in the Examiner’s Answer that “no email is sent prior to activation”.

Therefore, Keohane does not teach the preceding feature of claims 15, 28 and 34.

A third example of why claims 15, 28 and 34 are not anticipated by Keohane is that
Keohane does not teach or suggest the feature: “said first processor ascertaining that ... (i1) a
current date is prior to the start date”.

The Examiner’s Answer (page 4) argues: “Keohane discloses ... Said first processor
ascertaining that ... (ii) a current date is prior to the start date (paragraph [0043], lines 1-4)”

In response, Appellants note that Keohane, Par. [0043], lines 1-4 recite: “However, if
Out-of-Office utility 136 finds a match, Out-of-Office utility 136 determines, as shown at block
407, whether the entry in the file of notification data is still valid (or has expired).”

Appellants assert that the preceding quote from Keohane, Par. [0043], lines 1-4 teaches
that determining whether the entry in the file of notification data is still valid or has expired, but
does not teach that “ascertaining that ... a current date is prior to the start date”.

Therefore, Keohane does not teach the preceding feature of claims 15, 28 and 34.

In “Response to Argument”, the Examiner’s Answer (page 8) recites: “Furthermore, with
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respect to the limitation of a current date is prior to a start date, the applicant errs in arguing a
distinction between the validity of the out of offices utility and the initiation of a start date. In
that the validity of the out of office status of Keohane necessarily depends on the start date, even
though the cited portion of the prior art is more focused on the end date (paragraph [0043]). The
mere focus of the prior art on the end date in no way precludes the necessary anticipation of the
start date, which is described in paragraph [0037], lines 17-20, whereby the validity of the
notification data depends on both the start and end dates.”

In response, Appellant notes that the preceding argument in the Examiner’s Answer
acknowledges that Keohane does not explicitly disclose the claimed limitation of “a current date
is prior to the start date”. Instead, the preceding argument in the Examiner’s Answer appears to
allege, without accompanying argument, that Keohane inherently discloses the claimed
limitation of “a current date is prior to the start date”.

Under case law, the alleged inherency must necessarily and inevitably follow from the
teachings in the prior art and a high probability of occurrence is not sufficient demonstrating
inherency. See MPEP 2112(1V) which recites: “The fact that a certain result or characteristic
may occur or be present in the prior art is not sufficient to establish the inherency of that result or
characteristic. In re Rijckaert, 9 F.3d 1531, 1534, 28 USPQ2d 1955, 1957 (Fed. Cir. 1993)
(reversed rejection because inherency was based on what would result due to optimization of
conditions, not what was necessarily present in the prior art); In re Oelrich, 666 F.2d 578, 581-
82,212 USPQ 323, 326 (CCPA 1981). "To establish inherency, the extrinsic evidence 'must
make clear that the missing descriptive matter is necessarily present in the thing described in the

reference, and that it would be so recognized by persons of ordinary skill. Inherency, however,
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may not be established by probabilities or possibilities. The mere fact that a certain thing may
result from a given set of circumstances is not sufficient.' " In re Robertson, 169 F.3d 743, 745,
49 USPQ2d 1949, 1950-51 (Fed. Cir. 1999)... "In relying upon the theory of inherency, the
examiner must provide a basis in fact and/or technical reasoning to reasonably support the
determination that the allegedly inherent characteristic necessarily flows from the teachings of
the applied prior art." Ex parte Levy, 17 USPQ2d 1461, 1464 (Bd. Pat. App. & Inter. 1990)
(emphasis in original)” (bold emphasis added).

Since the Examiner has not even attempted to show that the alleged inherency in
Keohane of ““ current date is prior to the start date” necessarily and inevitably follows from the
teachings in Keohane, Appellant’s respectfully contend that the Examiner’s Answer has not
adequately supported the alleged inherency.

Therefore, Keohane does not teach the preceding feature of claims 15, 28 and 34.

A fourth example of why claims 15, 28 and 34 are not anticipated by Keohane is that
Keohane does not teach or suggest the feature: “in response to said ascertaining, said first
processor attaching the extracted availability indicator metadata to the e-mail”.

The Examiner’s Answer (page 4) argues: “Keohane discloses ... In response to said
ascertaining, said first processor attaching the extracted availability indicator metadata to the
e-mail (paragraph [0042], lines 1-8)”.

In response, Appellants note that Keohane, Par. [0042], lines 1-8 recite: “FIG. 4
illustrates the process completed by the email notification system when executing Out-of-Office

utility 136 along with email utility 137, according to the described embodiment. The process
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begins at block 401, at which Out-of-Office utility 136 detects the receipt of an automated out”.

Appellants assert that the preceding quote from Keohane, Par. [0042], lines 1-8 is totally
silent as to attaching anything, let alone attaching the extracted availability indicator metadata to
the e-mail.

In addition and noting the antecedent basis for “said ascertaining”, the preceding quote
from Keohane, Par. [0042], lines 1-8 is totally silent as to performing any action in response to
ascertaining that (i) an e-mail has not been sent to a receiver in a second system linked to the
first system since said activating and (ii) a current date is prior to the start date, let alone
attaching the extracted availability indicator metadata to the e-mail in response to ascertaining
that (i) an e-mail has not been sent to a receiver in a second system linked to the first system
since said activating and (ii) a current date is prior to the start date.

Therefore, Keohane does not teach the preceding feature of claims 15, 28 and 34.

In “Response to Argument”, the Examiner’s Answer (page 7) recites: “Furthermore, with
respect to the limitation of attaching, the applicant believes that Keohane is clear in the cited
portion of the prior art that an attachment is provided in the form of an "automated out-of-office
reply"” which is received by the sender, the reply includes the detailed information of the
out-of-office status of the recipient, which is analogous to the claimed metadata.”

In response, Appellant asserts that an alleged teaching of an "automated out-of-office
reply" that includes the detailed information of the out-of-office status of the recipient is not a
teaching of attaching anything to the e-mail, let alone attaching the extracted availability
indicator metadata to the e-mail.

Therefore, Keohane does not teach the preceding feature of claims 15, 28 and 34.

S/N: 12/686,469 11



Furthermore, the Examiner has not responded to Appellant’s argument, which appeared
in the Appeal Brief, that Keohane, Par. [0042], lines 1-8 is totally silent as to performing any
action in response to the claimed “ascertaining”.

Therefore, Keohane does not teach the preceding feature of claims 15, 28 and 34.

A fifth example of why claims 15, 28 and 34 are not anticipated by Keohane is that
Keohane does not teach or suggest the feature: “said first processor sending the e-mail with the
attached availability indicator metadata to the receiver in the second system”.

The Examiner’s Answer (page 4) argues: “Keohane discloses ... Said first processor
sending the e-mail with the attached availability indicating metadata to the receiver in the second
system (paragraph [0042], lines 1-8.”

In response, Appellants note that Keohane, Par. [0042], lines 1-8 recite: “FIG. 4
illustrates the process completed by the email notification system when executing Out-of-Office
utility 136 along with email utility 137, according to the described embodiment. The process
begins at block 401, at which Out-of-Office utility 136 detects the receipt of an automated out”.

Appellants assert that the preceding quote from Keohane, Par. [0042], lines 1-8 is totally
silent as to sending anything, let alone “sending the e-mail with the attached availability
indicator metadata to the receiver in the second system”.

Therefore, Keohane does not teach the preceding feature of claims 15, 28 and 34.

Applicants presented the preceding argument in the Appeal Brief, which the Examiner’s

Answer has not responded to.
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Based on the preceding arguments, Appellants respectfully maintain that claims 15, 28
and 34 are not anticipated by Keohane, and that claims 15, 28 and 34 are in condition for

allowance.

Claims 16, 29, and 35

Since claims 16, 29, and 35 depend from claims 15, 28, and 34 which Appellants have
argued supra to not be anticipated by Keohane, Appellants maintain that claims 16, 29, and 35

are likewise not anticipated by Keohane under 35 U.S.C. 102(b).

Claims 17, 30, and 36

Since claims 17, 30, and 36 depend from claims 15, 28, and 34 which Appellants have
argued supra to not be anticipated by Keohane, Appellants maintain that claims 17, 30, and 36

are likewise not anticipated by Keohane under 35 U.S.C. 102(b).
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Claims 23, 31, and 37

Appellants respectfully contend that claim 23 is not anticipated by Keohane, because
Keohane does not teach or suggest each and every feature of claim 23.

Since claims 17, 30, and 36 depend from claims 15, 28, and 34 which Appellants have
argued supra to not be anticipated by Keohane, Appellants maintain that claims 17, 30, and 36

are likewise not anticipated by Keohane under 35 U.S.C. 102(b).

Claims 24, 32. and 38

Since claims 17, 30, and 36 depend from claims 15, 28, and 34 which Appellants have
argued supra to not be anticipated by Keohane, Appellants maintain that claims 17, 30, and 36

likewise not anticipated by Keohane under 35 U.S.C. 102(b).

Claims 25, 33, and 39

Since claims 17, 30, and 36 depend from claims 15, 28, and 34 which Appellants have
argued supra to not be anticipated by Keohane, Appellants maintain that claims 17, 30, and 36

are likewise not anticipated by Keohane under 35 U.S.C. 102(b).

Claim 26
Since claim 26 depends from claim 15 which Appellants have argued supra to not be
anticipated by Keohane, Appellants maintain that claim 26 is likewise not anticipated by

Keohane under 35 U.S.C. 102(b).
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Claim 27
Since claim 27 depends from claim 15 which Appellants have argued supra to not be

anticipated by Keohane, Appellants maintain that claim 27 is likewise not anticipated by

Keohane under 35 U.S.C. 102(b).

S/N: 12/686,469 15



SUMMARY
In summary, Appellant respectfully requests reversal of the February 5, 2013 Office

Action rejection of claims 15-17 and 23-39.

Date: October 28, 2013 /Jack P. Friedman/
Jack P. Friedman
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Customer No. 30449

Schmeiser, Olsen & Watts

22 Century Hill Drive - Suite 302
Latham, New York 12110
Telephone (518) 220-1850
Facsimile (518) 220-1857

E-mail: jfriedman@iplawusa.com
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1. Every ground of rejection set forth in the Office action dated September 26, 2012
from which the appeal is taken is being maintained by the examiner except for the
grounds of rejection (if any) listed under the subheading “WITHDRAWN REJECTIONS.”
New grounds of rejection (if any) are provided under the subheading “NEW GROUNDS
OF REJECTION.”

The following ground(s) of rejection are applicable to the appealed claims.

2. Claims 15-17 and 23-39 are rejected under 35 U.S.C. 102(b) as being
anticipated by Keohane et al (U.S. Patent Application Publication No.

2008/0104177, hereinafter Keohane).

3. With respect to claims 15, 28, and 34, Keohane discloses a method, computer
system comprising a first processor and a first computer readable medium, and a
storage media comprising a first hardware storage device for transmitting availability
information in an electronic mail system (paragraph [0017], lines 1-7), said method
comprising:

Activating, by a first processor of a first system an availability indicator in the first
system (paragraph [0037], lines 1-5), wherein the availability indicator indicates that a
user of the first system is unavailable from a start date to an end date (paragraph
[0037], lines 9-13);

Said first processor extracting availability indicator metadata from the availability

indicator (paragraph [0042], lines 10-12), wherein the availability indicator metadata
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comprises the start date, the end date (paragraph [0043], lines 1-8), and an availability
indicator message pertaining to the user being unavailable from the start date to the end
date (paragraph [0043], lines 1-8);

Said first processor ascertaining that (i) an e-mail has not been sent to a receiver
in a second system linked to the first system since said activating (paragraph [0046],
lines 9-14, message is first received) and (ii) a current date is prior to the start date
(paragraph [0043], lines 1-4);

In response to said ascertaining, said first processor attaching the extracted
availability indicator metadata to the e-mail (paragraph [0042], lines 1-8); and

Said first processor sending the e-mail with the attached availability indicating

metadata to the receiver in the second system (paragraph [0042], lines 1-8).

4. With respect to claim 16, 29, and 35, Keohane discloses the method, computer
system comprising a first processor and a first computer readable medium, and a
storage media comprising a first hardware storage device of claim 15, 28, and 34,
further comprising the steps of:

Receiving, by a second processor of a second system, the e-mail with the
attached availability indicator metadata sent by the first processor of the first system
(paragraphs [0027], lines 7-15);

Said second processor extracting the availability indicator metadata from the

received e-mail (paragraphs [0028], lines 1-7); and
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said second processor storing the availability indicator metadata (paragraphs

[0030], lines 1-7).

5. With respect to claim 17, 30, and 36, Keohane discloses the method, computer
system comprising a first processor and a first computer readable medium, and a
storage media comprising a first hardware storage device of claim 16, 29, and 35,
further comprising the steps of:

Said second processor comparing the current date with a pre-selected date
(paragraphs [0042]-[0044]), wherein the pre-selected date is selected from the group
consisting of the start date (paragraphs [0042]-[0044]), the end date (paragraphs
[0042]-[0044]), a date in response to the start date, and a date in response to the end
date (paragraphs [0042]-[0044]);

Said second processor determining from said comparing that the current date
matches the preselected date (paragraph [0042], lines 12-16);

In response to said determining that the current date matches preselected date
(paragraph [0042], lines 12-16), said second processor notifying the receiver that the
current date matches the preselected date (paragraphs [0042]-[0044]), said notifying
being performed using a pre-selected date graphical user interface (paragraphs [0042]-

[0044]).

6. With respect to claim 23, 31, and 37, Keohane discloses the method, computer

system comprising a first processor and a first computer readable medium, and a
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storage media comprising a first hardware storage device of claim 15, 28, and 34,
further comprising:
Defining the availability indicator, said defining being performed by a vacation

planner through use of the first processor (paragraph [0006], lines 1-7).

7. With respect to claim 24, 32, and 38, Keohane discloses the method, computer
system comprising a first processor and a first computer readable medium, and a
storage media comprising a first hardware storage device of claim 17, 30, and 36,
further comprising, wherein the pre-selected date is the start date (paragraph [0043],

lines 1-6).

8. With respect to claim 25, 33, and 39, Keohane discloses the method, computer
system comprising a first processor and a first computer readable medium, and a
storage media comprising a first hardware storage device of claim 17, 30, and 36,
further comprising, wherein the pre-selected date is the end date (paragraph [0043],

lines 1-6).

9. With respect to claim 26, Keohane discloses the method of claim 17, wherein the

pre-selected date is the date in response to the start date (paragraph [0043], lines 1-6)).

10.  With respect to claim 27, Keohane discloses the method of claim 17, wherein the

pre-selected date is the date in response to the end date (paragraph [0043], lines 1-6)).
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(2) Response to Argument

11.  With respect to claims 15, 28 and 34, the applicant argues that Keohane fails to
disclose activating, by a first processor of a first system, an availability indicator in the
first system, wherein the availability indicator indicates that a user of the first system is

unavailable from a start date to an end date.

12.  The examiner respectfully disagrees. In the applicant’'s argument the anticipation
of the limitation in question appears to hinge on whether or not the activation step of
User 1 is taking place on the processor and system of User 1. The examiner maintains
that Keohane discloses an embodiment where that is indeed the case. While the
applicant points to Figure 2, in which a network email server 207 indeed facilitates the
out of office statuses of various parties, such an embodiment is in addition to the
teaching in Figure 1, whereby the out of office utility 136 is embodied on a client
computer in which the utility is located in the client computer’s memory and executed on
the client computer's processor (see paragraph [0024], lines 9-13). Keohane goes on to
elaborate on an activation embodiment, described as a series of functional processes,
all of which are consistent with the start and end dates (particularly step 2) of the
availability indicator as claimed (see paragraph [0024], lines 13-29). Such is the same
with the steps of “extracting”, “ascertaining”, “attaching”, and "sending”, as further

argued by the applicant, which are all performed in an anticipatory manner by the local

out of office utility 136.
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13.  Furthermore, with respect to the limitation of an email [which] has not been sent
to a receiver in a second system linked to the first system since said activating, the
examiner takes the position that the negative claim language merely requires that the
out of office utility identify that a no email is sent prior to activation. Such is precise the
case when no match is found in the sequence of Figure 4, step 408, described in

paragraph [0042].

14.  Furthermore, with respect to the limitation of a current date is prior to a start date,
the applicant errs in arguing a distinction between the validity of the out of offices utility
and the initiation of a start date. In that the validity of the out of office status of Keohane
necessarily depends on the start date, even though the cited portion of the prior art is
more focused on the end date (paragraph [0043]). The mere focus of the prior art on
the end date in no way precludes the necessary anticipation of the start date, which is
described in paragraph [0037], lines 17-20, whereby the validity of the notification data

depends on both the start and end dates.

15.  Furthermore, with respect to the limitation of attaching, the applicant believes that
Keohane is clear in the cited portion of the prior art that an attachment is provided in the
form of an “automated out-of-office reply” which is received by the sender, the reply
includes the detailed information of the out-of-office status of the recipient, which is

analogous to the claimed metadata.
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For the above reasons, it is believed that the rejections should be sustained.

Respectfully submitted,

August 16, 2013

/BLAKE RUBIN/
Examiner, Art Unit 2457

Conferees:
/MOUSTAFA M MEKY/

Primary Examiner, Art Unit 2457

/ARIO ETIENNE/

Supervisory Patent Examiner, Art Unit 2457
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant(s): De la Rosa et al. Art Unit: 2457 / Confirmation No.: 9662
Application No.: 12/686,469 Examiner: Rubin, Blake |.
Fi|ing Date: 01/13/2010 Docket No.: IN920090098US1

Tide: AN QOUT-OF-OFFICE ELECTRONIC MAIL MESSAGING SYSTEM

Commissioner for Patents
P.O.Box 1450
Alexandria, VA 22313-1450

APPEAL BRIEF
This Appeal Brief, pursuant to the Notice of Appeal filed May 6, 2013, is an appeal from

the rejection of the Examiner in the Final Office Action mailed February 5, 2013.

REAL PARTY IN INTEREST

International Business Machines Corporation.

RELATED APPEALS AND INTERFERENCES

None.

STATUS OF CLAIMS

Claims 15-17 and 23-39 are finally rejected. Claims 1-14 and 18-22 are cancelled.
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STATUS OF AMENDMENTS
No claims were amended in the response filed by Appellant on April 1, 2013 to the Final

Office Action mailed February 5, 2013.

SUMMARY OF CLAIMED SUBJECT MATTER

CLAIM 15 - INDEPENDENT

The present invention provides a method for transmitting availability information in an
electronic mail system (specification, page 4, lines 12-13).

A first processor (704, FIG. 7) of a first system (700, FIG. 7; 102, FIG. 1) activates an
availability indicator in the first system (step 604, FIG. 6; specification, page 8, lines 8-9). The
availability indicator indicates that a user (104, FIG. 1) of the first system is unavailable from a
start date to an end date (specification, page 4, lines 19-23).

The processor extracts availability indicator metadata (209, FIG. 3) from the availability
indicator (step 606, FIG. 6; specification, page 8, lines 9-10). The availability indicator
metadata comprises the start date (304, FIG. 3), the end date (306, FIG. 3) and an availability
indicator message (308, FIG. 3) pertaining to the user being unavailable from the start date to the
end date (specification, page 7, lines 13-16).

The first processor ascertains that (i) an e-mail has not been sent to a receiver (122, FIG.
1) in a second system (120, FIG. 1) linked to the first system since said activating and (ii) a
current date is prior to the start date, and in response, the first processor attaches the extracted
availability indicator metadata to the e-mail and sends the e-mail with the attached availability

indicator metadata to the receiver in the second system (step 608, FIG. 6; specification, page 8,

S/N: 12/686,469 2



lines 10-13).

CLAIM 28 - INDEPENDENT

The present invention provides a computer system (700, FIG. 7) comprising a first system
(102, FIG. 1) that comprises a first processor (704, FIG. 7), a first memory (712, FIG. 7) coupled
to the first processor, and a first computer readable storage device (718, FIG. 7) coupled to the
first processor, said first computer readable storage device containing first program code
(specification, page 10, lines 23-25) configured to be executed by the first processor via the first
memory (specification, page 4, lines 12-13) to implement a method for transmitting availability
information in an electronic mail system (specification, page 12, lines 2-7; page 4, lines 12-13).

The processor activates an availability indicator in the first system (step 604, FIG. 6;
specification, page 8, lines 8-9). The availability indicator indicates that a user (104, FIG. 1) of
the first system is unavailable from a start date to an end date (specification, page 4, lines 19-23).

The processor extracts availability indicator metadata (209, FIG. 3) from the availability
indicator (step 606, FIG. 6; specification, page 8, lines 9-10). The availability indicator
metadata comprises the start date (304, FIG. 3), the end date (306, FIG. 3) and an availability
indicator message (308, FIG. 3) pertaining to the user being unavailable from the start date to the
end date (specification, page 7, lines 13-16).

The first processor ascertains that (i) an e-mail has not been sent to a receiver (122, FIG.
1) in a second system (120, FIG. 1) linked to the first system since said activating and (ii) a
current date is prior to the start date, and in response, the first processor attaches the extracted
availability indicator metadata to the e-mail and sends the e-mail with the attached availability

indicator metadata to the receiver in the second system (step 608, FIG. 6; specification, page 8,
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lines 10-13).

CLAIM 34 - INDEPENDENT

The present invention provides storage media comprising a first hardware storage device
(718, FIG. 7) having first program code stored therein (specification, page 10, lines 23-25; page
12, lines 19-21), said first program code configured to be executed by a first processor (704, FIG.
7) of a first system (700, FIG. 7; 102, FIG. 1) to implement a method for transmitting availability
information in an electronic mail system (specification, page 12, lines 2-7; page 4, lines 12-13).

The processor activates an availability indicator in the first system (step 604, FIG. 6;
specification, page 8, lines 8-9). The availability indicator indicates that a user (104, FIG. 1) of
the first system is unavailable from a start date to an end date (specification, page 4, lines 19-23).

The processor extracts availability indicator metadata (209, FIG. 3) from the availability
indicator (step 606, FIG. 6; specification, page 8, lines 9-10). The availability indicator
metadata comprises the start date (304, FIG. 3), the end date (306, FIG. 3) and an availability
indicator message (308, FIG. 3) pertaining to the user being unavailable from the start date to the
end date (specification, page 7, lines 13-16).

The first processor ascertains that (i) an e-mail has not been sent to a receiver (122, FIG.
1) in a second system (120, FIG. 1) linked to the first system since said activating and (ii) a
current date is prior to the start date, and in response, the first processor attaches the extracted
availability indicator metadata to the e-mail and sends the e-mail with the attached availability
indicator metadata to the receiver in the second system (step 608, FIG. 6; specification, page 8,

lines 10-13).
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GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL
1. Claims 15-17 and 23-39 stand rejected under 35 U.S.C. § 102(b) as allegedly being
anticipated by Keohane et al. (U.S. Patent Application Publication No. 2008/0104177,

hereinafter Keohane).
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ARGUMENT

GROUND OF REJECTION 1

Claims 15-17 and 23-39 stand rejected under 35 U.S.C. § 102(b) as allegedly being
anticipated by Keohane et al. (U.S. Patent Application Publication No. 2008/0104177,

hereinafter Keohane).

Claims 15, 28 and 34

Appellants respectfully contend that claims 15, 28 and 34 are not anticipated by Keohane,

because Keohane does not teach or suggest each and every feature of claims 15, 28 and 34.

A first example of why claims 15, 28 and 34 are not anticipated by Keohane is that Keohane
does not teach or suggest the feature:

“activating, by a first processor of a first system, an availability indicator in the first
system, wherein the availability indicator indicates that a user of the first system is unavailable
from a start date to an end date;

said first processor extracting availability indicator metadata from the availability
indicator, wherein the availability indicator metadata comprises the start date, the end date and an
availability indicator message pertaining to the user being unavailable from the start date to the
end date;

said first processor ascertaining that (i) an e-mail has not been sent to a receiver in a

second system linked to the first system since said activating and (ii) a current date is prior to the
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start date;

in response to said ascertaining, said first processor attaching the extracted availability
indicator metadata to the e-mail; and

said first processor sending the e-mail with the attached availability indicator metadata to
the receiver in the second system.”

Keohane, Par. [0025] (last sentence) teaches that in Keohane, FIG. 2, User 1 215 is

out-of-office recipient of email sent by the sender User2 100. Therefore, in the claimed
“activating” step (“activating, by a first processor of a first system, an availability indicator in the
first system, wherein the availability indicator indicates that a user of the first system is
unavailable from a start date to an end date”), the first system is the system used by the recipient
Userl, since the recipient Userl is out of the office and is thus unavailable from a start date to an
end date. In addition, the claimed first processor is a processor of the first system and is
therefore a processor of the system of the recipient Userl.

All recited steps in claims 15, 28 and 34 are required to be performed by the first

processor of the first system and are therefore must be performed by the system of the recipient
Userl in Keohane, which Keohane does not teach.

The Examiner relies (office action, page 3) on Keohane, Pars. [0042]-[0043] as allegedly
teaching the claimed steps of “extracting”, “ascertaining”, “attaching”, and “sending”. However,
Keohane, Pars. [0042]-[0043] describe Keohane, FIG. 4 which is a flow chart of a process
performed by Out-Of-Office Utilityl36 which processes, in steps 401-413, email received by the
sender User2 and email sent by the sender User2.

However, Keohane, Pars. [0042]-[0043] does not teach that the Out-Of-Office Utility136
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is executed by the processor of the system of the recipient Userl, and thus Keohane does not

teach that the “extracting”, “ascertaining”, “attaching”, and “sending” steps are performed by the

processor of the system of the recipient Userl as required by claims 15, 28 and 34. Instead,

Keohane, Pars. [0041] teaches that the Out-Of-Office Utility136 is executed by the sender
(User2), and not the recipient (Userl). See Keohane, Pars. [0041] which recites: “User2 may
begin composing another email to Userl during the out-of-office period. User2 may also wish to
take advantage of the functionality of Out-of-Office utility 136 to quickly and efficiently retrieve
the essence of the previous notification message.”.

Therefore, Keohane does not teach the preceding feature of claims 15, 28 and 34, because

the system of Userl allegedly performs the “activating” step in claims 15, 28 and 34, and the

LE A (] LI 1]

system of User2 allegedly performs the “extracting”, “ascertaining”, “attaching”, and “sending”

steps in claims 15, 28 and 34.

A second example of why claims 15, 28 and 34 are not anticipated by Keohane 1s that
Keohane does not teach or suggest the feature: “said first processor ascertaining that (i) an e-mail

has not been sent to a receiver in a second system linked to the first system since said activating”.
The Examiner argues (office action, page 3): “Keohane discloses ... Said first processor
ascertaining that (i) an e-mail has not been sent to a receiver in a second system linked to the first
system since said activating (paragraph [0046], lines 9-14, message is first received)”.
In response, Appellants note that Keohane, Par. [0046], lines 9-14 recite: “In particular,

while the steps of parsing the notification message for the alternate email ID are illustrated and
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described as occurring at the point when the reminder message is being outputted, the parsing of
the notification message may occur at the time the message is first received from the recipient.”

Appellants assert that the preceding quote from Keohane, Par. [0046], lines 9-14 teaches
that the parsing of the notification message may occur at the time the message is first received
from the recipient, but does not teach that “an e-mail has not been sent to a receiver in a second
system linked to the first system since said activating”.

Therefore, Keohane does not teach the preceding feature of claims 15, 28 and 34.

A third example of why claims 15, 28 and 34 are not anticipated by Keohane 1s that Keohane
does not teach or suggest the feature: “said first processor ascertaining that ... (ii) a current date is

prior to the start date”.

The Examiner argues (office action, page 3): “Keohane discloses ... Said first processor
ascertaining that ... (i) a current date is prior to the start date (paragraph [0043], lines 1-4)”

In response, Appellants note that Keohane, Par. [0043], lines 1-4 recite: “However, if
Out-of-Office utility 136 finds a match, Out-of-Office utility 136 determines, as shown at block
407, whether the entry in the file of notification data is still valid (or has expired).”

Appellants assert that the preceding quote from Keohane, Par. [0043], lines 1-4 teaches
that determining whether the entry in the file of notification data is still valid or has expired, but
does not teach that “ascertaining that ... a current date is prior to the start date”.

Therefore, Keohane does not teach the preceding feature of claims 15, 28 and 34.
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A fourth example of why claims 15, 28 and 34 are not anticipated by Keohane is that
Keohane does not teach or suggest the feature: “in response to said ascertaining, said first
processor attaching the extracted availability indicator metadata to the e-mail”.

The Examiner argues (office action, page 3): “Keohane discloses ... In response to said
ascertaining, said first processor attaching the extracted availability indicator metadata to the
e-mail (paragraph [0042], lines 1-8)".

In response, Appellants note that Keohane, Par. [0042], lines 1-8 recite: “FIG. 4 illustrates
the process completed by the email notification system when executing Out-of-Office utility 136
along with email utility 137, according to the described embodiment. The process begins at block
401, at which Out-of-Office utility 136 detects the receipt of an automated out”.

Appellants assert that the preceding quote from Keohane, Par. [0042], lines 1-8 is totally
silent as to attaching anything, let alone attaching the extracted availability indicator metadata to
the e-mail.

In addition, the preceding quote from Keohane, Par. [0042], lines 1-8 is totally silent as to
performing any action in response to ascertaining that (i) an e-mail has not been sent to a receiver
in a second system linked to the first system since said activating and (ii) a current date is prior to
the start date, let alone attaching the extracted availability indicator metadata to the e-mail in
response to ascertaining that (i) an e-mail has not been sent to a receiver in a second system
linked to the first system since said activating and (ii) a current date is prior to the start date.

Therefore, Keohane does not teach the preceding feature of claims 15, 28 and 34.
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A fifth example of why claims 15, 28 and 34 are not anticipated by Keohane is that Keohane
does not teach or suggest the feature: “said first processor sending the e-mail with the attached
availability indicator metadata to the receiver in the second system”.

The Examiner argues (office action, page 3): “Keohane discloses ... Said first processor
sending the e-mail with the attached availability indicating metadata to the receiver in the second
system (paragraph [0042], lines 1-8.”

In response, Appellants note that Keohane, Par. [0042], lines 1-8 recite: “FIG. 4 illustrates
the process completed by the email notification system when executing Out-of-Office utility 136
along with email utility 137, according to the described embodiment. The process begins at block
401, at which Out-of-Office utility 136 detects the receipt of an automated out”.

Appellants assert that the preceding quote from Keohane, Par. [0042], lines 1-8 is totally
silent as to sending anything, let alone “sending the e-mail with the attached availability indicator
metadata to the receiver in the second system”.

Therefore, Keohane does not teach the preceding feature of claims 15, 28 and 34.

Based on the preceding arguments, Appellants respectfully maintain that claims 15, 28 and

34 are not anticipated by Keohane, and that claim 15 is in condition for allowance.

Claims 16, 29, and 35

Since claims 16, 29, and 35 depend from claims 15, 28, and 34 which Appellants have

argued supra to not be anticipated by Keohane, Appellants maintain that claims 16, 29, and 35
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are likewise not anticipated by Keohane under 35 U.S.C. 102(b).

Claims 17, 30, and 36

Since claims 17, 30, and 36 depend from claims 15, 28, and 34 which Appellants have

argued supra to not be anticipated by Keohane, Appellants maintain that claims 17, 30, and 36 are

likewise not anticipated by Keohane under 35 U.S.C. 102(b).
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Claims 23, 31, and 37

Appellants respectfully contend that claim 23 is not anticipated by Keohane, because
Keohane does not teach or suggest each and every feature of claim 23.

Since claims 17, 30, and 36 depend from claims 15, 28, and 34 which Appellants have

argued supra to not be anticipated by Keohane, Appellants maintain that claims 17, 30, and 36 are

likewise not anticipated by Keohane under 35 U.S.C. 102(b).

Claims 24, 32, and 38

Since claims 17, 30, and 36 depend from claims 15, 28, and 34 which Appellants have

argued supra to not be anticipated by Keohane, Appellants maintain that claims 17, 30, and 36

likewise not anticipated by Keohane under 35 U.S.C. 102(b).

Claims 25, 33, and 39

Since claims 17, 30, and 36 depend from claims 15, 28, and 34 which Appellants have

argued supra to not be anticipated by Keohane, Appellants maintain that claims 17, 30, and 36 are

likewise not anticipated by Keohane under 35 U.S.C. 102(b).

Claim 26
Since claim 26 depends from claim 15 which Appellants have argued supra to not be

anticipated by Keohane, Appellants maintain that claim 26 is likewise not anticipated by Keohane

under 35 U.S.C. 102(b).
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Claim 27
Since claim 27 depends from claim 15 which Appellants have argued supra to not be

anticipated by Keohane, Appellants maintain that claim 27 is likewise not anticipated by Keohane

under 35 U.S.C. 102(b).
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SUMMARY

In summary, Appellant respectfully requests reversal of the February 5, 2013 Office Action rejection of claims 15-17

and 23-39.

Date: July 2, 2013 /Jack P. Friedman/
Jack P. Friedman
Registration No. 44,688

Customer No. 30449

Schmeiser, Olsen & Watts

22 Century Hill Drive - Suite 302
Latham, New York 12110
Telephone (518) 220-1850
Facsimile (518) 220-1857

E-mail: jfriedman@iplawusa.com
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APPENDIX A - CLAIMS ON APPEAL

15. A method for transmitting availability information in an electronic mail system, said method
comprising:

activating, by a first processor of a first system, an availability indicator in the first
system, wherein the availability indicator indicates that a user of the first system is unavailable
from a start date to an end date;

said first processor extracting availability indicator metadata from the availability
indicator, wherein the availability indicator metadata comprises the start date, the end date and an
availability indicator message pertaining to the user being unavailable from the start date to the
end date;

said first processor ascertaining that (i) an e-mail has not been sent to a receiver in a
second system linked to the first system since said activating and (i1) a current date is prior to the

start date;

in response to said ascertaining, said first processor attaching the extracted availability
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indicator metadata to the e-mail; and
said first processor sending the e-mail with the attached availability indicator metadata to

the receiver in the second system.

16. The method of claim 15, said method further comprising

receiving, by a second processor of a second system, the e-mail with the attached
availability indicator metadata sent by the first processor of the first system;

said second processor extracting the availability indicator metadata from the received
¢-mail; and

said second processor storing the availability indicator metadata.

17. The method of claim 16, said method further comprising:

said second processor comparing the current date with a pre-selected date, wherein the
pre-selected date is selected from the group consisting of the start date, the end date, a date in
response to the start date, and a date in response to the end date;

said second processor determining from said comparing that the current date matches the
preselected date; and

in response to said determining that the current date matches the preselected date, said
second processor notifying the receiver that the current date matches the preselected date, said

notifying being performed using a pre-selected date graphical user interface.

23. The method of claim 15, said method further comprising:

S/N: 12/686,469 17



defining the availability indicator, said defining being performed by a vacation planner

through use of the first processor.

24. The method of claim 17, wherein the pre-selected date is the start date.

25. The method of claim 17, wherein the pre-selected date is the end date.

26. The method of claim 17, wherein the pre-selected date is the date in response to the start

date.

27. The method of claim 17, wherein the pre-selected date is the date in response to the end

date.

28. A computer system comprising a first system that comprises a first processor, a first
memory coupled to the first processor, and a first computer readable storage device coupled to
the first processor, said first computer readable storage device containing first program code
configured to be executed by the first processor via the first memory to implement a method for
transmitting availability information in an electronic mail system, said method comprising:

said first processor activating, by a first processor of a first system, an availability
indicator in the first system, wherein the availability indicator indicates that a user of the first
system is unavailable from a start date to an end date;

said first processor extracting availability indicator metadata from the availability

S/N: 12/686,469 18



indicator, wherein the availability indicator metadata comprises the start date, the end date and an
availability indicator message pertaining to the user being unavailable from the start date to the
end date;

said first processor ascertaining that (i) an e-mail has not been sent to a receiver in a
second system linked to the first system since said activating and (i1) a current date is prior to the
start date;

in response to said ascertaining, said first processor attaching the extracted availability
indicator metadata to the e-mail; and

said first processor sending the e-mail with the attached availability indicator metadata to

the receiver in the second system.

29. The computer system of claim 28, said computer system further comprising the second
system, said second system comprising a second processor, a second memory coupled to the
second processor, and a second computer readable storage device coupled to the second
processor, said second computer readable storage device containing second program code
configured to be executed by the second processor via the second memory to further implement
said method for transmitting availability information, said method further comprising:
said second processor receiving the e-mail with the attached availability indicator

metadata sent by the first processor of the first system;

said second processor extracting the availability indicator metadata from the received
¢-mail; and

said second processor storing the availability indicator metadata.
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30. The computer system of claim 29, said method further comprising:

said second processor comparing the current date with a pre-selected date, wherein the
pre-selected date is selected from the group consisting of the start date, the end date, a date in
response to the start date, and a date in response to the end date;

said second processor determining from said comparing that the current date matches the
preselected date; and

in response to said determining that the current date matches the preselected date, said
second processor notifying the receiver that the current date matches the preselected date, said

notifying being performed using a pre-selected date graphical user interface.

31. The computer system of claim 28, said method further comprising:
defining the availability indicator, said defining being performed by a vacation planner

through use of the first processor.

32. The computer system of claim 30, wherein the pre-selected date is the start date.

33. The computer system of claim 30, wherein the pre-selected date is the end date.

34. Storage media comprising a first hardware storage device having first program code stored

therein, said first program code configured to be executed by a first processor of a first system to

implement a method for transmitting availability information in an electronic mail system, said
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method comprising:

said first processor activating, by a first processor of a first system, an availability
indicator in the first system, wherein the availability indicator indicates that a user of the first
system is unavailable from a start date to an end date;

said first processor extracting availability indicator metadata from the availability
indicator, wherein the availability indicator metadata comprises the start date, the end date and an
availability indicator message pertaining to the user being unavailable from the start date to the
end date;

said first processor ascertaining that (i) an e-mail has not been sent to a receiver in a
second system linked to the first system since said activating and (i1) a current date is prior to the
start date;

in response to said ascertaining, said first processor attaching the extracted availability
indicator metadata to the e-mail; and

said first processor sending the e-mail with the attached availability indicator metadata to

the receiver in the second system.

35. The storage media of claim 34, said storage media further comprising a second hardware
storage device having second program code stored therein, said second program code configured
to be executed by a second processor of the second system to implement said method for
transmitting availability information, said method further comprising:

said second processor receiving the e-mail with the attached availability indicator

metadata sent by the first processor of the first system;
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said second processor extracting the availability indicator metadata from the received
¢-mail; and

said second processor storing the availability indicator metadata.

36. The storage media of claim 35, said method further comprising:

said second processor comparing the current date with a pre-selected date, wherein the
pre-selected date is selected from the group consisting of the start date, the end date, a date in
response to the start date, and a date in response to the end date;

said second processor determining from said comparing that the current date matches the
preselected date; and

in response to said determining that the current date matches the preselected date, said
second processor notifying the receiver that the current date matches the preselected date, said

notifying being performed using a pre-selected date graphical user interface.

37. The storage media system of claim 34, said method further comprising:

defining the availability indicator, said defining being performed by a vacation planner

through use of the first processor.

38. The storage media of claim 36, wherein the pre-selected date is the start date.

39. The storage media of claim 36, wherein the pre-selected date is the end date.
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APPENDIX B - EVIDENCE

There is no evidence entered by the Examiner and relied upon by Appellant in this appeal.
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APPENDIX C - RELATED PROCEEDINGS

There are no proceedings identified in the “Related Appeals and Interferences” section.
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Application No. Applicant(s)
Advisory Action 12/686,469 DE LA ROSA ET AL.
Before the Filing of an Appeal Brief Examiner Art Unit
BLAKE RUBIN 2457

--The MAILING DATE of this communication appears on the cover sheet with the correspondence address --

THE REPLY FILED 01 April 2013 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE.

NO NOTICE OF APPEAL FILED

1. X The reply was filed after a final rejection. No Notice of Appeal has been filed. To avoid abandonment of this application, applicant must timely file
one of the following replies: (1) an amendment, affidavit, or other evidence, which places the application in condition for allowance;

(2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41.31; or (3) a Request for Continued Examination (RCE) in compliance with
37 CFR 1.114 if this is a utility or plant application. Note that RCEs are not permitted in design applications. The reply must be filed within one of
the following time periods:
a) |:| The period for reply expires months from the mailing date of the final rejection.
b) & The period for reply expires on: (1) the mailing date of this Advisory Action; or (2) the date set forth in the final rejection, whichever is later.
In no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection.
c) D A prior Advisory Action was mailed more than 3 months after the mailing date of the final rejection in response to a first after-final reply filed
within 2 months of the mailing date of the final rejection. The current period for reply expires months from the mailing date of
the prior Advisory Action or SIX MONTHS from the mailing date of the final rejection, whichever is earlier.
Examiner Note: If box 1 is checked, check either box (a), (b) or (c). ONLY CHECK BOX (b) WHEN THIS ADVISORY ACTION IS THE
FIRST RESPONSE TO APPLICANT'S FIRST AFTER-FINAL REPLY WHICH WAS FILED WITHIN TWO MONTHS OF THE FINAL
REJECTION. ONLY CHECK BOX (c) IN THE LIMITED SITUATION SET FORTH UNDER BOX (c). See MPEP 706.07(f).

Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate

extension fee have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The

appropriate extension fee under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally
set in the final Office action; or (2) as set forth in (b) or (c) above, if checked. Any reply received by the Office later than three months after the

mailing date of the final rejection, even if timely filed, may reduce any earned patent term adjustment. See 37 CFR 1.704(b).

NOTICE OF APPEAL

2. |:| The Notice of Appeal was filed on . A brief in compliance with 37 CFR 41.37 must be filed within two months of the date of filing the
Notice of Appeal (37 CFR 41.37(a)), or any extension thereof (37 CFR 41.37(e)), to avoid dismissal of the appeal. Since a Notice of
Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41.37(a).

AMENDMENTS

3. |:| The proposed amendments filed after a final rejection, but prior to the date of filing a brief, will not be entered because
a) |:| They raise new issues that would require further consideration and/or search (see NOTE below);

b) |:| They raise the issue of new matter (see NOTE below);

c) |:| They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for
appeal; and/or

d) O They present additional claims without canceling a corresponding number of finally rejected claims.
NOTE: . (See 37 CFR 1.116 and 41.33(a)).

4. |:| The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324).

5. |:| Applicant’s reply has overcome the following rejection(s): ___

6. |:| Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment canceling the non-
allowable claim(s).

7. For purposes of appeal, the proposed amendment(s): (a) [] will not be entered, or (b) [] will be entered, and an explanation of how the
new or amended claims would be rejected is provided below or appended.

AFFIDAVIT OR OTHER EVIDENCE

8. [ The affidavit or other evidence filed after final action, but before or on the date of filing a Notice of Appeal will not be entered because
applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and was not earlier
presented. See 37 CFR 1.116(e).

9. [0 The affidavit or other evidence filed after the date of filing the Notice of Appeal, but prior to the date of filing a brief, will not be entered
because the affidavit or other evidence failed to overcome all rejections under appeal and/or appellant fails to provide a showing of good
and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41.33(d)(1).

10. [J The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached.

REQUEST FOR RECONSIDERATION/OTHER

11. [ The request for reconsideration has been considered but does NOT place the application in condition for allowance because:

See Continuation Sheet.

12. [ Note the attached Information Disclosure Statement(s). (PTO/SB/08) Paper No(s).

13. [] Other: .
ISTATUS OF CLAIMS

14. The status of the claim(s) is (or will be) as follows:
Claim(s) allowed:
Claim(s) objected to:
Claim(s) rejected: 15-17, 23-39.

Claim(s) withdrawn from consideration:

/ARIO ETIENNE/ /BLAKE RUBIN/
Supervisory Patent Examiner, Art Unit 2457 Examiner, Art Unit 2457

U.S. Patent and Trademark Office
PTOL-303 (Rev. 09-2010) Advisory Action Before the Filing of an Appeal Brief Part of Paper No. 20130405



Continuation Sheet (PTOL-303) Application No. 12/686,469

Continuation of 11. does NOT place the application in condition for allowance because:

1. With respect to claims 15, 28 and 34, the applicant argues that Keohane fails to disclose said first processor extracting availability
metadata from the availability indicator, wherein the availability inidicator metadata comprises the start date, the end date and an
availability indicator message pertaining to the user being unavailable from the start date to the end date, specifically for failing to teach the
extraction of the start and end date.

2. The examiner respectfully disagree. As cited above in response to the amended claims, the extraction step is taught by Keohane
in paragraph [0042], lines 10-12. In an effort to clarify the citation, the examiner points the applicant to the flow chart of figure 4, particularly
the searching and matching steps of 405-409, whereby start and end dates are described by the metadata that has been extracted (after
being entered into the user interface shown if Figure 5) and stored as entries in a data file that is relayed to the second system (in the case
of the prior art, user 2). Furthermore, with respect to the prior art teaching ascertaining than an email has "not been sent to a reciever”, the
examiner maintains tha the cited portion of Keohane (paragraph [046]) teaches such a feature, in which the determination of "at the time
the message is first received" requires that knowledge of the history of receipt be kept.
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Filing Date: 01/13/2010 Docket No.: IN920090098US1

Title: AN OUT-OF-OFFICE ELECTRONIC MAIL MESSAGING SYSTEM (as amended)

Commissioner for Patents
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OFFICE ACTION RESPONSE

Sir:

This communication is in response to the Final Office Action mailed February 5, 2013.
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In the Claims:

The claims are as follows:

1-14. (Canceled)

15. (Previously Amended) A method for transmitting availability information in an electronic
mail system, said method comprising:

activating, by a first processor of a first system, an availability indicator in the first
system, wherein the availability indicator indicates that a user of the first system is unavailable
from a start date to an end date;

said first processor extracting availability indicator metadata from the availability
indicator, wherein the availability indicator metadata comprises the start date, the end date and an
availability indicator message pertaining to the user being unavailable from the start date to the
end date;

said first processor ascertaining that (i) an e-mail has not been sent to a receiver in a
second system linked to the first system since said activating and (ii) a current date is prior to the
start date;

in response to said ascertaining, said first processor attaching the extracted availability
indicator metadata to the e-mail; and

said first processor sending the e-mail with the attached availability indicator metadata to

the receiver in the second system.

S/N: 12/686,469 2



16. (Previously Amended) The method of claim 15, said method further comprising

receiving, by a second processor of a second system, the e-mail with the attached
availability indicator metadata sent by the first processor of the first system;

said second processor extracting the availability indicator metadata from the received e-
mail; and

said second processor storing the availability indicator metadata.

17. (Previously Amended) The method of claim 16, said method further comprising:

said second processor comparing the current date with a pre-selected date, wherein the
pre-selected date is selected from the group consisting of the start date, the end date, a date in
response to the start date, and a date in response to the end date;

said second processor determining from said comparing that the current date matches the
preselected date; and

in response to said determining that the current date matches the preselected date, said
second processor notifying the receiver that the current date matches the preselected date, said

notifying being performed using a pre-selected date graphical user interface.

18-22. (Canceled)

23. (Previously Presented) The method of claim 15, said method further comprising:
defining the availability indicator, said defining being performed by a vacation planner

through use of the first processor.

S/N: 12/686,469 3



24. (Previously Presented) The method of claim 17, wherein the pre-selected date is the start

date.

25. (Previously Presented) The method of claim 17, wherein the pre-selected date is the end date.

26. (Previously Presented) The method of claim 17, wherein the pre-selected date is the date in

response to the start date.

27. (Preciously Presented) The method of claim 17, wherein the pre-selected date is the date in

response to the end date.

28. (Previously Presented) A computer system comprising a first system that comprises a first
processor, a first memory coupled to the first processor, and a first computer readable storage
device coupled to the first processor, said first computer readable storage device containing first
program code configured to be executed by the first processor via the first memory to implement
a method for transmitting availability information in an electronic mail system, said method
comprising:

said first processor activating, by a first processor of a first system, an availability
indicator in the first system, wherein the availability indicator indicates that a user of the first
system is unavailable from a start date to an end date;

said first processor extracting availability indicator metadata from the availability

indicator, wherein the availability indicator metadata comprises the start date, the end date and an

S/N: 12/686,469 4



availability indicator message pertaining to the user being unavailable from the start date to the
end date;

said first processor ascertaining that (i) an e-mail has not been sent to a receiver in a
second system linked to the first system since said activating and (ii) a current date is prior to the
start date;

in response to said ascertaining, said first processor attaching the extracted availability
indicator metadata to the e-mail; and

said first processor sending the e-mail with the attached availability indicator metadata to

the receiver in the second system.

29. (Preciously Presented) The computer system of claim 28, said computer system further
comprising the second system, said second system comprising a second processor, a second
memory coupled to the second processor, and a second computer readable storage device coupled
to the second processor, said second computer readable storage device containing second
program code configured to be executed by the second processor via the second memory to
further implement said method for transmitting availability information, said method further
comprising:

said second processor receiving the e-mail with the attached availability indicator
metadata sent by the first processor of the first system;

said second processor extracting the availability indicator metadata from the received e-
mail; and

said second processor storing the availability indicator metadata.
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30. (Previously Presented) The computer system of claim 29, said method further comprising:

said second processor comparing the current date with a pre-selected date, wherein the
pre-selected date is selected from the group consisting of the start date, the end date, a date in
response to the start date, and a date in response to the end date;

said second processor determining from said comparing that the current date matches the
preselected date; and

in response to said determining that the current date matches the preselected date, said
second processor notifying the receiver that the current date matches the preselected date, said

notifying being performed using a pre-selected date graphical user interface.

31. (Previously Presented) The computer system of claim 28, said method further comprising:
defining the availability indicator, said defining being performed by a vacation planner

through use of the first processor.

32. (Preciously Presented) The computer system of claim 30, wherein the pre-selected date is the

start date.

33. (Previously Presented) The computer system of claim 30, wherein the pre-selected date is the

end date.

34. (Previously Presented) Storage media comprising a first hardware storage device having first

program code stored therein, said first program code configured to be executed by a first
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processor of a first system to implement a method for transmitting availability information in an
electronic mail system, said method comprising:

said first processor activating, by a first processor of a first system, an availability
indicator in the first system, wherein the availability indicator indicates that a user of the first
system is unavailable from a start date to an end date;

said first processor extracting availability indicator metadata from the availability
indicator, wherein the availability indicator metadata comprises the start date, the end date and an
availability indicator message pertaining to the user being unavailable from the start date to the
end date;

said first processor ascertaining that (i) an e-mail has not been sent to a receiver in a
second system linked to the first system since said activating and (ii) a current date is prior to the
start date;

in response to said ascertaining, said first processor attaching the extracted availability
indicator metadata to the e-mail; and

said first processor sending the e-mail with the attached availability indicator metadata to

the receiver in the second system.

35. (Previously Presented) The storage media of claim 34, said storage media further comprising
a second hardware storage device having second program code stored therein, said second
program code configured to be executed by a second processor of the second system to

implement said method for transmitting availability information, said method further comprising:

S/N: 12/686,469 7



said second processor receiving the e-mail with the attached availability indicator
metadata sent by the first processor of the first system;

said second processor extracting the availability indicator metadata from the received e-
mail; and

said second processor storing the availability indicator metadata.

36. (Previously Presented) The storage media of claim 35, said method further comprising:

said second processor comparing the current date with a pre-selected date, wherein the
pre-selected date is selected from the group consisting of the start date, the end date, a date in
response to the start date, and a date in response to the end date;

said second processor determining from said comparing that the current date matches the
preselected date; and

in response to said determining that the current date matches the preselected date, said
second processor notifying the receiver that the current date matches the preselected date, said

notifying being performed using a pre-selected date graphical user interface.

37. (Previously Presented) The storage media system of claim 34, said method further
comprising:
defining the availability indicator, said defining being performed by a vacation planner

through use of the first processor.
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38. (Previously Presented) The storage media of claim 36, wherein the pre-selected date is the

start date.

39. (Previously Presented) The storage media of claim 36, wherein the pre-selected date is the

end date.

S/N: 12/686,469 9



REMARKS

Applicants have amended claims 15-16, and have cancelled claims 1-14 and 18-22,
during prosecution of this patent application. Applicants are not conceding in this patent
application that the subject matter encompassed by said amended and cancelled claims are not
patentable over the art cited by the Examiner, since the claim amendments and cancellations are
only for facilitating expeditious prosecution of this patent application. Applicants respectfully
reserve the right to pursue the subject matter encompassed by said amended and cancelled
claims, and to pursue other claims, in one or more continuations and/or divisional patent
applications.

The Examiner rejected claims 15-17 and 23-39 under 35 U.S.C. § 102(b) as allegedly
being anticipated by Keohane et al. (U.S. Patent Application Publication No. 2008/0104177,
hereinafter Keohane).

Applicants respectfully traverse the § 102 rejections with the following arguments.
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35 US.C. § 102(b): Claims 15-17 and 23-39

The Examiner rejected claims 15-17 and 23-39 under 35 U.S.C. § 102(b) as allegedly
being anticipated by Keohane et al. (U.S. Patent Application Publication No. 2008/0104177,

hereinafter Keohane).

Claims 15, 28 and 34

Applicants respectfully contend that claims 15, 28 and 34 are not anticipated by Keohane,

because Keohane does not teach or suggest each and every feature of claims 15, 28 and 34.

A first example of why claims 15, 28 and 34 are not anticipated by Keohane is that
Keohane does not teach or suggest the feature:

“activating, by a first processor of a first system, an availability indicator in the first
system, wherein the availability indicator indicates that a user of the first system is unavailable
from a start date to an end date;

said first processor extracting availability indicator metadata from the availability
indicator, wherein the availability indicator metadata comprises the start date, the end date and an
availability indicator message pertaining to the user being unavailable from the start date to the
end date;

said first processor ascertaining that (i) an e-mail has not been sent to a receiver in a
second system linked to the first system since said activating and (ii) a current date is prior to the

start date;
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in response to said ascertaining, said first processor attaching the extracted availability
indicator metadata to the e-mail; and

said first processor sending the e-mail with the attached availability indicator metadata to
the receiver in the second system.”

Keohane, Par. [0025] (last sentence) teaches that in Keohane, FIG. 2, User 1 215 is out-
of-office recipient of email sent by the sender User2 100. Therefore, in the claimed “activating”
step (“activating, by a first processor of a first system, an availability indicator in the first system,
wherein the availability indicator indicates that a user of the first system is unavailable from a
start date to an end date”), the first system is the system used by the recipient Userl, since the
recipient Userl is out of the office and is thus unavailable from a start date to an end date. In
addition, the claimed first processor is a processor of the first system and is therefore a processor
of the system of the recipient Userl.

All recited steps in claims 15, 28 and 34 are performed by the first processor of the first
system and are therefore performed by the system of the recipient Userl, which Keohane does
not teach.

The Examiner relies on Keohane, Pars. [0042]-[0043] as allegedly teaching the claimed
steps of “extracting”, “ascertaining”, “attaching”, and “sending”. However, Keohane, Pars.
[0042]-[0043] describe Keohane, FIG. 4 which is a flow chart of a process performed by Out-Of-
Office Utility136 which processes, in steps 401-413, email received by the sender User2 and

email sent by the sender User2. Keohane does not teach that the Out-Of-Office Utility136 is

executed by the processor of the system of the recipient Userl, and thus Keohane does not teach

S/N: 12/686,469 12
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that the “extracting”, “ascertaining”, “attaching”, and “sending” steps are performed by the
processor of the system of the recipient Userl as required by claims 15, 28 and 34.

Therefore, Keohane does not teach the preceding feature of claims 15, 28 and 34.

A second example of why claims 15, 28 and 34 are not anticipated by Keohane is that
Keohane does not teach or suggest the feature: “said first processor ascertaining that (i) an e-mail
has not been sent to a receiver in a second system linked to the first system since said activating”.

The Examiner argues (office action, page 3): “Keohane discloses ... Said first processor
ascertaining that (1) an e-mail has not been sent to a receiver in a second system linked to the first
system since said activating (paragraph [0046], lines 9-14, message is first received)”.

In response, Applicants note that Keohane, Par. [0046], lines 9-14 recite: “In particular,
while the steps of parsing the notification message for the alternate email ID are illustrated and
described as occurring at the point when the reminder message is being outputted, the parsing of
the notification message may occur at the time the message is first received from the recipient.”

Applicants assert that the preceding quote from Keohane, Par. [0046], lines 9-14 teaches
that the parsing of the notification message may occur at the time the message is first received
from the recipient, but does not teach that “an e-mail has not been sent to a receiver in a second
system linked to the first system since said activating ”.

Therefore, Keohane does not teach the preceding feature of claims 15, 28 and 34.

S/N: 12/686,469 13



A third example of why claims 15, 28 and 34 are not anticipated by Keohane is that
Keohane does not teach or suggest the feature: “said first processor ascertaining that ... (ii) a
current date is prior to the start date”.

The Examiner argues (office action, page 3): “Keohane discloses ... Said first processor
ascertaining that ... (ii) a current date is prior to the start date (paragraph [0043], lines 1-4)”

In response, Applicants note that Keohane, Par. [0043], lines 1-4 recite: “However, if
Out-of-Office utility 136 finds a match, Out-of-Office utility 136 determines, as shown at block
407, whether the entry in the file of notification data is still valid (or has expired).”

Applicants assert that the preceding quote from Keohane, Par. [0043], lines 1-4 teaches
that determining whether the entry in the file of notification data is still valid or has expired, but
does not teach that “ascertaining that ... a current date is prior to the start date”.

Therefore, Keohane does not teach the preceding feature of claims 15, 28 and 34.

A fourth example of why claims 15, 28 and 34 are not anticipated by Keohane is that
Keohane does not teach or suggest the feature: “in response to said ascertaining, said first
processor attaching the extracted availability indicator metadata to the e-mail”.

The Examiner argues (office action, page 3): “Keohane discloses ... In response to said
ascertaining, said first processor attaching the extracted availability indicator metadata to the
e-mail (paragraph [0042], lines 1-8)”.

In response, Applicants note that Keohane, Par. [0042], lines 1-8 recite: “FIG. 4

illustrates the process completed by the email notification system when executing Out-of-Office
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utility 136 along with email utility 137, according to the described embodiment. The process
begins at block 401, at which Out-of-Office utility 136 detects the receipt of an automated out”.

Applicants assert that the preceding quote from Keohane, Par. [0042], lines 1-8 is totally
silent as to attaching anything, let alone attaching the extracted availability indicator metadata to
the e-mail.

In addition, the preceding quote from Keohane, Par. [0042], lines 1-8 is totally silent as to
performing any action in response to ascertaining that (i) an e-mail has not been sent to a receiver
in a second system linked to the first system since said activating and (ii) a current date is prior to
the start date, let alone attaching the extracted availability indicator metadata to the e-mail in
response to ascertaining that (i) an e-mail has not been sent to a receiver in a second system
linked to the first system since said activating and (ii) a current date is prior to the start date.

Therefore, Keohane does not teach the preceding feature of claims 15, 28 and 34.

A fifth example of why claims 15, 28 and 34 are not anticipated by Keohane is that
Keohane does not teach or suggest the feature: “said first processor sending the e-mail with the
attached availability indicator metadata to the receiver in the second system”.

The Examiner argues (office action, page 3): “Keohane discloses ... Said first processor
sending the e-mail with the attached availability indicating metadata to the receiver in the second
system (paragraph [0042], lines 1-8.”

In response, Applicants note that Keohane, Par. [0042], lines 1-8 recite: “FIG. 4

illustrates the process completed by the email notification system when executing Out-of-Office
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utility 136 along with email utility 137, according to the described embodiment. The process
begins at block 401, at which Out-of-Office utility 136 detects the receipt of an automated out”.

Applicants assert that the preceding quote from Keohane, Par. [0042], lines 1-8 is totally
silent as to sending anything, let alone “sending the e-mail with the attached availability indicator
metadata to the receiver in the second system”.

Therefore, Keohane does not teach the preceding feature of claims 15, 28 and 34.

Based on the preceding arguments, Applicants respectfully maintain that claims 15, 28

and 34 are not anticipated by Keohane, and that claim 15 is in condition for allowance.

Claims 16, 29. and 35

Since claims 16, 29, and 35 depend from claims 15, 28, and 34 which Applicants have
argued supra to not be anticipated by Keohane, Applicants maintain that claims 16, 29, and 35

are likewise not anticipated by Keohane under 35 U.S.C. 102(b).

Claims 17, 30, and 36

Since claims 17, 30, and 36 depend from claims 15, 28, and 34 which Applicants have
argued supra to not be anticipated by Keohane, Applicants maintain that claims 17, 30, and 36

are likewise not anticipated by Keohane under 35 U.S.C. 102(b).
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Claims 23, 31, and 37

Applicants respectfully contend that claim 23 is not anticipated by Keohane, because
Keohane does not teach or suggest each and every feature of claim 23.

Since claims 17, 30, and 36 depend from claims 15, 28, and 34 which Applicants have
argued supra to not be anticipated by Keohane, Applicants maintain that claims 17, 30, and 36

are likewise not anticipated by Keohane under 35 U.S.C. 102(b).

Claims 24, 32. and 38

Since claims 17, 30, and 36 depend from claims 15, 28, and 34 which Applicants have
argued supra to not be anticipated by Keohane, Applicants maintain that claims 17, 30, and 36

likewise not anticipated by Keohane under 35 U.S.C. 102(b).

Claims 25, 33, and 39

Since claims 17, 30, and 36 depend from claims 15, 28, and 34 which Applicants have
argued supra to not be anticipated by Keohane, Applicants maintain that claims 17, 30, and 36

are likewise not anticipated by Keohane under 35 U.S.C. 102(b).

Claim 26
Since claim 26 depends from claim 15 which Applicants have argued supra to not be

anticipated by Keohane, Applicants maintain that claim 26 is likewise not anticipated by

Keohane under 35 U.S.C. 102(b).
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Claim 27
Since claim 27 depends from claim 15 which Applicants have argued supra to not be
anticipated by Keohane, Applicants maintain that claim 27 is likewise not anticipated by

Keohane under 35 U.S.C. 102(b).
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CONCLUSION

Based on the preceding arguments, Applicants respectfully believe that all pending claims
and the entire application meet the acceptance criteria for allowance and therefore request
favorable action. If the Examiner believes that anything further would be helpful to place the
application in better condition for allowance, Applicants invite the Examiner to contact
Applicants’ representative at the telephone number listed below. The Director is hereby
authorized to charge and/or credit Deposit Account 09-0457 (IBM). The Attorney’s reference
number for this case is END-70022.

Date: April 1, 2013 {Jack P. Friedman/

Jack P. Friedman
Registration No. 44,688

Customer No. 30449

Schmeiser, Olsen & Watts

22 Century Hill Drive - Suite 302
Latham, New York 12110
Telephone (518) 220-1850
Facsimile (518) 220-1857

E-mail: jfriedman@iplawusa.com
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DETAILED ACTION
1. This action is a response to communications filed January 8, 2013.
2. Claims 15-17 and 23-39 are currently pending. Claims 1-14 and 18-22 are

currently cancelled. Claims 23-39 are newly presented.

Claim Rejections - 35 USC § 102
3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that

form the basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(b) the invention was patented or described in a printed publication in this or a foreign country or in
public use or on sale in this country, more than one year prior to the date of application for patent in
the United States.

4. Claims 15-17 and 23-39 are rejected under 35 U.S.C. 102(b) as being
anticipated by Keohane et al (U.S. Patent Application Publication No.

2008/0104177, hereinafter Keohane).

5. With respect to claims 15, 28, and 34, Keohane discloses a method, computer
system comprising a first processor and a first computer readable medium, and a
storage media comprising a first hardware storage device for transmitting availability
information in an electronic mail system (paragraph [0017], lines 1-7), said method
comprising:

Activating, by a first processor of a first system an availability indicator in the first

system (paragraph [0037], lines 1-5), wherein the availability indicator indicates that a
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user of the first system is unavailable from a start date to an end date (paragraph
[0037], lines 9-13);

Said first processor extracting availability indicator metadata from the availability
indicator (paragraph [0042], lines 10-12), wherein the availability indicator metadata
comprises the start date, the end date (paragraph [0043], lines 1-8), and an availability
indicator message pertaining to the user being unavailable from the start date to the end
date (paragraph [0043], lines 1-8);

Said first processor ascertaining that (i) an e-mail has not been sent to a receiver
in a second system linked to the first system since said activating (paragraph [0046],
lines 9-14, message is first received) and (ii) a current date is prior to the start date
(paragraph [0043], lines 1-4);

In response to said ascertaining, said first processor attaching the extracted
availability indicator metadata to the e-mail (paragraph [0042], lines 1-8); and

Said first processor sending the e-mail with the attached availability indicating

metadata to the receiver in the second system (paragraph [0042], lines 1-8).

6. With respect to claim 16, 29, and 35, Keohane discloses the method, computer
system comprising a first processor and a first computer readable medium, and a
storage media comprising a first hardware storage device of claim 15, 28, and 34,

further comprising the steps of:
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Receiving, by a second processor of a second system, the e-mail with the
attached availability indicator metadata sent by the first processor of the first system
(paragraphs [0027], lines 7-15);

Said second processor extracting the availability indicator metadata from the
received e-mail (paragraphs [0028], lines 1-7); and

said second processor storing the availability indicator metadata (paragraphs

[0030], lines 1-7).

7. With respect to claim 17, 30, and 36, Keohane discloses the method, computer
system comprising a first processor and a first computer readable medium, and a
storage media comprising a first hardware storage device of claim 16, 29, and 35,
further comprising the steps of:

Said second processor comparing the current date with a pre-selected date
(paragraphs [0042]-[0044]), wherein the pre-selected date is selected from the group
consisting of the start date (paragraphs [0042]-[0044]), the end date (paragraphs
[0042]-[0044]), a date in response to the start date, and a date in response to the end
date (paragraphs [0042]-[0044]);

Said second processor determining from said comparing that the current date
matches the preselected date (paragraph [0042], lines 12-16);

In response to said determining that the current date matches preselected date
(paragraph [0042], lines 12-16), said second processor notifying the receiver that the

current date matches the preselected date (paragraphs [0042]-[0044]), said notifying
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being performed using a pre-selected date graphical user interface (paragraphs [0042]-

[0044]).

8. With respect to claim 23, 31, and 37, Keohane discloses the method, computer
system comprising a first processor and a first computer readable medium, and a
storage media comprising a first hardware storage device of claim 15, 28, and 34,
further comprising:

Defining the availability indicator, said defining being performed by a vacation

planner through use of the first processor (paragraph [0006], lines 1-7).

9. With respect to claim 24, 32, and 38, Keohane discloses the method, computer
system comprising a first processor and a first computer readable medium, and a
storage media comprising a first hardware storage device of claim 17, 30, and 36,
further comprising, wherein the pre-selected date is the start date (paragraph [0043],

lines 1-6).

10.  With respect to claim 25, 33, and 39, Keohane discloses the method, computer
system comprising a first processor and a first computer readable medium, and a
storage media comprising a first hardware storage device of claim 17, 30, and 36,
further comprising, wherein the pre-selected date is the end date (paragraph [0043],

lines 1-6).
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11.  With respect to claim 26, Keohane discloses the method of claim 17, wherein the

pre-selected date is the date in response to the start date (paragraph [0043], lines 1-6)).

12.  With respect to claim 27, Keohane discloses the method of claim 17, wherein the

pre-selected date is the date in response to the end date (paragraph [0043], lines 1-6)).

Response to Arguments
13.  Applicant's arguments filed January 8, 2013 have been fully considered but they

are not persuasive.

14.  With respect to claims 15, 28 and 34, the applicant argues that Keohane fails to
disclose said first processor extracting availability metadata from the availability
indicator, wherein the availability inidicator metadata comprises the start date, the end
date and an availability indicator message pertaining to the user being unavailable from
the start date to the end date, specifically for failing to teach the extraction of the start
and end date.

15.  The examiner respectfully disagree. As cited above in response to the amended
claims, the extraction step is taught by Keohane in paragraph [0042], lines 10-12. In an
effort to clarify the citation, the examiner points the applicant to the flow chart of figure 4,
particularly the searching and matching steps of 405-409, whereby start and end dates

are described by the metadata that has been extracted (after being entered into the
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user interface shown if Figure 5) and stored as entries in a data file that is relayed to the

second system (in the case of the prior art, user 2).

Conclusion
16. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time
policy as set forth in 37 CFR 1.136(a).

A shortened statutory period for reply to this final action is set to expire THREE
MONTHS from the mailing date of this action. In the event a first reply is filed within
TWO MONTHS of the mailing date of this final action and the advisory action is not
mailed until after the end of the THREE-MONTH shortened statutory period, then the
shortened statutory period will expire on the date the advisory action is mailed, and any
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of
the advisory action. In no event, however, will the statutory period for reply expire later

than SIX MONTHS from the mailing date of this final action.

17.  Any inquiry concerning this communication or earlier communications from the
examiner should be directed to BLAKE RUBIN whose telephone number is (571)270-
3802. The examiner can normally be reached on Monday - Friday, 9:00am - 5:00pm.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Ario Etienne can be reached on (571) 272-4001. The fax phone number for

the organization where this application or proceeding is assigned is 571-273-8300.
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Application No. Applicant(s)

) .. ) 12/686,469 DE LA ROSAET AL.
Applicant-Initiated Interview Summary i i

Examiner Art Unit

BLAKE RUBIN 2457

All participants (applicant, applicant’s representative, PTO personnel):

(1) BLAKE RUBIN. (3) .

(2) JACK FRIEDMAN. (4) .

Date of Interview: 08 January 2013.

Type: [X Telephonic [ Video Conference
[] Personal [copy given to: [] applicant  [] applicant’s representative]

Exhibit shown or demonstration conducted: [] Yes X No.
If Yes, brief description:

Issues Discussed [X]101 [J112 [J102 [J103 [Others
(For each of the checked box(es) above, please describe below the issue and detailed description of the discussion)
Claim(s) discussed: 18.

Identification of prior art discussed:

Substance of Interview
(For each issue discussed, provide a detailed description and indicate if agreement was reached. Some topics may include: identification or clarification of a
reference or a portion thereof, claim interpretation, proposed amendments, arguments of any applied references etc...)

Applicant proposed the storage media, currently rejected under 35 USC 101, be amended to limit the media to a
hardware storage device. The examiner agreed that such an amendment would overcome the 101 rejection.

Applicant recordation instructions: The formal written reply to the last Office action must include the substance of the interview. (See MPEP
section 713.04). If a reply to the last Office action has already been filed, applicant is given a non-extendable period of the longer of one month or
thirty days from this interview date, or the mailing date of this interview summary form, whichever is later, to file a statement of the substance of the
interview

Examiner recordation instructions: Examiners must summarize the substance of any interview of record. A complete and proper recordation of
the substance of an interview should include the items listed in MPEP 713.04 for complete and proper recordation including the identification of the
general thrust of each argument or issue discussed, a general indication of any other pertinent matters discussed regarding patentability and the
general results or outcome of the interview, to include an indication as to whether or not agreement was reached on the issues raised.

] Attachment

/BLAKE RUBIN/ /ARIO ETIENNE/
Examiner, Art Unit 2457 Supervisory Patent Examiner, Art Unit 2457

U.S. Patent and Trademark Office
PTOL-413 (Rev. 8/11/2010) Interview Summary Paper No. 20130108



Summary of Record of Interview Requirements

Manual of Patent Examining Procedure (MPEP), Section 713.04, Substance of Interview Must be Made of Record
A complete written statement as to the substance of any face-to-face, video conference, or telephone interview with regard to an application must be made of record in the
application whether or not an agreement with the examiner was reached at the interview.

Title 37 Code of Federal Regulations (CFR) § 1.133 Interviews
Paragraph (b)

In every instance where reconsideration is requested in view of an interview with an examiner, a complete written statement of the reasons presented at the interview as
warranting favorable action must be filed by the applicant. An interview does not remove the necessity for reply to Office action as specified in §§ 1.111, 1.135. (35 U.S.C. 132)

37 CFR §1.2 Business to be transacted in writing.
All business with the Patent or Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or agents at the Patent and
Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the written record in the Office. No attention will be paid to
any alleged oral promise, stipulation, or understanding in relation to which there is disagreement or doubt.

The action of the Patent and Trademark Office cannot be based exclusively on the written record in the Office if that record is itself
incomplete through the failure to record the substance of interviews.

It is the responsibility of the applicant or the attorney or agent to make the substance of an interview of record in the application file, unless
the examiner indicates he or she will do so. Itis the examiner’s responsibility to see that such a record is made and to correct material inaccuracies
which bear directly on the question of patentability.

Examiners must complete an Interview Summary Form for each interview held where a matter of substance has been discussed during the
interview by checking the appropriate boxes and filling in the blanks. Discussions regarding only procedural matters, directed solely to restriction
requirements for which interview recordation is otherwise provided for in Section 812.01 of the Manual of Patent Examining Procedure, or pointing
out typographical errors or unreadable script in Office actions or the like, are excluded from the interview recordation procedures below. Where the
substance of an interview is completely recorded in an Examiners Amendment, ho separate Interview Summary Record is required.

The Interview Summary Form shall be given an appropriate Paper No., placed in the right hand portion of the file, and listed on the
“Contents” section of the file wrapper. In a personal interview, a duplicate of the Form is given to the applicant (or attorney or agent) at the
conclusion of the interview. In the case of a telephone or video-conference interview, the copy is mailed to the applicant’s correspondence address
either with or prior to the next official communication. If additional correspondence from the examiner is not likely before an allowance or if other
circumstances dictate, the Form should be mailed promptly after the interview rather than with the next official communication.

The Form provides for recordation of the following information:

— Application Number (Series Code and Serial Number)

—Name of applicant

—Name of examiner

—Date of interview

—Type of interview (telephonic, video-conference, or personal)

—Name of participant(s) (applicant, attorney or agent, examiner, other PTO personnel, etc.)

—An indication whether or not an exhibit was shown or a demonstration conducted

— An identification of the specific prior art discussed

— An indication whether an agreement was reached and if so, a description of the general nature of the agreement (may be by
attachment of a copy of amendments or claims agreed as being allowable). Note: Agreement as to allowability is tentative and does
not restrict further action by the examiner to the contrary.

—The signature of the examiner who conducted the interview (if Form is not an attachment to a signed Office action)

It is desirable that the examiner orally remind the applicant of his or her obligation to record the substance of the interview of each case. It
should be noted, however, that the Interview Summary Form will not normally be considered a complete and proper recordation of the interview
unless it includes, or is supplemented by the applicant or the examiner to include, all of the applicable items required below concerning the
substance of the interview.

A complete and proper recordation of the substance of any interview should include at least the following applicable items:

1) A brief description of the nature of any exhibit shown or any demonstration conducted,

2) an identification of the claims discussed,

3) an identification of the specific prior art discussed,

4) an identification of the principal proposed amendments of a substantive nature discussed, unless these are already described on the

Interview Summary Form completed by the Examiner,

5) a brief identification of the general thrust of the principal arguments presented to the examiner,

(The identification of arguments need not be lengthy or elaborate. A verbatim or highly detailed description of the arguments is not
required. The identification of the arguments is sufficient if the general nature or thrust of the principal arguments made to the
examiner can be understood in the context of the application file. Of course, the applicant may desire to emphasize and fully
describe those arguments which he or she feels were or might be persuasive to the examiner.)

6) a general indication of any other pertinent matters discussed, and

7) if appropriate, the general results or outcome of the interview unless already described in the Interview Summary Form completed by

the examiner.

Examiners are expected to carefully review the applicant’s record of the substance of an interview. If the record is not complete and
accurate, the examiner will give the applicant an extendable one month time period to correct the record.

Examiner to Check for Accuracy

If the claims are allowable for other reasons of record, the examiner should send a letter setting forth the examiner’s version of the
statement attributed to him or her. If the record is complete and accurate, the examiner should place the indication, “Interview Record OK” on the
paper recording the substance of the interview along with the date and the examiner’s initials.



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant(s): De la Rosa et al. Art Unit: 2457 / Confirmation No.: 9662
Application No.: 12/686,469 Examiner: Rubin, Blake J.
Filing Date: 01/13/2010 Docket No.: IN920090098US1

Title: AN OUT-OF-OFFICE ELECTRONIC MAIL MESSAGING SYSTEM (as amended)

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

OFFICE ACTION RESPONSE

Sir:

This communication is in response to the Office Action mailed October 10, 2012.
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In the Title:
Please amend the title as follows:

AN OUT-OF-OFFICE ELECTRONIC MAIL MESSAGING SYSTEM

S/N: 12/686,469 2



In the Claims:
Please cancel claims 1-14 and 18-22. Please amend claims 15-17. Please add new claims

23-39. The claims are as follows:

1-14. (Canceled)

15. (Currently amended) A method [[of]] for transmitting availability information in an

electronic mail system, the said method comprising the-steps-of:

1; activating, by a first

processor of a first system. an availability indicator having in the first system. wherein the

availability indicator indicates that a user of the first system is unavailable from a start date;

actrvated-bythesender;thefirst systemfor: to an end date;

said first processor extracting availability indicator metadata from the availability

indicator, wherein the availability indicator metadata comprises the start date, the end date and an

availability indicator message pertaining to the user being unavailable from the start date to the
end date; and

[[if]] said first processor ascertaining that (i) an e-mail has not been sent to a receiver
stneetheactivationandif_in a second system linked to the first system since said activating and

(ii) a current date is prior to the start date[[,]];

in response to said ascertaining. said first processor attaching the extracted availability

indicator metadata to the e-mail; and

S/N: 12/686,469 3



said first processor sending the e-mail with the attached availability indicator metadata to

the receiver in the second system.

16. (Currently amended) The method of claim 15, said method further comprising the-steps-of:

" I SR

receiving, by a second processor of a second system. the e-mail frem with the attached

availability indicator metadata sent by the first processor of the first system;

said second processor extracting the availability indicator metadata from the received e-

said second processor storing the availability indicator metadata.

17. (Currently amended) The method of claim 16, said method further comprising the-steps-of:

said second processor comparing the current date with a pre-selected date, wherein the

pre-selected date is selected from the group consisting of the start date, the end date, a date in
response to the start date, and a date in response to the end date; and

said second processor determining from said comparing that the current date matches the

preselected date:; and

in response to said determining that the current date matches the preselected date. said

second processor notifying the receiver;if that the current date matches with the preselected date,

the said notifying being performed using a pre-selected date graphical user interface;the

S/N: 12/686,469 4



18-22. (Canceled)

23. (New) The method of claim 15, said method further comprising:
defining the availability indicator, said defining being performed by a vacation planner

through use of the first processor.

24. (New) The method of claim 17, wherein the pre-selected date is the start date.

25. (New) The method of claim 17, wherein the pre-selected date is the end date.

26. (New) The method of claim 17, wherein the pre-selected date is the date in response to the

start date.

27. (New) The method of claim 17, wherein the pre-selected date is the date in response to the

end date.

28. (New) A computer system comprising a first system that comprises a first processor, a first
memory coupled to the first processor, and a first computer readable storage device coupled to
the first processor, said first computer readable storage device containing first program code
configured to be executed by the first processor via the first memory to implement a method for

transmitting availability information in an electronic mail system, said method comprising:

S/N: 12/686,469 5



said first processor activating, by a first processor of a first system, an availability
indicator in the first system, wherein the availability indicator indicates that a user of the first
system is unavailable from a start date to an end date;

said first processor extracting availability indicator metadata from the availability
indicator, wherein the availability indicator metadata comprises the start date, the end date and an
availability indicator message pertaining to the user being unavailable from the start date to the
end date;

said first processor ascertaining that (i) an e-mail has not been sent to a receiver in a
second system linked to the first system since said activating and (ii) a current date is prior to the
start date;

in response to said ascertaining, said first processor attaching the extracted availability
indicator metadata to the e-mail; and

said first processor sending the e-mail with the attached availability indicator metadata to

the receiver in the second system.

29. (New) The computer system of claim 28, said computer system further comprising the second
system, said second system comprising a second processor, a second memory coupled to the
second processor, and a second computer readable storage device coupled to the second
processor, said second computer readable storage device containing second program code
configured to be executed by the second processor via the second memory to further implement

said method for transmitting availability information, said method further comprising:

S/N: 12/686,469 6



said second processor receiving the e-mail with the attached availability indicator
metadata sent by the first processor of the first system;

said second processor extracting the availability indicator metadata from the received e-
mail; and

said second processor storing the availability indicator metadata.

30. (New) The computer system of claim 29, said method further comprising:

said second processor comparing the current date with a pre-selected date, wherein the
pre-selected date is selected from the group consisting of the start date, the end date, a date in
response to the start date, and a date in response to the end date;

said second processor determining from said comparing that the current date matches the
preselected date; and

in response to said determining that the current date matches the preselected date, said
second processor notifying the receiver that the current date matches the preselected date, said

notifying being performed using a pre-selected date graphical user interface.

31. (New) The computer system of claim 28, said method further comprising:

defining the availability indicator, said defining being performed by a vacation planner

through use of the first processor.

32. (New) The computer system of claim 30, wherein the pre-selected date is the start date.

S/N: 12/686,469 7



33. (New) The computer system of claim 30, wherein the pre-selected date is the end date.

34. (New) Storage media comprising a first hardware storage device having first program code
stored therein, said first program code configured to be executed by a first processor of a first
system to implement a method for transmitting availability information in an electronic mail
system, said method comprising:

said first processor activating, by a first processor of a first system, an availability
indicator in the first system, wherein the availability indicator indicates that a user of the first
system is unavailable from a start date to an end date;

said first processor extracting availability indicator metadata from the availability
indicator, wherein the availability indicator metadata comprises the start date, the end date and an
availability indicator message pertaining to the user being unavailable from the start date to the
end date;

said first processor ascertaining that (i) an e-mail has not been sent to a receiver in a
second system linked to the first system since said activating and (ii) a current date is prior to the
start date;

in response to said ascertaining, said first processor attaching the extracted availability
indicator metadata to the e-mail; and

said first processor sending the e-mail with the attached availability indicator metadata to

the receiver in the second system.

S/N: 12/686,469 8



35. (New) The storage media of claim 34, said storage media further comprising a second
hardware storage device having second program code stored therein, said second program code
configured to be executed by a second processor of the second system to implement said method
for transmitting availability information, said method further comprising:

said second processor receiving the e-mail with the attached availability indicator
metadata sent by the first processor of the first system;

said second processor extracting the availability indicator metadata from the received e-
mail; and

said second processor storing the availability indicator metadata.

36. (New) The storage media of claim 35, said method further comprising:

said second processor comparing the current date with a pre-selected date, wherein the
pre-selected date is selected from the group consisting of the start date, the end date, a date in
response to the start date, and a date in response to the end date;

said second processor determining from said comparing that the current date matches the
preselected date; and

in response to said determining that the current date matches the preselected date, said
second processor notifying the receiver that the current date matches the preselected date, said

notifying being performed using a pre-selected date graphical user interface.

37. (New) The storage media system of claim 34, said method further comprising:

S/N: 12/686,469 9



defining the availability indicator, said defining being performed by a vacation planner

through use of the first processor.

38. (New) The storage media of claim 36, wherein the pre-selected date is the start date.

39. (New) The storage media of claim 36, wherein the pre-selected date is the end date.

S/N: 12/686,469 10



REMARKS

Applicants have amended claims 15-16, and have cancelled claims 1-14 and 18-22,
during prosecution of this patent application. Applicants are not conceding in this patent
application that the subject matter encompassed by said amended and cancelled claims are not
patentable over the art cited by the Examiner, since the claim amendments and cancellations are
only for facilitating expeditious prosecution of this patent application. Applicants respectfully
reserve the right to pursue the subject matter encompassed by said amended and cancelled
claims, and to pursue other claims, in one or more continuations and/or divisional patent
applications.

In a telephonic interview on January 8, 2013 between Examiner Blake J. Rubin and
Applicant’s Representative Jack P. Friedman, it was agreed that the rejection of 18-22 under 35
U.S.C. § 101 could be overcome by reciting that a hardware storage device stores computer
readable instructions or program code.

The Examiner objected to the title in the Specification.

The Examiner rejected claims 18-22 under 35 U.S.C. § 101 because the claimed
invention is allegedly directed to non-statutory subject matter.

The Examiner rejected claims 1-22 under 35 U.S.C. § 102(b) as allegedly being
anticipated by Keohane et al. (U.S. Patent Application Publication No. 2008/0104177,
hereinafter Keohane).

Applicants respectfully traverse the Specification objection and the § 101 and § 102

rejections with the following arguments.

S/N: 12/686,469 11



Specification Objection:

The Examiner objected to the title in the Specification.

The Examiner argues (office action, page 2): “The title of the invention is not descriptive.
A new title is required that is clearly indicative of the invention to which the claims are directed.
The following title is suggested: An Out-of-Office Electronic Mail Messaging System.”

In response, Applicants have amended the title in accordance with the preceding
suggestion by the Examiner

Accordingly, Applicants respectfully request withdrawal of the objection to the

specification.

S/N: 12/686,469 12



35 US.C. § 101: Claims 18-22

The Examiner rejected claims 18-22 under 35 U.S.C. § 101 because the claimed
invention is allegedly directed to non-statutory subject matter.

The Examiner argues (office action, page 2): “With respect to claims 18, 21, and 22, the
claims recite a storage medium tangibly embodying a program of machine-readable instructions,
and a computer readable storage medium, respectively. In light of the applicant's specification,
both embodiment would allow for the claims to be construed as signals and/or carrier wave
(paragraphs [0047]-[0048]) which do not fall into a statutory category and are therefor
considered non-statutory. The examiner suggests amending the claims to restricting
the embodiments to, "non-transitory" media. ... With respect to claims 19-20, the claims fail to
resolve the deficiencies of the claims from which they depend and are therefor rejected on the
same grounds as above.”

In a telephonic interview on January 8, 2013 between Examiner Blake J. Rubin and
Applicant’s Representative Jack P. Friedman, it was agreed that the rejection of 18-22 under 35
U.S.C. § 101 could be overcome by reciting that a hardware storage device stores computer
readable instructions or program code.

Applicants note that claims 18-22 have been cancelled.

However, new claims 34-39 are drawn to storage media that comprise hardware storage
devices storing program code. The hardware storage devices exclude transitory signals such as

carrier waves and are therefore not subject to a rejection under 35 U.S.C. § 101.

S/N: 12/686,469 13



35 US.C. § 102(b): Claims 1-22 and New Claims 23-39.

The Examiner rejected claims 1-22 under 35 U.S.C. § 102(b) as allegedly being
anticipated by Keohane et al. (U.S. Patent Application Publication No. 2008/0104177,
hereinafter Keohane).

Since claims 1-14 and 18-22 have been cancelled, the rejection of claims 1-14 and 18-22
under 35 U.S.C. § 102(b) is moot,

Applicants respectfully contend that claims 15, 28, and 34 are anticipated by Keohane,
because Keohane does not teach each and every feature claims 15, 28, and 34.

For example, Keohane is that Keohane does not teach the feature:

“activating, by a first processor of a first system, an availability indicator in the first
system, wherein the availability indicator indicates that a user of the first system is unavailable
from a start date to an end date;

said first processor extracting availability indicator metadata from the availability
indicator, wherein the availability indicator metadata comprises the start date, the end date and an
availability indicator message pertaining to the user being unavailable from the start date to the
end date;

said first processor ascertaining that (i) an e-mail has not been sent to a receiver in a
second system linked to the first system since said activating and (ii) a current date is prior to the
start date; and

in response to said ascertaining, said first processor attaching the extracted availability

indicator metadata to the e-mail; and
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said first processor sending the e-mail with the attached availability indicator metadata to
the receiver in the second system”.

Applicants note that in Keohane, FIG. 3, system 215 (with user 1) represents the claimed
first system, and system 100 (with User 2) represents the claimed second system, since User 1
will be unavailable from a start date to an end date as stated in Keohane, Par. [0034].

Thus, generation of the GUI 500 of Keohane, FIG. 5 represents the claimed “availability
indicator in the first system, wherein the availability indicator indicates that a user of the first
system is unavailable from a start date to an end date”.

However, Keohane does not teach “said first processor extracting availability indicator
metadata from the availability indicator, wherein the availability indicator metadata comprises
the start date, the end date and an availability indicator message pertaining to the user being
unavailable from the start date to the end date”, because Keohane does not teach extracting the
start date, the end date, and the message from the GUI 500 of Keohane, FIG. 5.

Therefore, Keohane does not teach the preceding feature of claims 15, 28, and 34.

In addition, Keohane does not teach “said first processor ascertaining that (i) an e-mail
has not been sent to a receiver in a second system linked to the first system since said activating
and (ii) a current date is prior to the start date”.

Therefore, Keohane does not teach the preceding feature of claims 15, 28, and 34.

In addition, Keohane does not teach “in response to said ascertaining, said first processor
attaching the extracted availability indicator metadata to the e-mail”.

In other words, Keohane does not teach attaching the start date, the end date, and the

message, that had been extracted from the GUI 500 of Keohane, FIG. 5, to an email, and most
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certainly not in response to the first processor having ascertained that “(i) an e-mail has not been
sent to a receiver in a second system linked to the first system since said activating and (ii) a
current date is prior to the start date”.

Therefore, Keohane does not teach the preceding feature of claims 15, 28, and 34.

In addition, Keohane does not teach ““said first processor sending the e-mail with the
attached availability indicator metadata to the receiver in the second system”

Keohane, Par. [0027] teaches that User 2 at the second system 100 receives the out-
of-office notification from the email server 20, and thus does not receive the out-of-office
notification as an attachment to e-mail sent from the first system 215.

Therefore, Keohane does not teach the preceding feature of claims 15, 28, and 34.

Based on the preceding arguments, Applicants respectfully maintain that claims 15, 28,
and 34 are not anticipated by Keohane, and that claims 15, 28, and 34 are in condition for
allowance. Since claims 16-17 and 23-27 depend from claim 15, Applicants respectfully
maintain claims 16-17 and 23-27 are likewise not anticipated by Keohane. Since claims 29-33
depend from claim 28, Applicants respectfully maintain claims 29-33 are likewise not anticipated
by Keohane. Since claims 35-39 depend from claim 34, Applicants respectfully maintain claims

35-39 are likewise not anticipated by Keohane.
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CONCLUSION

Based on the preceding arguments, Applicants respectfully believe that all pending claims
and the entire application meet the acceptance criteria for allowance and therefore request
favorable action. If the Examiner believes that anything further would be helpful to place the
application in better condition for allowance, Applicants invite the Examiner to contact
Applicants’ representative at the telephone number listed below. The Director is hereby
authorized to charge and/or credit Deposit Account 09-0457 (IBM). The Attorney’s reference

number for this case is END-70022.

Date: January 8, 2013 {Jack P. Friedman/
Jack P. Friedman
Registration No. 44,688

Customer No. 30449

Schmeiser, Olsen & Watts

22 Century Hill Drive - Suite 302
Latham, New York 12110
Telephone (518) 220-1850
Facsimile (518) 220-1857

E-mail: jfriedman@iplawusa.com
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