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l. INTRODUCTION
ThisimatteruisibeforeitheiCourtioniDefendant’siMotionuforiNewuTrial,uoruin
thetAlternative,iforiRemittitur.u[DocketiNo.1109]uDefendantiJammieiThomas
assertsithatithelamountiofitheustatutoryidamagesiawarduisiexcessiveianduin
violationuofitheidueuprocessiclauselofitheiUnitediStatesiConstitution.uwAlsoubefore

theuCourtisiPlaintiffs’iMotionitotAmendiJudgment.w[DocketuNo.1116]JuTheiCourt



hasisuaisponteuraisedithesissuelofiwhetheruitierreduinuinstructingutheljuryuthat
makingusoundurecordingsiavailableiforudistributionionuiaupeeritorpeerinetwork,
regardlessiofiwhetheriactualidistributioniwasishown,iqualifiediasidistribution
underitheiCopyrightiAct.u[DocketuiNo.1139]uTheiCourtiheardioraliargumention
Augustu4,12008.uu
1. BACKGROUND

Plaintiffsiareurecordingicompaniesithatiowneduioricontrollediexclusive
rightsutoucopyrightsiinisoundurecordings,tiincludingu24uatiissuesinuthisulawsuit.wOn
Aprili19,12006,iPlaintiffsifilediaicComplaintiagainstiDefendantiJammieiThomas
alleginguthatishesinfringeduPlaintiffs’icopyrightedisoundurecordingsipursuantito
theuCopyrightuAct,117uU.S.C.u881101,1106,15011505,ubyuillegallyidownloadinguand
distributingutheuwrecordingsuviaithelonlineupeeritorpeerifileisharinguapplication
knownuasiKazaa.uwPlaintiffsisoughtuinjunctiveurelief,ustatutoryuidamages,icosts,iand
attorneyufees.l

TrialulonuthisumatterubeganioniOctoberu2,i2007.uTheljuryuinstruction
regardingutheudefinitioniofudistributioniunderitheiCopyrightuActiwasisubmitted
asiPlaintiffs’uProposedwuryulnstructioniNo.i8.uThomasiopposediinclusionuiofithe

instruction.wAfteriargumentibyutheuparties,itheicCourtidecideditoigivelPlaintiffs’



proposedijuryuinstructioninumberu8,iwhichubecameifinalwWuryulnstructioniNo.ul15.
InWuryulnstructionuiNo.u15,itheiCourtiinstructed:1“Theuactiofimaking
copyrightedisoundurecordingsiavailableiforielectronicidistributionionua
peer1torpeerinetwork,iwithoutulicenseifromutheucopyrightiowners,
violatesitheucopyrightiowners’iexclusivelrightiofidistribution,iregardlessiof
whetheriactualidistributionthasibeenushown.”y
OnuOctoberu4,12007 utheljuryifoundithatiThomasihaduwil lfullyuinfringeduion
allizduofiPlaintiffs’uisoundurecordingsiatiissue,landiawardeduPlaintiffsistatutory
damagestinithetamountuofi$9,250uforieachuwillfuliinfringement.w[DocketiNo.:100]u
OnuOctoberu5,itheiCourtienterediyjudgmentionutheyjury’siverdict.u[DocketiNo.1106]u
OnuOctoberil5,iDefendantifilediaiMotioniforiNewi T rial uoruinithe
Alternative,iforiRemittitur,ibasedusolelyionithesissuelofitheiconstitutionalityuofithe
CopyrightiAct’sistatutoryidamagesiprovisionuinitheicase.u[DocketuiNo.1109]u
OnuOctoberul9,iPlaintiffsifiledianiunopposediMotionitolAmendwudgment
[DocketiNo.1116]uaskinguthatitheiCourtienterianiinjunctionubarringiThomasifrom
furtheruinfringementiandurequiringuiThomasitoidestroyualliinfringingucopiesuof
Plaintiffs’isoundurecordingstinuherupossession. i

OnuMayu15,12008,itheiCourtiissuedianiOrderistatinguthatuitivwas



contemplatingugrantinguaunewutrialionitheigroundsithatiitthadicommittedia
manifestierroriofulawuinugivingwWuryulnstructionuiNo.u15.u[DocketuNo.1139]uThe
Courtiorderedutheupartiesuitoubriefitheissuelandialsoupermittedutheufilinguofiamicus
briefs.wFiveupartiesisoughtiandigainedupermissionutoufileslamicusubriefs:ithe
ElectroniciFrontieriFoundation,iPublicitknowledge,iUniteduStatesuinternet
IndustryuAssociation,ilandiComputeri&iCommunicationsilndustryiAssociation;
theuiCopyrightuiLawuProfessors;iTheulntellectualiPropertyulnstitutelatiwWilliam
MitchelluCollegelofiLaw;itheiMotionuPicturetAssociationiofiAmerica,ilnc.;iandiThe
Progressi&iFreedomuFoundation.u
I1l.  DISCUSSION

A.  Standard for Motion for a New Trial

“Afterigivingutheupartiesinoticelandianiopportunityutoubetheard,itheucourt
mayugrantiastimelyumotionuforiaunewutrialiforiaireasonunotistateduinitheimotion.”u
Fed.uR.UICiv.IP.159(d).wAfteriThomasifilediastimelyumotionuforiaunewutrial uthe
Courtugaveutheupartiesinoticelofitheupossibleialternativeigroundsiforiainewitrial.u
TheuCourtiacceptediadditionalibriefingubyutheupartiesiandubyiamicitandualso
hearduoraliargumentionuuryulnstructioniNo.i15.uwUnderiRuleis9,itheiCourtihasithe

poweritoigrantiainewitrialionithelalternativeugrounds.u



Thelauthorityutoigrantiasnewutrialuisiwithinutheudiscretionuofithe
districticourt.wFederaliRulelofiCiviliProcedurei59iconfirmsitheutrial
court’sihistoricupowerutoigrantiainewutrialibaseduonuitsiappraisaliof
theufairnessiofitheutrialilandutheureliabilityiofitheyjury’siverdict.uwAinew
trialuisiappropriateiwhenutheufirstitrial sthroughuanverdictiagainstithe
weightiofithelevidence,laniexcessiveidamagelaward,iorulegalierrors
atutrial uresulteduiniaumiscarriageuofujustice.u[ Thelappellateicourt]u
review[s]itheutrialicourt’sidenialiofiainewutrialiunderianiabuselof
discretionustandard.u

Grayuv.iBicknell,i86uF.3di1472,1148018 1u(8thuCir.11996)u(citationsiomitted).

“Inureviewinguaisubstantiveichallengeutoyjuryuinstructions,itheipertinent
queryuisiwhetherithelinstructions,itakenuasiaivwholeiandivieweduinulightiofithe

evidencelanduapplicableulaw,ifairlyiandiadequatelyisubmitteduthesissuesuinithe

caseutoutheyjury.”wHorstmyeruv.iBlacki&iDecker,u(U.S.) ulnc. 1151uF.3du765,i771u(8th
Cir.u1998)u(citationiomitted).uw*“Theukeyuquestionuisiwhetheriainewutrialishould

havelbeenigranteditolavoidiaimiscarriagelofijustice.”wHarrisonuv.iPurdyuBros.

TruckinguCo.unc.,1312uF.3du346,1351u(8thuCir.12002)u(citationiomitted).u

B. Prejudicial Effect of Any Error of Lawu
1. Standard
ThomaslarguesithatiifitheiCourtierreduinugivinguuryulnstructionuNo.u15,uit
mustigrantiaunewutrialibecauseitheiSpecialiVerdictiFormudidinotispecifyiwhether

theljurorsihadifoundianuactualidistributionuorinot.wTherefore,itheyjurorsimight



haveifoundithatiThomasuinfringedibyumakinguaicopyrightedisonguavailableleven
ifithereiwasinouactualidistribution.uwPlaintiffsiassertithat,uievenuifitheiCourtierreduin
itsuinstruction,ithatierrorthadunoleffectionutheljuryuverdictibecauseiThomas
violateditheureproductionirightiandibecauseuPlaintiffsiprovedithatitheiriagent,
MediaSentry,udownloadedisongsifromiThomas.uu
TheuCourti“willireverselaujuryuverdictionlyuifithelierroneoustinstruction
affectediauparty’sisubstantialirights,iandithusiainevwwutrialiisinecessaryionlyiwhen
thelerrorsimisleditheyjuryiorihaduiaiprobableleffectionutheujury’siverdict.”wSlidell,

Inc.uiv.uMilleniumulnorganiciChems. unc.,1460uF.3du1047,11054u(8thuCir.12006)

(citationuomitted).w*[W]henuituistimpossiblestoiknow uinuviewiofitheigeneral

verdictireturned,iwhetheritheuyjurylimposeduliabilityioniaupermissiblelorian

impermissibleiground,itheljudgmentimustibeureversedu.i.u.i.”wExxonuShippinguCo.

V.iBaker,1128uS.1Ct.12605,12615un.3u(2008)u(citationiomitted).u
2. Reproduction Rightu
PlaintiffsiargueithatiregardlessiofitheicorrectnessiofiuryulnstructioniNo.ul15,
Plaintiffsuthaduanuindisputablyuvalidireproductionuclaim,isolevenianierroneous
instructionudidunotumisleadutheyjuryuoriprejudiceiThomas.u

TheuSpecialiVerdictuiFormuprovidesinolinsightiasitoiwhetherutheyjurors



foundiThomasiliableibecauselofiuryulnstructioniNo.i14,idealinguwithuPlaintiffs’
reproductionuright,ioribecauselofiJuryulnstructioniNo.ui15,udealinguwithiPlaintiffs’
distributionuright.wTheiCourticannotitknowuwhetheritheyjuryureacheduitsiverdict
onupermissibleloriimpermissibleigrounds.uwAdditionally,ievenuifiThomasiwere
liablewunderutheureproductionuright,itheretisinowwayuforitheiCourtitoidetermineuif
theljuryiwouldihavelgranteditheisameuhighustatutoryidamagelawarduibasedisolely
onuviolationuofitheuwreproductionuright. um
3. Distribution to MediaSentry U

ITheupartiesiagreeuthatitheionlyievidencelofiactualidisseminationuof
copyrightediworksiwasithatiPlaintiffs’lagent,uMediaSentry,icopiedisongs.u
Plaintiffsiargueithatievenuifidistributionurequiresianiactualitransfer,uitheutrial
evidencelestablishedutransfersioficopyrightediworksitoiMediaSentry.wThomas
retortsithatidisseminationutolanuinvestigatoriactinguiasianiagentuforitheicopyright
ownericannoticonstitutelinfringement.uuw

“luisiwelliestablishedithatitheulawfuliowneriofiaicopyrighticannotiinfringe

itsitownucopyright.”uOlaniMills,ulnc.uwv.iL innuiPhotouCo. ,123uF.3d11345,113481(8th

Cir.11994)u(citationiomitted).wHowever ithelEighthuCircuittholdsithatiaicopyright

owner’siauthorizationiofianiinvestigatorutoupursuetinfringementidoesi““not



authorizeuthelinvestigatorutowvalidateu[theithirduparty’sjuunlawfuliconduct.”wld.u
“Indeed,ithetinvestigator’siassignmentifi]supartiofiftheicopyrightiowner’s]

attemptutoustopu.u.i.uinfringement.”wld.uSeelalsotRCA/Ariolailnt’lulnc.iv.iThomas

&iGraystonuCo.,1845uF.2du773,1781182u(8thuCir.11988)u(holdinguretaileruliableifor

activelyuassistinguinureproductionuoficopyrightediworksiatirequestiofiauthorized

Investigativelagentioficopyrightiowners);iAtl.uRecordinguCorp.iv.uiHowell 1554uF.
Supp.12di976,1985u(D.uAriz.12008)u(*““[ T]helinvestigator’siassignmentiwasipartiof
[theurecordinguicompanies’Juattemptuitoustopu[Howell’sJuinfringement,’vand
thereforeutheul2icopiesiobtainedubyiMediaSentryuareiunauthorized.”)u(quoting
OlanuMills,i23uF.3duati1348).u
Plaintiffsifurtheriargueithatievenuifitheulawurequirediaidefendant’siactive
involvementiinumakingudistributions,iThomastisiliableibecauseisheitookutheuactive
stepsuofuwillfullyureproducingicopyrightediworksiwithoutiauthorizationiand
affirmativelyichoosingutouplaceithemuiniaussharedifolderumakinguithemuavailableuto
anyoneiwhouwantedithemuoniaicomputerinetworkudedicatedutoutheuillegal
distributionuoficopyrighteduivworks.uu
Thomas’sisupportersiargueithatithisicaseuisiuniquelbecause,ihere,

MediaSentryicompletedithelactualidownloadinguofitheucopiesiofithemworksiat



Issue.uSheuassertsithatisheididunotusignificantlyuparticipatelinianyudistributionuto
MediaSentry ,usousheicannotibeuliable.wlnuOlanuMills, uitiwasitheidefendant,uinotithe
investigator,iwhoumadeitheucopies.uThelappellateicourtiexplained:u

TheuinvestigatoruinuthisicaseumerelyiapproacheduiLinniPhotouinua
conventionalimanneriandiofferediLinniPhotolaniopportunityuto
infringewuponufouriclearlyimarkedicopyrights.uOlaniMillsididinot
authorizeuthelinvestigatorutouwvalidateiLinnuPhoto’siunlawfuliconduct.
Indeed,ithelinvestigator’siassignmentiwasipartiofiOlaniMills’
attemptitoustopuLinnuPhoto’suinfringement.wAccordingly,itheicopies
madelbyiL innuPhotouatitheirequestiofithelinvestigatoriwereicopyright
violations.

OlanuMills,i23uF.3duatu1348.u
ThomasuassertsithatitRCA/Ariolatisiinappositeibecauseitheidefendant
“retailersihadisubstantialuparticipationuinithetinfringementsuinuthisicaseliandi[the
defendants]uiwereuvicariouslyuliableiforuretailers’iacts.”wRCA/Ariola,i845uF.2duat
779.wInithaticase,itheidefendantsiassertedithatitheudistricticourtierreduiniholding
themutoubeudirectuiinfringers.wThelEighthuCircuitiresponded:u
Thisiargumentuignoresitheumostiobviousibasisiforiholdingithe
retailersiliable:itheuretailers’ilemployeesiactivelyuassistediinicopying
theuprotectedumaterialibyuinspectingutheicopyrighteditapeiand
selectinguaiblankutapeuofitheuproperulengthutoicopyutheuprotected
workiandubyuactuallyioperatingitheimachine.wThisisortiofudirect
participationuinuthetillegalicopyingu.u.t.uhasibeenuhelditheubasisifor

directuliability.wTheuretailers’lemployeesididimoreuthanisimply
supplyutapeu.u.i.uuthewretailersiherelalsoupickeditheuproperitapeito

10



reproducelaiparticularicopyrightediwork.uTheyudidimoresthan
demonstrateitheumachineu.u.u.uuhere,ithelemployeesihelpedithe
customersicopyuawholeutape,inotijustienoughutoidemonstrate
operationuofitheumachine landuitheicustomersikeptitheitape,irather
thanuerasinguit.u
RCA/Ariola,i845uF.2duati781u(citationsiomitted).uwThomasiconcludesithatithe
defendantsiinitRCA/Ariolaididimoreithanimakeicopyrightedisongsiavailable.u
Theyusoldiblankudisksitoitheicustomersianduphysicallyuassisteduinithesmakinguand
transferuioficopyrightediworks.uThomasiarguesithat,uinithisicase,itheicopyinguiwas
donelbyisomeoneiwhouhadineverimetiorihearduofiThomas.
TheuCourtuholdsithatidistributionitouMediaSentryucaniformutheubasisiofian
infringementiclaim.uEighthuCircuitiprecedenticlearlyiapprovesiofitheiuseiof
investigatorsibyucopyrightiowners.uWhileiThomasudidunotiassistiinitheicopying
initheissameumanneruasitheuretailidefendantuiniOlanuiMillsi—ibyuactuallyicompleting
theucopyinguforithelinvestigatori—ioriasitheuretailidefendantsiiniRCA/Ariolai—iby
assistinguinuselectingutheucorrectitapetoniwhichutourecordianduihelpingicustomers
copyi—ishelallegedlyudidiassistiiniatdifferent,ubutisubstantialimanner.wPlaintiffs
presentedievidenceuithatiThomas,iherself,uprovideditheicopyrightediworksufor

copyinguanduplacedithemuonuainetworkuspecificallyudesigneduforieasy,

unauthorizedicopying.uTheselactionsiwouldiconstituteumoreusubstantial
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participationuinithelinfringementithanuthevactionsiofitheidefendantsuinithelEighth
Circuiticasesiwhoumerelyuassisteduinicopyinguworksiprovidedibyuthe
investigators.u
AlthoughutheiCourtiholdsithatudistributionitolanuinvestigator,usuchuas
MediaSentry,ucaniconstituteiunauthorizedudistribution uinulightiofiJuryulnstruction
No.i15 uitiisiimpossibleitouidetermineiuponiwhichubasisitheljuryientereduitsiverdict
orithowuthelerroneoustjuryinstructioniaffecteditheyjury’sidamageicalculation.u
Therefore lifitheiCourtideterminesithatiJuryulnstructioniNo.u15mwastincorrect,lit
willigrantiaunewutrial .uu
C. Statutory Framework
TheuCopyrightuActiprovidesithati“theiowneruoficopyrightuunderuthisititle
hasithelexclusiveirightsitoidolanditolauthorizeianyuofitherfollowing:u.u.u.u(3)uto
distributeicopiesioriphonorecordsiofitheicopyrightedivworkutoutheupublicibyusale
oruotherutransferiofiownership,loribyurental,ulease iorulending.”wl17uU.S.C.181106(3).u
ThetActidoesinotidefineuthestermu*“distribute.”u
Courtsihaveusplitiregardingiwhetherimakingucopyrightedimaterials
availableuforudistributionuconstitutesudistributionuunderu8u106(3).wTheuparties

addressifourimainiargumentsiregardinguthewvalidityuofither*“makingiavailable™

12



interpretation:uil)iwhetheritheuplainuimeaninguofitheitermu“distribution”urequires
actualidisseminationuofitheicopyrightediwork;i2)iwhetheritheitermu“distribution”
Isisynonymousiwithutheitermu“publication,”iwhich,iunderitheiCopyrightiAct,
doesinotirequirelactualidisseminationuorutransfer;i3)iwhetheriaidefendanticanube
primarilyuliableiforiauthorizingudissemination;iandid)iwhetheriU.S.uitreaty
obligationsiandiexecutivelandulegislativelbranchuinterpretationsiofitheiCopyright

Actiinurelationutouthoselobligationsirequirelauparticulariinterpretationuofitheiterm

“distribution.”uuw

=

D. Plain Meaning of the Term “Distribution” u
Thereuisiai“strongupresumptionuthatitheuplainulanguageuofitheustatute
expressesicongressionaliintentifthat]uisirebutteduonlyuinurareiandiexceptional

circumstances.”uwUnitediStatesiv.iClintwoodiElkhorniMininguCo.,1128uS.iCt.11511,

15181(2008)u(citationsiomitted).wEachupartyuassertsithatitheiCourtishouldiadopt
theuplainumeaninguofitheitermu*“distribution;”uthowever itheyidisagreeioniwhat
thatuplainumeaninguis.uThomasianduherisupportersiargueithatitheyplainimeaning
ofitheustatuteicompelsitheiconclusionuthatumerelyumakinguaiworkuavailableutoithe
publicidoesinoticonstitutelatdistribution.winstead,iaidistributionionlyuoccurs

whenuaidefendantiactuallyutransfersitoutheupublicitheipossessionioriownershipuof

13



copiesloriphonorecordsiofiaiwork.uwPlaintiffsiandutheirisupportersiassertithat
makinguawworkiavailableiforudistributionuisisufficient.uuuu
1. Statutory Language
Startinguwithutheslanguageuinu8u106(3),itheiCourtinotesithatiCongress
explainsitheimannersiiniwhichudistributionicanubeleffected:isale,itransferuof
ownership,irental,ulease lorulending.uTheuprovisionidoesinotistateithatianuofferuto
dovanyuofitheseuactsiconstitutesidistribution.wNoridoesi8i106(3)uprovideithat
makinguaiworkuavailableiforianyuiofitheseuactivitiesiconstitutesidistribution.wAn
initialureadinguofitheuprovisionuatiissueisupportsiThomas’siinterpretation.uu
2. Secondary Sources
Thelordinaryudictionaryimeaninguofitheiwordi“distribute”inecessarily
entailsiaitransferiofiownershipuoripossessionifromuioneupersonutoianother.uSee,

e.g.,iMerriamiWebster’siCollegiateiDictionaryu(10thuied.t1999)u(defining

“distribute”uas,lamonguotherithings,i“1:utoidivideilamonguiseveraliorimany:
APPORTIONU.LU.u2u.u.0.ub:utougiveloutiorideliveriesp.itoumembersiofiaigroup’).u
Additionally,itheuleadingucopyrightitreatisesiconcludeithatumakinguamvork

availableuisiinsufficientitolestablishudistribution.uSee,le.q.,1218iNimmerion

Copyright,u8i8.11[A]u(2008);uduwWilliamuF .uPatry.uPatryioniCopyright,i8u13.11.50

14



(2008).u
3. Opinion of the Register of Copyrights u

RegisteriofiCopyrights,uMarybethuPeters,ihasiopineditoiCongressithat
makinguaicopyrightediworkuavailablewviolatesitheudistributionuright.uSee,le.q.,
LetterifromuMarybethuPeters,iRegisteriofiCopyrights,itoiRep.iHowardiL.iBerman,
Rep.ifromuthei28thuDist.lofuCal.u(Sept.125,12002)u(*“[M]akingu[awwork]uavailableufor
otheryusersiofi[a]upeerutoupeerinetworkitoidownloadu.u.u.iconstitutesian
infringementiofithelexclusiveudistributionuright,iasivwelliasitheiproductionuright.”),

quotediiniMotowniRecordiCo. ILPuv.iDePietro,iIN0.1041CV12246,120071WL1576284,

atr*3un.38u(E.D.uPa.iFeb.116,12007)u(unpublished).uHowever lopinionulettersifrom
theiCopyrightuOfficeitouCongressionimattersiofistatutoryuinterpretationuareinot
bindinguanduareu*“entitledutourespectiinsofariasitheyuareupersuasive.”uwBroadcast

Music.ulnc.uwv.iRogeriMillersMusic ulnc.,u396uF.3du762,u778u(6thuCir.12005)u(citation

omitted).uw
4. Use of the Term in Other Provisions of the U.S. Code
AsiPlaintiffsinote,uiniotheruprovisionsiofifederalicopyrightulaw,iCongress
hasiexplicitlyidefinedi“distributeutouincludeloffersitoudistribute.uSeeil 7uU.S.C.

81901 (a)(4)u(stating,uinuicontextioficopyrightiprotectioniofisemiconductoruchip

15



products,ithati“tou‘distribute’smeansitousell,ioritoulease,ibail uoriotherwiseitransfer,
orutouofferutousell ulease,ubail uoriotherwiseutransfer”);u17uU.S.C.181506(a) (1) (C)
(imposingucriminalupenaltiesifori“theldistributionuofiaiworkubeingupreparedifor
commercialidistribution,ibyuimakinguitiavailablelioniaicomputerinetwork
accessibleitoumembersiofitheupublic”).ulniotheruportionsiofitheiCopyrightiAct,
Congressihasiexplicitlyiconfineditheitermu*“distribution”itolauphysicalitransferiof
copyrightedumaterial.wForiexample,uinitheisectionuofithetActuproviding
compulsoryulicensesiforinondramaticumusicaliworks,iCongressiprovides:i“For
thisupurpose,landiotherithanuasiprovidedu[iniSectionu115(c)(3)],iauphonorecorduis
consideredu‘distributed’uifitheuipersoniexercisingutheicompulsoryulicenseihas
voluntarilyiandipermanentlyupartediwithuitsipossession.”wl7uU.S.C.u81115(c)(2).u
Theudifferingudefinitionsiofi“distribute”wwithinucopyrightilawidemonstrate
thatuthereuisinotionewuniformudefinitionuofitheutermithroughouticopyrightilaw.uCf.

FirstariBankuN.A.uv.iFaul,i253uF.3du982,1990u(7thuCir.12001)u(notinguthati“identical

wordsiuseduinudifferentupartsiofitheisamelactiarelintendeditolthaveuitheisame
meaning’)u(citationiomitted).wHowever,itheiCourtinotesithatiwheniCongress
intendsudistributionitolencompassimakinguavailableloriofferingutoutransfer uitinas

demonstratedithatuituisiquiteicapablelofiexplicitlyiprovidinguithatudefinitioniwithin
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theustatute.ulnuthisucase,iCongressiprovideditheimeansibyiwhichuaidistribution
occursi—i“byusaleloriotheruitransferiofiownership,ioribyurental ulease,lorulending’i—
withoutialsouprovidinguthatiaudistributionuoccursibyuanuofferitoidowonelofithose
actions,lasuitudiduinu8u901(a)(4).uMhileitheiCopyrightiActidoesinotiofferiaiuniform
definitionuofi*“distribution,”itheiCourticoncludesithat,uinulightiofithelexamined
provisions,iCongress’sichoiceutounotiincludeloffersitoudouthelenumerateduactsior
theumakinguavailablelofitheiworkuindicatestitsiintentithatianiactualudistributionuor
disseminationuisirequireduinugu106(3).
PlaintiffsianditheirisupportersialsoiurgeitheiCourtitoiconsiderianientirely
separateltitlelofithetU.S.uCode,iTitleu18,uiaddressingicriminalupenaltiesifor
distributionuofichildupornography.ulnithaticontext,itheitermu*“distribute”shasibeen
interpreteditouincludeuplacingitheimaterialioniaisharedifolderiofiaipeeritoipeer

network.uwSee,le.q.uUniteduStates.uv.iShaffer,1472uF.3du1219,11223124u(10thuCir.

2007)u(interpretingutermu“distribute”uinu18iU.S.C.1812252A(a)(2)utotincludeuplacing
childupornographyuiniKazaaifolderiandufreelyuallowinguothersitolaccessiand
downloadutheufiles).wTheucriminalistatuteuregardingudistributionuofichild
pornographyuisiunrelateduitoitheiCopyrightiAct.uTheiCourtidoesinotifindithe

comparisonutoucriminalilawupersuasive.uwWhenitheudefinitionwofi“distribute”
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variesiwithinitheiCopyrightuActiitself itheiCourtiisinoticonvinceduithatiascriminal
statuteladdressinguchildupornographyushouldicarryiweight.wMoreover liniShaffer,
theucourtinotedithatithereiwas,linufact,levidencerthatitheidefendanti“knewiother
peopleithadidownloadedichildipornographyufromuhisishareduifolder.”wld.iatu1224.u
Additionally,iwhileithereuisinouliabilityuforianiattemptitouinfringeiunderuthe
CopyrightiAct,ithereuisicorrespondinguliabilityuforiattemptedudistributionuinithe
criminalicontext.uSeeul81U.S.C.u812252 Au(b) (1)u(providingupenaltiesifori“[w]hoever
violates,lioriattemptsuoriconspiresitouviolate”itheidistributionuprohibition).uu
TheuCourtidoesunotufindutheudefinitivelinterpretationuofitheiterm
“distribute”uiniotherutitlesiofitheiU.S.uiCode.umHowever,itheiCourtidoesinoteuthat,
whileiCongressihasinotiaddedi“offeritoudistributeutou8u106(3)uofitheiCopyright

Act, lituthasiaddedu*offersutousell”uinutheurelatedifieldiofipatentulaw.u35uiU.S.C.

81271(a).wSeevalsolEldreduv.tAshcroft,1537uU.S.1186,12011021(2003)u(citingupatent
practicelasipersuasivelprecedentiiniaicopyrighticase).uBeforeiCongressiamended
theuPatentiActutolexpresslylincluder“offersitousell,”icourtsistrictlylinterpretedithe
statutoryulanguage,iwhichuiexpresslyiforbadeuisalesibutinotioffersitousell,uas

requiringuproofiofianiactualisale.uwRoteculndus.iv.uMitsubishitCorp.,u12151F.3du1246,

1251u(Fed.uCir.12000).mCourtiandicongressionaliactionsiwithuregarduitoitheiPatent
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Actidemonstrateitwouprinciples:il)uinitheliabsencelofiaistatutoryudefinitionuthat
explicitlyiincludesioriexcludesioffersitousellioridistribute,uicourtsiinterpretuliability
narrowlyutounotiincludeuoffers;iandi2)iCongressicaniandiwilliamenduaustatute,
whenunecessary ,itoiexplicitlysincludeuliabilityiforianiofferitoidolauprohibiteduiact.u
TheuCourt’siexaminationuofitheiuselofithestermu*“distributionuiniother
provisionsiofitheiCopyrightiAct,iasiwelliasithelevolutionuofiliabilityuforioffersito
selliinuthelanalogousiPatentiAct,ileaditoutheiconclusionithatitheuplainimeaninguof
theitermuy“distribution”idoesinotiincludinguimakinguavailableliand,linstead,
requiresiactualidissemination.uTheiCourtinowuturnsiitsiattentionutouPlaintiffs’
additionaliargumentsiregardinguthelexistencelofiaumakingravailableuright.uuu
E. Whether “Distribution” Is Synonymous with “Publication”
Plaintiffsiadvocateuthat,iwithinitheiCopyrightiAct,itheitermu*“distribution”
isisynonymousiwithitheutermu*“publication.”u
“Publication”uisitheudistributionuoficopiesioriphonorecordsiofia
workitoutheupublicibyusaleloriotherutransferiofiownership,ioriby
rental,ulease,lorulending.uTheuofferingutoudistributeicopiesior
phonorecordsitolaigrouplofipersonsiforipurposesiofifurther
distribution,upubliciperformance,loripublicidisplay,iconstitutes
publication.wAupubliciperformanceloridisplayuofiaiworkidoesinotiof

itselfuiconstituteupublication.u

173U.S.C.u81101.wUnderuthisidefinition,umakingusoundurecordingsiavailableion
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Kazaaucouldubeiconsideredudistribution.u
Theufirstuisentencelofitheidefinitionuofi“publication”vandu8u106(3)uare
substantiallyuidentical.wHowever ithereuisiadditionalilanguageuinitheudefinitionuof
“publication.”wRelyinguprimarilyionulegislativelhistory,iPlaintiffsiassertithatithe
sentenceudefiningupublicationuasi®[t]helofferingutoudistributeucopiesior
phonorecordsitolaigrouplofipersonsiforipurposesiofifurtheridistribution,upublic
performance,ioripublicidisplay’’ishouldialsolapplyutoitheidefinitioniof
distribution.u
Plaintiffsunoteithatitheutextiofu8u106ugrantsiaicopyrightiownerutheifollowing
fivelexclusivelrights:“(1)utoureproduceitheicopyrightediworku.u.u.u(2)utouprepare
derivativeiworksu.u.u.u(3)utoudistributeucopiesiofithemvorku.u.u.u(4)u.u.u.utouperformithe
copyrightediworkupublicly;iandu(5)u.u.uutoudisplayuthemworkupublicly.”wl7uU.S.C.
81106.wHowever itheitHouselandiSenateiCommitteesievaluatingitheiCopyright
Act,udescribedutheifollowingufiveirights:“thelexclusiveurightsiofireproduction,

adaptation,uipublication,iperformance,ianduidisplay.”uElektralEntm’tuGroup.uinc.

v.Barker,i551uF.iSupp.i2di234,1241u(S.D.N.Y .12008)u(quotingiH.R.IRep.INo.
9411476,1atu611(1976);uS.1IRep.IN0.1941473,1ati57u(1976)))ui(lemphasisiaddeduiniBarker).u

TheicCommitteeiReportsiidentifiedithel“RightsiofiReproduction,iAdaptation,iand
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Publicationuasi“[t]heufirstuithreeiclausesiofisectionu106.”wld.u(quotinguH.R.IRep.lat
61;1S.uIRep.1ati57).wAlso,itheiHouseiCommitteeiReportistatedithatu8i106(3)
“‘establishesithelexclusivelrightiofupublication’ilandigovernsi‘unauthorizedupublic
distribution’i—usingutheimwordsu‘distribution’iandi‘publication’interchangeably
withiniaisingleuiparagraph.”uld.u(citinguH.R.IRep.latu62;uS.iIRep.1ati58).uTheiCourt
doesinotifinditheseusnippetsiofilegislativelhistoryutoubeidispositivelofithe
definitionuofudistribution.wNowhereuinuthisulegislativelhistoryidoesiCongressistate
thatudistributionuishouldibelgivenitheisameibroadimeaninguasipublication.wlniany
case,levenuifitheulegislativelhistorylindicatedithatisomeimembersiofiCongress
equateduipublicationsiwithudistributionsiunderi8i106(3),ithatifacticannotioverride

theuplainumeaninguofitheustatute.u

AmicilassertithatitheisSupremeiCourtihasiheldithatitheu8i106(3)udistribution

rightiincludesipublicationuasidefineduinugi101.ulniHarperi&iRowuPublishers,unc.

v.iNationlEnterprises,itheiSupremelCourtiexaminedithelextentiofitheufairiuse

exceptionutorthewrightiofifirstupublicationuunderutheiCopyrightuAct.wd71uU.S.1539
(1985).ultiexplainedithatitheiCopyrightiActi“recognizeduforutheufirstitimeua
distinctistatutoryurightiofufirstupublication.”wld.iati552.winithatidiscussion,ithe

SupremeuCourtiquoteditheiReportiofithetHouseiCommitteelonuithewudiciary,
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whichustated:i“Clauseu(3)iofisectionu106,iestablishesithelexclusiveurightiof
publicationu.u.i.i.wUnderithisiprovisionitheicopyrightiowneriwoulduhaveitheuright
toucontrolitheufirstupublicudistributioniofianiauthorizeduicopyu.u.i.uofuhisiwork.”wld.
atis52u(ellipsisuinuoriginal)u(quotinguH.R.IRep.IN0.19411476,1ati621(1976),11976

U.S.C.C.A.N.I15659,15675).uu

IniHarperi&iRow,itheiSupremelCourtinarrowlyladdresseditheuissuelofufirst
publication.ultuididunotudiscussitheimeaninguofithestermudistribution;unorudiduit
discussipublicationuorudistributionuinigeneral.wElsewherewwithinitheiHarperi&
Rowuopinion,itheiSupremeuCourtiusedilanguageuithatirecognizeduthatupublication
andudistributionuarestwoudistincticoncepts.uForuinstance litiwrote,i*“Sectionu106uof
theuCopyrightiActiconfersiatbundlelofiexclusiveurightsitoitheiowneruofithe
copyright.uwUnderitheiCopyrightiAct,itheseurightsi—itoupublish,icopy,iand
distributeitheliauthor’siworki—ivestiinithelauthoriofianioriginaliworkifromithe
timevofuitsicreation.w8u106.”wld.latit54614 7u(emphasisiadded)u(footnoteiomitted).ul f

Harperi&iRowustoodiforitheupropositionithatipublicationiandudistributionuwere

synonymous,ithenitheiSupremeiCourtiwouldinotihaveinameduitheurightito
“publish”iasiaurightiseparateifromutheurightitou“distribute.”wThisiCourticoncludes

thatitheitHarperni&iRowiopinionidoesinotiholdithatipublicationiandudistribution

22



areusynonymous. i

AureviewlofitheiCopyrightuActiasiaiwholelalsoisupportsitheiconclusionithat
publicationiandudistributioniremainudistincticoncepts.wPublicationustillitriggers
certainuiconsequencesisuchuasiaidutyutoudepositicopiesiofitheivworkiwithithe
CopyrightiOffice,u17uU.S.C.u81407(a) uanditheucalculationuofitheidateloficopyright
terminationuforiworksimadeuforuhire,slanonymous,iandipseudonymousiworks,
81302(c).uw

TheuCourticoncludesithatisimplyubecauseuallidistributionsiwithinithe
meaninguofug8i106(3)uareupublicationsidoesinotimeanuthatiallupublicationsiwithin
theumeaninguofiSi10luareidistributions.wTheustatutoryudefinitioniofupublicationuis
broaderuthanitheitermudistributionuasuiuseduinugi106(3).uwAupublicationucanioccur
byumeansiofitheu“distributionuoficopiesioriphonorecordsiofiaivworkutoutheupublic
byusaleloriotheritransferiofiownership,loribyurental uleasetorulending.”w8i101.wThis
portionuofitheidefinitionuofipublicationudefinesiaudistributionuasisetiforthuin
81106(3).wHowever laipublicationimayualsoloccuribyu*“offeringutoidistributeicopies
oriphonorecordsitolaigroupuofipersonsiforuipurposesiofifurtheridistribution,upublic
performance,iorupublicidisplay.”w8i101.uwWhilewaupublicationuieffecteduby

distributingucopiesioriphonorecordsiofitheiworkuisiaidistribution,laupublication
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effectedibyumerelyuofferingutoudistributeicopiesioriphonorecordsitoutheupublicuis
merelylanuofferiofidistribution,unotianiactualidistribution.uw
Congress’sichoiceutoluselbothitermsiwithinitheiCopyrightiAct
demonstratesianiintentithatitheitermsihaveudifferentumeanings.u*Itiisiuntenable
thatitheidefinitionuofiatdifferentiworduiniauidifferentisectionuofitheustatutemwas
meantitolexpanditheimeaninguofi‘distribution’ianduliabilitysunderu8u1106(3)uto

includeuoffersitoudistribute.”wAtl.uRecordinguCorp.uv.uiHowell,i554uF .u1Supp.12di976,

985u(D.1Ariz.12008).uTheulanguagetofitheiCopyrightiActidefinitioniwofuipublication
clearlyuincludesidistributionuasipartiofiitsidefinitioni—usoualludistributionsutouthe
publiciareipublications,ibutinotiallupublicationsiareudistributionsutoutheupublic.u
F. Existence of a Protected Right to Authorize Distributionu
Plaintiffsiandutheirisupportersialsoutakeitheupositionithatiauthorizing
distributionuisianuexclusiveurightiprotectedubyutheiCopyrightuAct.wTheyubaseuthis
argumentionutheufactithatu8u106ustatesi*“thelownerioficopyrightiunderuthisititleihas
thetexclusiveurightsito do anduto authorize anyuofithewfollowingu.u.i.u(3)uito
distributeu.u.i.u.”’i(emphasisiadded).wPlaintiffsiclaimithatitheustatuteigrantsitwo
separateurightsi—itheurightitol“do”udistributioniandutheurightitor“authorize”

distribution.uTherefore,umakingisoundirecordingsiavailableioniKazaauviolatesithe
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copyrightiowner’siexclusiveurightitolauthorizeudistribution. i
TheuCourticoncludesithatitheliauthorizationiclauseimerelyuprovidesia
statutoryifoundationuforisecondaryuliability,unotiaimeansiofiexpandingutheuscope

ofidirectuinfringementuliability.wSeeiH.R.IRep.19411476,1atui611(1976),11976
U.S.C.C.A.N.15659,15674u(*“Uselofitheuphraseu‘tolauthorize’uisiintendedutolavoid
anyuquestionsiasitoutheuliabilityioficontributoryuinfringers.uForiexample,iaiperson
whoulawfullyiacquiresianiauthorizedicopyuofiaimotionupictureivwouldibelan
infringeruifihelorishelengagesuinitheubusinessiofirentinguititolothersiforipurposes

ofiunauthorizedupubliciperformance.”);iVenegasiHernandeziv.lACEMLA 1424

F.3du50,i58u(1stuCir.12005)u(holdinguthatiauthorizeilanguageimerelyiappliesito
contributoryuinfringementiandurelyinguonulegislativeuhistoryiandupreviousicase

law);uiSubafilms. L td.iv.uMGMiPatheiCommc’nsiCo.,i24uF.3du1088,11093u(9thuCir.

1994)u(enubanc)u(holdinguthati*‘totauthorize’i[wa]lsisimplylaiconvenientipeguon
whichuCongressichoseitoihanguthelantecedentijurisprudencelofithirduparty
liability”)u(citationitomitted).uwWithoutiactualidistribution,ithereicanubeunouclaim

foriauthorizationuofidistribution.uSee,le.q. iLatintAmer.uMusiciCo.iv.l1Archdiocese

ofiSanwuan,i499uF.3du32,u46u(1stuCir.ui2007)u(“[ T]ouprovelinfringement,iaiclaimant

mustishowianuinfringinguactiafterithelauthorization.””)u(citationiomitted).u
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Equatingumakinguavailableiwithudistributioniwouldiundermineusettledicase
lawiholdinguthatumerelyuinducinguoriencouraginguanotherutouinfringeudoesinot,
alone,uconstitutelinfringementuunlessithelencouragedupartyuactuallyuinfringes.u

See,le.q.,iMetroiGoldwyniMayeriStudiosilnc.iv.iGrokster,uLtd.,15451U.S.1913,19361

37u(2005)u(“[O]neuwhoudistributesiaidevicewwvithithelobjectiofipromotinguitsiuseuto
infringeucopyright,iasishownubyicleariexpressionioriotheriaffirmativeustepsitaken

toufosteruinfringement,isuliableufor the resulting acts of infringement byuthird

parties.”)i(lemphasisiadded).ulfisimplyimakinguaicopyrightediworkuavailableuito
theupubliciconstituteduaudistribution,ievenuifinoumemberiofitheipubliciever
accessedithatiwork,uicopyrightiownersiwouldibelablestoumakelaniendiruniaround
theustandardsiforiassessingucontributoricopyrightuinfringement.u
TheuCourtialsourejectsiPlaintiffs’iassertionuithatuitsiinterpretationuis

foreclosedibyutheiSupremeiCourt’siopinionuiniNewuYorkiTimesiCo.uv.iTasini,i533

U.S.14831(2001).wlnuTasini,itheuplaintiffsiwereifreelancelauthorsiwhousolditheir
copyrighteduarticlesitoitheidefendantiprintinewspaperupublishersiunderuicontracts
thatudidunotuprovideuforiplacementiofithetarticlestiinielectronicidatabases.uThe
defendantsulaterulicensedianduprovidedicopiesiofitheufreelancelarticlesito

electronicipublishersiwhouplacedithesarticlesiinutheirielectronicidatabasesithat
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werelavailableitoisubscribers.uTheiSupremelCourtiexaminediwhetherithe
privilegeupermittingutheupublisheriofiaicollectivemworkitoureproduceland
distributeuitheiwcontributinguauthors’iworksi“asupartiofu.u.u.i[ajurevisioniofithat
collectiveiworkiapplied.wl7uU.S.C.u181201(c).wTheiSupremetCourticoncludeduthat

theuprivilegeididinotiapply.uTasini,i533uU.S.uatuS06.

Plaintiffsiclaimuthat,uiniTasini,itheiSupremeuCourtiheldithatiauviolationuof
theu8ui106urightitorauthorizeuisinotulimitedutoucontributoryuinfringement.uThe
SupremeuCourtinotedithatitheuplaintiffsihadunotimadeuanyucontributory

infringementiclaims.uld.iati504.uSeevalsoiTasiniuv.iNewuYorkiTimesuCo. 197 2uF.

Supp.1804,i809un.3u(S.D.N.Y.11997)u(*“Plaintiffsidounotiadvanceutheudistincticlaim
thatuidefendantsiareicontributorilyuliableiforupotentialicopyrightiinfringementuby
usersiofitheudisputeduelectroniciservices.”)u(citationiomitted).wAlthoughithereiwas
nouclaimuforuicontributoryuinfringement,itheiSupremeuCourtistated:u
WelconcludeuthatitheiElectroniciPublishersiinfringeduthetAuthors’
copyrightsibyureproducingiandudistributinguthetArticlesiiniaumanner
notiauthorizedibyuthetAuthorsiandinotuprivilegedibyu8i201(c).wwWe
furthericoncludeuthatitheuPrintiPublishersuinfringeduithetAuthors’
copyrightsibylauthorizingutheiElectroniciPublishersitouplaceithe
ArticlesuinitheiDatabasesiandubyuaidingutheuElectroniciPublishersiin

thatiendeavor.u

533u1U.S.1ati506.uSeelalsouid.iati498u(“[ T]heuPrintuPublishers,ithroughicontracts
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licensingutheuproductionuoficopiestinitheiDatabases,i‘authorize’ireproductioniand
distributionuofithetArticles,i81106.”)u(footnoteiomitted).wHowever,itheiSupreme
Court’siTasinitopinionirecountsinotuindicationuofievidencelinutheicaseithatiany
particularwuserihadiactuallyidownloadeduianyuofitheicopiesiofitheuarticles.
While,uinuisolation,itheulanguageicitedubyuPlaintiffsicouldibeiconstrueduito
indicateitheiSupremelCourt’siapprovaliofianiindependentirightitolauthorize,ithe

Courticoncludesithat,iastaiwhole,itheiTasiniiopinionudispelsithatiinterpretation.u

TheiSupremelCourtinotedithatitheiElectroniciPublishersihadu“exercised”
theudistributionurighti“byusellingucopiesiofithelArticlesithroughutheiNEXIS
Database,i[thus]udistribut[ing]icopiesiofithetArticlesitoitheupublicibyusale”iand
thatutheuPrintuPublishersihaduiexercisediexclusiveurightsi“throughucontracts
licensingutheuproductionuoficopiestinitheiDatabases,i[thusjuiauthoriz[ing]
reproductioniandudistributionuofithetArticles.”w533uU.S.1ati498u(citationsiomitted).u
However ,itheseistatementsidoinotipresupposeithatithetArticlesivwereloffereduto
theupublicibutinotidownloadeduorithatitheiPrintuPublishersivwereudirectlyuliablesfor
makinguavailableithelArticlesitoitheipublic.wRather,itheiSupremeiCourtiwas
generallyudiscussingutheumultiplelexclusiveurightsithatiareuviolateduinitheuigeneral

scenariouiniwhichutheuiPrintiPublisheruprovidesicopiesiofithelArticlesitoithe
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ElectroniciPublishers,iwhoudistributeithoseicopiesitoutheupublic,uiwhouthen
downloaditheucopiesithemselves.uwWhenitheiSupremeiCourtidefineditheuspecific
legaluissuelinutheicaselandiwhenuitimadetitsiholding,littmadeuclearithatithe
primaryuliabilityibyuitheiPrintuiPublishers,iwhichioccurrediwithoutianyuproofiof
actualidisseminationutoutheupublic,iwasitheuviolationuofitheureproductionuright,ul7
U.S.C.u81106(1).u
TheuSupremelCourticlearlyustateditheulegaliissueibeforeuit.i“Weugranted
certioraritoudetermineiwhetheritheicopyinguofithetAuthor’siArticlesiinithe
Databasestisuprivilegedibyul7yU.S.C.u81201(c).”w533uU.S.1ati493u(emphasisiadded).u
Theudistrictuicourtiopinionuclarifiedithatitheuplaintiffsiallegeduawviolationuofithe
reproductionurightibyitheuplacementioficopiesiofitheiriarticlesiinuthetelectronic
databases:uw“Plaintiffsicomplainuthatithelelectronicireproductionsiofitheiriarticles,
onuNEXISiandionudisc,udirectlyuinfringeutheiricopyrights.uwTheyuseekitouhold
defendantsicontributorilyuliableionlyutoitheliextentithatidefendantsihave
cooperateduiwithionelanotheriinicreatingutheseuallegedlyuinfringinguworks.”u
Tasiniu,u972uF 1Supp.iatil809un.3.uTheiSupremeuCourtiemphasizeditheicopying
violationsithatioccurreduinuviolationiofitheliexclusiveurightitoureproduction:i“The

ElectroniciPublishersu.i.uiareisellingicopiesiofithetArticles.wAnd,iasiwelhave
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explained uituisitheicopiesithemselves,iwithoutianyimanipulationibyuusers,ithat

fallioutsideutheuscopelofithei8i201(c)uprivilege.”wTasini,i533uU.S.1att504.wThese
passagesisupportitheiconclusionithatiwhenutheiSupremeiCourtiwrotel“thatithe
PrintuPublishersiinfringedithetAuthors’icopyrightsibylauthorizingutheiElectronic
PublishersitouplaceithetArticlesiinitheiDatabasesiandubyuaidingutheiElectronic
Publishersiinithatiendeavor,”litiwasinotirecognizinguantindependent
authorizationuright.uld.iati506.winstead,litiwasirecognizinguthatitheuPrint
Publishersiwereudirectlyuliableiforiaidinguinutheuwreproductionuofitheuarticlesifor
theiruuselbyutheuElectroniciPublishers.uwAsitheilSupremeiCourtiexplicitlyuheld:i“In
agreementiwithitheuSeconduCircuit,iwelholdithati8i201(c)uidoesinotiauthorizeuthe
copyinguatiissuelhere.”uld.iati488u(emphasisiadded).
TheuCourticoncludesithatithertextiofu§u106,ucaseulaw,iandulegislativeihistory
clearlyuindicateithatithelauthorizationurightuisiaumeansiforisecondaryuliability,
whichuonlyuappliesuifithereuisianiactualidissemination.u

G.  Eighth Circuit Precedent: National Car Rental System, Inc. v.
Computer Associates International, Inc.

AlthoughutheiEighthuCircuitiCourtiofuAppealsihasinotiaddressedithe

specificuiquestionuofiwhetherimakinguaisoundurecordinguavailableiforudistribution

30



Isithetequivalentiofudistribution,ithelappellateicourtihas,iinufact,iaddressediand

rejecteditheumakingravailablelargument.winiNationaliCariRentaliSystem.ulnc.uv.

ComputeriAssociatesilnternational.ulnc. ithelEighthuCircuitiaddressediwhetherua

claimuthatuNationaliCariRentaliSystem,ulnc.u(**“National’”)uhaduviolateduitsulicense
agreementiwithuComputeruAssociatesilnternational,ulnc.u(*“CA”)ubyuusingia
licensedicomputeruprogramutouprocessidataiforiothericompaniesiwasipreempted
byutheiCopyrightiAct.w991uF.2du426,1430131u(8thuCir.11993).wlnworderutolanswer
thisiquestion,ithelEighthiCircuitiaddressedi“whetheriCA’siallegationuthat
Nationaluibreachedutheiricontractibyuusingutheuprogramuiniaifashionunotiallowed
underitheucontractuprotectsiairightiequivalentitoionelofithelexclusiveicopyright
rights.”wld.wThelEighthuCircuiticoncludedi*“thatitheicontractualurestrictionioniuse
ofitheuprogramsiconstitutesianiadditionalielementimakinguthisicauselofiactioninot
equivalentitovaicopyrightiaction.”wld.latu432.u
Nationaliarguedithati“anuallegationithatiitituseditheuprogramuforianotheruis
inifactianuallegationuthatuitudistributedutheu‘functionality’iofitheiprogram.”uld.iat
434 .wlticoncludeduthat,itherefore,itheuclaimiwouldubeipreemptedibecauselitivwould
protectiaurightiequivalentitoionelofithelexclusiveurightsiinicopyright.uwThelEighth

Circuiturejecteduthisiargument,ireasoning,lamonguotheruthings:uu
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[E]venuwithurespectitoicomputerisoftware,itheldistributionurightuis
onlyitheurightitoudistributeucopiesiofitheiwork.wAsiProfessoriNimmer
hasustated,i“[i]nfringementiofi[theudistributionuright]urequiresian
actualidisseminationuofieitherucopiesioriphonorecords.”w2iNimmer
onuCopyrightu8i8.11[A],uatu81124.1.u

Id.iatu434.wTherefore,umakingutheuprogramsiavailableiforuuseuforuthirdupartiesidid
noticonstituteldistribution.u

TheuNationaliCariRentalidecisionuisitheibindingulawuofitheilEighthuCircuit

onutheimeaninguofug8i106(3)uanduhasibeenurelieduuponibyinumerousidistricticourts

inutheupeertorpeerinetworkidownloadingucontext.uSee,te.qg.,lAtl.uIRecordinguCorp.

v.iHowell,i554uF .u1Supp.12di976,198 Lu(D.uAriz.12008)u(“Theugeneralirule,isupported
byutheigreatiweightiofiauthority uisithati‘infringementiofu[theudistributionuright]
requirestaniactualidisseminationuofieitherucopiestoriphonorecords.”””)i(quoting

Nat’luCariRental,1991iF.2duati434);uiLondoniSireiRecords.ulnc.iv.uiDoeil, 54 2uF.

Supp.i2du153,1167u(D.iMass.i2008)u(characterizinguthetholdinguofiNationaluCar

Rentaliasi“statinguthatuinfringementiofitheudistributionurightirequiresithelactual

disseminationuoficopiesioriphonorecords’).
WhilestheiEighthuCircuitididuprovideimultipleireasonsiforuitsiholdinguthat

Nationalididunotudistributerfunctionality,ionelofithoseigroundsivwasithat

distributionurequirediactualidisseminationiofiaicopy.uTherefore,itheistatement
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that“[i]nfringementiofi[theudistributionuright]urequiresianiactualidisseminationuof
eithericopiestoriphonorecords”lisinotidictum.iwMoreover iasitheiCourtihasialready
determined,itheilEighthuCircuit’siholdinguisiconsistentiwithitheionlyureasonable
interpretationuofu8i106(3).uw

Amicilargueithat,ievenuifitheiCourtidoesifollowuiNationaliCariRental uit

shouldifindithatiatdefendantiwhoumakesicopyrightediworksiavailableuforufiler
sharinguoveriaipeeritorpeerinetworkishouldibeideemeduitolhaveisatisfiediany
requirementiofiactualidisseminationuoficopiesioriphonorecords.uwAmicilargueuthat
thisurulelisiappropriatelbecauseupeeritoipeeriinfringersiuseitechnology
specificallyiconfiguredunotitouretainudirectievidencelofiwrongdoing,imakinguproof
ofiactualidisseminationudifficult.wThisiargumentuisibasedionutheiFourthuCircuit

decisionuofiHotalinguv.iIChurchiofiJesusiChristiofiLattertDayuSaints,i118uF.3du199

(4thuCir.u1997).u

H. Hotaling v. Church of Jesus Christ of Latter-Day Saints

IniHotaling,itheilFourthuCircuitiheldithati“aulibraryudistributesiaipublished
work, iwithinitheimeaninguofitheiCopyrightiAct,iwhenuitiplacesianiunauthorized
copyuofitheuworkuinuitsicollection,uiincludesitheicopytinuitsicataloguoriindexisystem,

andumakesitheicopyuavailableitoitheipublic.”wld.vati201u(citationiomitted).u
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ThelFourthiCircuituinoted,i“Iniorderutolestablishu‘distribution’iofia
copyrightediwork aipartyimustishowithatianiunlawfulicopyiwasidisseminated

‘toutheupublic.”’wld.lati203u(citing,ue.g.,u17uU.S.C.181106(3);uNat’ luCariRental 1991

F.2duatui434).wlniHotaling,ithereiwasinolevidenceuinitheurecordi“showinguspecific
instancesiwithinutheulimitationsuperioduiniwhichutheulibrariesiloanedithe
infringingucopiesitoumembersiofitheupublic.”’wld.tati203.uTheuicourticoncluded,u
Whenuaupubliculibraryiaddsuawworkutouitsicollection,ulistsithemworkuin
itsiindexuorucatalogusystem,jandimakesitheiworkuavailableitouthe
borrowinguoribrowsingupublic,litthasicompleteduallitheusteps
necessaryuforudistributionutoitheupublic.wAtithatupoint,umembersiof
theupublicicanuvisititheulibraryiandiuseithemwork.u\Wereuthisinotitoube
consideredudistributioniwithinitheumeaninguofu8u106(3),laicopyright
holderiwouldibeuprejudicedibyuaulibraryithatidoesinotikeepurecords
ofipubliciuse landutheulibraryiwoulduwunjustlyuprofitibyuitsiown
omission.u
Id.iati203.wAsidemonstratedibyutheiquotationiabove,itheiFourthiCircuitididinot
analyzelanyucaseulawitoisupportuitsiconclusionithatumakingutheicopyrighted
materialsiavailableiforudistributioniconstitutedudistribution.wNorudiduiticonduct
anyuanalysisiofi8i106(3).ulnstead,itheicourtiwasiguidedibyiequitableiconcerns. i
SomeicourtsihavelapplieditheuprinciplelarticulatediiniHotalinguitouiconclude

thatumerelyuimakinguaimworkuavailableiforiothersitoidownloadioveriaipeeritorpeer

networkuimayuconstitutelaidistribution.uSee,le.qg.,i\WWarneruiBros.iRecords.ulnc.uv.
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Payne,iCiviluiActioniNo.iW1061CA1051,120060WL12844415 uat* 314u(W.D.uiTex.uJuly
17,2006)u(*“Listinguunauthorizedicopiesiofisoundirecordingsiusinguanionline
filezsharingusystemuconstitutesianuiofferutoudistributeithoseiworks,ithereby
violatinguaicopyrightiowner’siexclusivelrightuofudistribution.u*)u(citing,le.g.,
Hotaling,i118uF.3duati203).u
AmiciiconcluderthatiHotaling’sideemedudistributeduliabilityishouldiapply
toupeer1torpeerifileisharingubecauselaicontraryuruleiwouldirewarduinfringersiwho
useutechnologyuconfigureditounotiretainudirectievidenceuofiwrongdoing.uSee

WarneriBros.iRecords.ulnc.,ui20061MLu2844415 uiatr*3u(““[ T]heuisamelevidentiary

concernsithatiwereipresentiiniHotalinguarelalsoupresentiiniaicaselinvolvingupeer:
torpeerifileuisharinguprograms.uAsiPlaintiffsinote,i‘[p]iracyutypicallyitakesiplace
behindiclosedidoorsiandibeyonditheiwatchfulieyesiofiaicopyrightiholder.””)
(citationsitomitted).

NationaliCariRental,unotiHotaling,uisibindinguuponuthisiCourt.uMoreover,

NationaliCaruRental,unotiHotaling,lisiconsistentiwithitheulogicalistatutory

interpretationuofu81106(3),ithetbodyuofiCopyrightiActicaseulaw,ianditheulegislative
historyuofitheitCopyrightuiAct.wuNonetheless,litiisiappropriateitoinoteithatithis

Court’sirejectioniofuHotalinguinifavoruiofitheuplainumeaninguofu8u106(3)idoesinot
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leaveicopyrightiholdersiwithoutiredress.uTheuspecteriofiimpossiblertormeet
evidentiaryustandardsiraisedibyiamiciuisioverstated.uwAupersoniwhoumakesian
unauthorizedicopyuoriphonorecordiofiaicopyrightediworkuforitheupurposesiof
uploadinguitiontouaupeeritorpeerinetwork,iabsentiaidefenseisuchuasifairiuse,
violatesitheureproductionuright.wl7uU.S.C.181106(a).wThatipersonuimightialsoube
liabletforuindirectuinfringementitoithelextentithatuihericonducticauseduothersito
engageliniunauthorizedireproduction,iadaptation,upublicidistribution,upublic
performance,iorupublicidisplayuiofianother’sicopyrightediwork.u
Thelenduuseriwhouaccessesioridownloadsitheiunauthorizedicopyuor
phonorecordimayubeuliableiforidirectiinfringement,uidependinguonutheufactsiofithe
caselandutheuapplicabilityiofidefenses,isuchuasitheufairiuseidefense.wndericertain
circumstances,laipersoniwhoumarketsiproductsioruservicesithaticanienablelothers
touinfringeuorutoucircumventitechnologicalimeasuresithaticontroliorurestrictiaccess
toucopyrightediworksialsoimayubeuliableiforiindirectuinfringementioruforuviolation
ofitheuDigitaliMillenniumuCopyrightiAct,u17uU.S.C.18811201(a)(2),u(b).uw
1 Finally,iwhileitheiCourtidoesinotiadoptitheideemedidisseminateditheory
basedioniHotaling,litinotesithatidirectiproofiofiactualidisseminationuisinot

requiredubyutheiCopyrightuAct.wPlaintiffsiareifreeitolemployicircumstantial
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evidenceutolattemptitouprovelactualidissemination.uwOverall uitiisiapparentithat
implementationiofiCongress’siintentithroughuaiplainumeaninguinterpretationuof
81106(3)wwillinotuleaveucopyrightinoldersiwithoutirecourseiwhenuinfringement
occursioverlaipeeritorpeerinetwork.u

. Implications of International Law

1. U.S. Treaty Obligations Regarding the Making-Available
Right

ThewUniteduStatestuisupartyutoutheiWorlduintellectualiPropertyiOrganization
(“WIPO"uCopyrightiTreatyu(“WCT”uianditheiWIPOuPerformancesiand
PhonogramsiTreatyu(“WPPT”).uS.iIRep.iN0.11051190,u5,19u(1998).mltuisitundisputed
thatithesWWCTuanduitheiWPPTurecognizelaimakingravailablewrightithatuisinot
dependentionuproofithaticopiesiwerelactuallyitransferreduitouparticular
individuals.wWCTuart.u6(1),uart.8;uWPPTuart.i12(1),uart.u14.wAdditionally,uiby
ratifyingiandiadoptingutheutreaties,itheulegislativeiandiexecutivelbranches
indicatedithatuU.S.ulawucomplieduwithutheutreatiesibyuprotectingithatimakingz
availableuright.uw

AmicitalsoinoteithatitheiUniteduStatesihasientereduvariousiFreeiTrade

Agreementsi(“FTA)uthatirequireitheiUnitediStatesitouprovideiaimakingiavailable
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right.uSee,le.qg.,iU.S.1AustralialFreeiTradetAgreement,iart.i17.5,uMayul8,12004.

2. Charming-Betsy Doctrine

a. Introduction to the Doctrine

AmicilassertithatiunderitheiCharmingiBetsyurule,itheiCourtimustiadopt

anyureasonablelinterpretationiofitheiCopyrightiActithatiwouldigrantiPlaintiffsia
makingriavailablewrightitolensureithatitheuiU.S.icompliesiwithuitsitreatyuobligations.u
TheuSupremelCourtihasiexplained:u
[T]hisiCourtiordinarilyiconstruesiambiguousistatutesitolavoid
unreasonableuinterferenceiwithitheisovereigniauthorityiofiother
nations.uThisuruleloficonstructionureflectsuprinciplesioficustomary

internationalilawi—ilawithati(weimustiassume)iCongressiordinarily
seeksutoufollow.u

F.uHoffmannil aitRocheul td.iv.iEmpagraniS.A.,15420U.S.1155,1164u(2004).uSee

Murrayuv.iSchooneriCharminguBetsy,i6uU.S.u(2iCranch)u64,1118,i2uL .uEd.12081(1804)

(“[A]nuactiofuCongressioughtineveritoubeiconstrueditouviolateitheulawiofinationsuif
anyuotherupossibleiconstructioniremains.u.u.u.”).

b. Application of the Doctrine to Non-Self-Executing
Treaties

TheiWIPOiutreatiesiareinotiselfiexecutingiandulackianyubindingulegal

authorityuseparateifromutheiriimplementationithroughutheiCopyrightiAct.wl7
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U.S.C.181104(c),u(d);uMedellinuv.iTexas,i1281SuCt.11346,11365u(2008)u(holdinguthat

noniselfiexecutingutreatiesidounotihavelbindingidomesticieffect).wTherefore,ithe
factithatutheiWIPQutreatiesiprotectiaimakingravailableirightidoesinoticreateian
enforceableimakingiavailablewrightiforuiPlaintiffsiinuthisiCourt.uSee, le.q.,

GuaylupoiMoyauv.iGonzales,1423uF.3du121,1137u(2duCir.i2005)u(*“Thisuideclaration

[thatutheul CCPRuisinotiselfiexecutingumeansithatitheuprovisionsiofitheul CCPRudo
noticreatelauprivatewrightiofiactionuoriseparateiformuofireliefienforceableliniUnited
Statesicourts.”)u(citationsiomitted).uwRather,itheicontentsiofithesWIPOutreatiesiare
onlyurelevantiinsofariasi8i106(3)uistambiguousianditheretisiaireasonable
interpretationuofu8u106(3)ithatialignsiwithitheiUniteduStates’itreatyiobligations.uu
C. Application of the Doctrine in This Case U
TheuCourtiacknowledgesithatupastiPresidents,iCongresses,ianditheiRegister
ofiCopyrightsihavetindicatedutheiribeliefithatithesCopyrightuiActiimplements
WIPO’simakeravailablewright.uTheuiCourtialsolacknowledgesithat,igivenimultiple

reasonableiconstructionsiofil.S.ulaw,itheiCharmingiBetsyidoctrineldirectsithe

CourtitoladoptitheuireasonableiconstructionithatuisiconsistentuwithitheiUnited
States’iinternationaliobligations.uuHowever lafterireviewingitheiCopyrightiAct

itselfulegislativeuhistory,ubindingiSupremeiCourtiandiEighthuCircuituprecedent,
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anduianuextensivelbodyuoficaseulawiexaminingutheiCopyrightiAct,itheiCourt
concludesithatiPlaintiffs’uinterpretationuofitheudistributionurightuisisimplyunot

reasonable.uTheiCharmingiBetsyudoctrinetisiathelpfulitooliforistatutory

construction,ubutiituisinotiaisubstantiveulaw.ultiisialwaysitheicaseithati“clear
congressionaliactionitrumpsicustomaryiuinternationalilawiandipreviouslyienacted

treaties.”GuayluporMoya,423iF.3diatil36u(holdinguthatuitiistimproperutolapply

theiCharmingiBetsyicanoniwheni“theurelevantiprovisionsi[ofidomesticulaw]iare

unambiguous”).uHere,iconcerniforiU.S.uicomplianceiwithitheiWIPOutreatiesiand
theulFT Asicannotioverrideutheuclearicongressionaliintentuinu8u106(3).u

J. Grant of a New Trial

Liabilityuforuviolationuofitheiexclusiveudistributionurightifounduinugu106(3)
requiresiactualidissemination.ujuryulnstructionuNo.u15uwasierroneousiandithat
errorisubstantiallyuprejudicediThomas’sirights.uBaseduionitheiCourt’sierroriin
instructingutheyjury uitigrantsiThomasiainewitrial.wBecauseitheiCourtigrantsiainew
trialilonutheubasisiofiyjuryuinstructionuerror uitidoesinotireachiThomas’siclaim
regardinguexcessiveidamagesisetiforthuiniherumotionuforiaunewutrial. wPlaintiffs’
requestitolamendutheljudgmentiisideniedibecauseitheljudgmentuisivacated.

K. Need for Congressional Action
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TheuCourtiwouldubesremissuifiitididuinotitakeuthisiopportunityutolimplore
CongressitolamendutheiCopyrightuActitoiaddressiliabilitylandidamagesiinupeer:
torpeerinetworkicasesisuchuasitheloneicurrentlyubeforeuthisiCourt.wTheiCourt
beginsuitsianalysisibyurecognizingutheiuniqueinaturelofithisicase.wTheidefendant
istlanuindividual yaiconsumer.uSheuisinotiaitbusiness.uSheusoughtinouprofitifrom
heriacts.uTheimyriadioficopyrighticasesicitedibyuPlaintiffsianditheiGovernment,
iniwhichucourtsiupheldulargeustatutoryitdamagesiawardsifariabovertheiminimum,
haveulimitedurelevancetinuthisicase.wAlliofitheuciteducasesiinvolvelcorporatelor
businessidefendantsianduseekitoudeterifuturesillegalicommercialiconduct.uThe
partiesupointitounoucaseliniwhichulargeustatutoryidamagesiwerelapplieduitolaiparty
whoudidunotuiinfringetinusearchuoficommercialigain.u

TheustatutoryudamagesiawardediagainstiThomasiareunotiaideterrent
againstithoseiwhoupirateumusicliniorderutouprofit.uThomas’siconductiwas
motivatedibyuherudesireutoiobtainitheicopyrightedimusiciforuheriownuuse.wThe
CourtudoesinoticondonelThomas’slactions,ibutiitiwouldubeaufarceitoisayithatia
singleumother’siactsiofiusinguiKazaauareuithelequivalent,iforiexample,itoithelactsiof
globalifinancialuifirmsuillegallyuinfringinguonucopyrightsuiniorderutouprofituinithe

securitiesimarket.wCf.uLowry’siReports.ilnc.iv.il eggiMason.ulnc.,i27 1uF.iSupp.i2d
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737,u741142u(D.1Md.12003)u(describingudefendantsiasiai““globalifinancialiservices
firm”landuaicorporationithatibrokersisecurities).
WhileitheiCourtidoesinotidiscountiPlaintiffs’iclaimuthat,icumulatively,
Illegalidownloadinguhasifarireachingueffectsionutheiribusinesses,itheidamages
awardeduinuthisicaselareiwhollyudisproportionateitoitheidamagesisufferediby
Plaintiffs.uThomasiallegedlyuinfringedionutheicopyrightsiofi24isongsizithe
equivalentiofiapproximatelyithreeiCDs,icostingulessithani$54,ilanduyetitheutotal
damagesiawardeduisi$222,000—imorerthanifiveihundreditimesitheucostiofibuying
24iseparateiCDsiandimoreithanifourithousanduitimesitheuicostiofithreeiCDs.uWhile
theuCopyrightuiActiwaslintendedutoupermitistatutoryitdamagesithatiareulargerithan
theusimpleucostiofithelinfringediworksuiniorderitoumakeuinfringinguaufaruless
attractivelalternativeithanulegitimatelyupurchasingutheisongs,isurelyidamagesithat
areumoreuthanionethundredutimesitheicostiofitheiworksiwouldiservelasia
sufficientudeterrent.uuu
Thomasinotionlyugainedunouprofitsifromuheriallegeduillegaliactivities,ishe
soughtinouprofits.wPartiofitheyjustificationuforulargeustatutoryidamagesiavvardsuin
copyrighticasesuisitoideteriactorsibyiensuringuthatitheupossibleipenaltyufor

infringingusubstantiallywoutweighsitheipotentialigainufromuinfringing.ulnitheucase
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oficommercialiactors,itheipotentialigainuinirevenuesiisienormousiandienticinguto
potentialuiinfringers.ulnitheucaselofiindividualsiwhouinfringelbyuusingupeeritorpeer
networks,itheupotentialigainifromuinfringementuisiaccessutoufreeimusic,unotithe
possibilityiofihundredsiofithousandsii—iorievenimillionsi—iofidollarsuinuprofits.u
Thisifactumeansithatistatutoryidamagesiawardsiofihundredsuiofithousandsiof
dollarsuisicertainlyufarigreaterithanunecessaryitoiaccomplishiCongress’sigoaliof
deterrence.uu

Unfortunately,ibyuusingiKazaa,iThomasiactedilikeucountlessiotherulnternet
users.uHeruallegeduactsiwerelillegal,ubuticommon.uwHerustatusiasiaiconsumeriwho
waslnotiseekingutotharmuhericompetitorsiorumakelauprofitidoesinotiexcuselher
behavior.uButiitidoesimakeuithelawardiofihundredsiofithousandsiofidollarsiin
damagesiunprecedentediandioppressive. i

Accordingly,ibasediuponutheifiles,irecords,ianduproceedingstherein, IT IS
HEREBY ORDERED:u

1.1 TheuwCourtiherebyiVACATESIthewverdictuirendereduinithisicaselbyuthe

jurylandigrantsiDefendantiainewitrialitoicommenceloniaidateustoube

setubyutheiCourtiaftericonsultationiwithutheuparties.u

2.1  ThewudgmentienteredioniOctoberu5,i2007u[DocketiNo0.1106]uis
VACATED.
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3. Defendant’siMotionuforuiNewuT rial uoruinithetAlternative,ifor
Remittituri[DocketiNo0.1109]uistGRANTED onitheigroundsisetiforth
inithistMemorandumiofiLawi&iOrder.u

4. Plaintiffs’lunopposediMotionitotAmenduudgmenti[DocketiNo.1116]
iISIDENIED.u

I
Dated:uuSeptemberi24,12008 s/Michaelu.iDavis
A Michaelw.uDavis
ChiefWudgel
o UniteduStatesuDistrictuCourtu
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