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I.  INTRODUCTION 

ThisɯmatterɯisɯbeforeɯtheɯCourtɯonɯDefendant’sɯMotionɯforɯNewɯTrial,ɯorɯin

theɯAlternative,ɯforɯRemittitur.ɯɯ[DocketɯNo.ɯ109]ɯɯDefendantɯJammieɯThomas

assertsɯthatɯtheɯamountɯofɯtheɯstatutoryɯdamagesɯawardɯisɯexcessiveɯandɯin

violationɯofɯtheɯdueɯprocessɯclauseɯofɯtheɯUnitedɯStatesɯConstitution.ɯɯAlsoɯbefore

theɯCourtɯisɯPlaintiffs’ɯMotionɯtoɯAmendɯJudgment.ɯɯ[DocketɯNo.ɯ116]ɯɯTheɯCourt
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hasɯsuaɯsponteɯraisedɯtheɯissueɯofɯwhetherɯitɯerredɯinɯinstructingɯtheɯjuryɯthat

makingɯsoundɯrecordingsɯavailableɯforɯdistributionɯonɯaɯpeerɪtoɪpeerɯnetwork,

regardlessɯofɯwhetherɯactualɯdistributionɯwasɯshown,ɯqualifiedɯasɯdistribution

underɯtheɯCopyrightɯAct.ɯɯ[DocketɯNo.ɯ139]ɯɯTheɯCourtɯheardɯoralɯargumentɯon

Augustɯ4,ɯ2008.ɯɯɯ

II.  BACKGROUND 

Plaintiffsɯareɯrecordingɯcompaniesɯthatɯownedɯorɯcontrolledɯexclusive

rightsɯtoɯcopyrightsɯinɯsoundɯrecordings,ɯincludingɯ24ɯatɯissueɯinɯthisɯlawsuit.ɯɯOn

Aprilɯ19,ɯ2006,ɯPlaintiffsɯfiledɯaɯComplaintɯagainstɯDefendantɯJammieɯThomas

allegingɯthatɯsheɯinfringedɯPlaintiffs’ɯcopyrightedɯsoundɯrecordingsɯpursuantɯto

theɯCopyrightɯAct,ɯ17ɯU.S.C.ɯ§§ɯ101,ɯ106,ɯ501ɪ505,ɯbyɯillegallyɯdownloadingɯand

distributingɯtheɯrecordingsɯviaɯtheɯonlineɯpeerɪtoɪpeerɯfileɯsharingɯapplication

knownɯasɯKazaa.ɯɯPlaintiffsɯsoughtɯinjunctiveɯrelief,ɯstatutoryɯdamages,ɯcosts,ɯand

attorneyɯfees.ɯ

TrialɯonɯthisɯmatterɯbeganɯonɯOctoberɯ2,ɯ2007.ɯɯTheɯjuryɯinstruction

regardingɯtheɯdefinitionɯofɯdistributionɯunderɯtheɯCopyrightɯActɯwasɯsubmitted

asɯPlaintiffs’ɯProposedɯJuryɯInstructionɯNo.ɯ8.ɯɯThomasɯopposedɯinclusionɯofɯthe

instruction.ɯɯAfterɯargumentɯbyɯtheɯparties,ɯtheɯCourtɯdecidedɯtoɯgiveɯPlaintiffs’
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proposedɯjuryɯinstructionɯnumberɯ8,ɯwhichɯbecameɯfinalɯJuryɯInstructionɯNo.ɯ15.

InɯJuryɯInstructionɯNo.ɯ15,ɯtheɯCourtɯinstructed:ɯ“Theɯactɯofɯmaking

copyrightedɯsoundɯrecordingsɯavailableɯforɯelectronicɯdistributionɯonɯa

peerɪtoɪpeerɯnetwork,ɯwithoutɯlicenseɯfromɯtheɯcopyrightɯowners,

violatesɯtheɯcopyrightɯowners’ɯexclusiveɯrightɯofɯdistribution,ɯregardlessɯof

whetherɯactualɯdistributionɯhasɯbeenɯshown.”ɯ

OnɯOctoberɯ4,ɯ2007,ɯtheɯjuryɯfoundɯthatɯThomasɯhadɯwillfullyɯinfringedɯon

allɯ24ɯofɯPlaintiffs’ɯsoundɯrecordingsɯatɯissue,ɯandɯawardedɯPlaintiffsɯstatutory

damagesɯinɯtheɯamountɯofɯ$9,250ɯforɯeachɯwillfulɯinfringement.ɯɯ[DocketɯNo.ɯ100]ɯ

OnɯOctoberɯ5,ɯtheɯCourtɯenteredɯjudgmentɯonɯtheɯjury’sɯverdict.ɯɯ[DocketɯNo.ɯ106]ɯ

OnɯOctoberɯ15,ɯDefendantɯfiledɯaɯMotionɯforɯNewɯTrial,ɯorɯinɯthe

Alternative,ɯforɯRemittitur,ɯbasedɯsolelyɯonɯtheɯissueɯofɯtheɯconstitutionalityɯofɯthe

CopyrightɯAct’sɯstatutoryɯdamagesɯprovisionɯinɯtheɯcase.ɯɯ[DocketɯNo.ɯ109]ɯ

OnɯOctoberɯ19,ɯPlaintiffsɯfiledɯanɯunopposedɯMotionɯtoɯAmendɯJudgment

[DocketɯNo.ɯ116]ɯaskingɯthatɯtheɯCourtɯenterɯanɯinjunctionɯbarringɯThomasɯfrom

furtherɯinfringementɯandɯrequiringɯThomasɯtoɯdestroyɯallɯinfringingɯcopiesɯof

Plaintiffs’ɯsoundɯrecordingsɯinɯherɯpossession.ɯɯɯɯɯɯɯɯ

OnɯMayɯ15,ɯ2008,ɯtheɯCourtɯissuedɯanɯOrderɯstatingɯthatɯitɯwas
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contemplatingɯgrantingɯaɯnewɯtrialɯonɯtheɯgroundsɯthatɯitɯhadɯcommittedɯa

manifestɯerrorɯofɯlawɯinɯgivingɯJuryɯInstructionɯNo.ɯ15.ɯɯ[DocketɯNo.ɯ139]ɯɯThe

Courtɯorderedɯtheɯpartiesɯtoɯbriefɯtheɯissueɯandɯalsoɯpermittedɯtheɯfilingɯofɯamicus

briefs.ɯɯFiveɯpartiesɯsoughtɯandɯgainedɯpermissionɯtoɯfileɯamicusɯbriefs:ɯthe

ElectronicɯFrontierɯFoundation,ɯPublicɯKnowledge,ɯUnitedɯStatesɯInternet

IndustryɯAssociation,ɯandɯComputerɯ&ɯCommunicationsɯIndustryɯAssociation;

theɯCopyrightɯLawɯProfessors;ɯTheɯIntellectualɯPropertyɯInstituteɯatɯWilliam

MitchellɯCollegeɯofɯLaw;ɯtheɯMotionɯPictureɯAssociationɯofɯAmerica,ɯInc.;ɯandɯThe

Progressɯ&ɯFreedomɯFoundation.ɯɯ

III.  DISCUSSION 

A.  Standard for Motion for a New Trial 

“Afterɯgivingɯtheɯpartiesɯnoticeɯandɯanɯopportunityɯtoɯbeɯheard,ɯtheɯcourt

mayɯgrantɯaɯtimelyɯmotionɯforɯaɯnewɯtrialɯforɯaɯreasonɯnotɯstatedɯinɯtheɯmotion.”ɯ

Fed.ɯR.ɯCiv.ɯP.ɯ59(d).ɯɯAfterɯThomasɯfiledɯaɯtimelyɯmotionɯforɯaɯnewɯtrial,ɯthe

Courtɯgaveɯtheɯpartiesɯnoticeɯofɯtheɯpossibleɯalternativeɯgroundsɯforɯaɯnewɯtrial.ɯ

TheɯCourtɯacceptedɯadditionalɯbriefingɯbyɯtheɯpartiesɯandɯbyɯamiciɯandɯalso

heardɯoralɯargumentɯonɯJuryɯInstructionɯNo.ɯ15.ɯɯUnderɯRuleɯ59,ɯtheɯCourtɯhasɯthe

powerɯtoɯgrantɯaɯnewɯtrialɯonɯtheɯalternativeɯgrounds.ɯɯ
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Theɯauthorityɯtoɯgrantɯaɯnewɯtrialɯisɯwithinɯtheɯdiscretionɯofɯthe
districtɯcourt.ɯɯFederalɯRuleɯofɯCivilɯProcedureɯ59ɯconfirmsɯtheɯtrial
court’sɯhistoricɯpowerɯtoɯgrantɯaɯnewɯtrialɯbasedɯonɯitsɯappraisalɯof
theɯfairnessɯofɯtheɯtrialɯandɯtheɯreliabilityɯofɯtheɯjury’sɯverdict.ɯɯAɯnew
trialɯisɯappropriateɯwhenɯtheɯfirstɯtrial,ɯthroughɯaɯverdictɯagainstɯthe
weightɯofɯtheɯevidence,ɯanɯexcessiveɯdamageɯaward,ɯorɯlegalɯerrors
atɯtrial,ɯresultedɯinɯaɯmiscarriageɯofɯjustice.ɯɯ[Theɯappellateɯcourt]ɯ
review[s]ɯtheɯtrialɯcourt’sɯdenialɯofɯaɯnewɯtrialɯunderɯanɯabuseɯof
discretionɯstandard.ɯ

Grayɯv.ɯBicknell,ɯ86ɯF.3dɯ1472,ɯ1480ɪ81ɯ(8thɯCir.ɯ1996)ɯ(citationsɯomitted).

“Inɯreviewingɯaɯsubstantiveɯchallengeɯtoɯjuryɯinstructions,ɯtheɯpertinent

queryɯisɯwhetherɯtheɯinstructions,ɯtakenɯasɯaɯwholeɯandɯviewedɯinɯlightɯofɯthe

evidenceɯandɯapplicableɯlaw,ɯfairlyɯandɯadequatelyɯsubmittedɯtheɯissuesɯinɯthe

caseɯtoɯtheɯjury.”ɯɯHorstmyerɯv.ɯBlackɯ&ɯDecker,ɯ(U.S.),ɯInc.,ɯ151ɯF.3dɯ765,ɯ771ɯ(8th

Cir.ɯ1998)ɯ(citationɯomitted).ɯɯ“Theɯkeyɯquestionɯisɯwhetherɯaɯnewɯtrialɯshould

haveɯbeenɯgrantedɯtoɯavoidɯaɯmiscarriageɯofɯjustice.”ɯɯHarrisonɯv.ɯPurdyɯBros.

TruckingɯCo.,ɯInc.,ɯ312ɯF.3dɯ346,ɯ351ɯ(8thɯCir.ɯ2002)ɯ(citationɯomitted).ɯ

B.  Prejudicial Effect of Any Error of Lawɯ

1.  Standard 

ThomasɯarguesɯthatɯifɯtheɯCourtɯerredɯinɯgivingɯJuryɯInstructionɯNo.ɯ15,ɯit

mustɯgrantɯaɯnewɯtrialɯbecauseɯtheɯSpecialɯVerdictɯFormɯdidɯnotɯspecifyɯwhether

theɯjurorsɯhadɯfoundɯanɯactualɯdistributionɯorɯnot.ɯɯTherefore,ɯtheɯjurorsɯmight
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haveɯfoundɯthatɯThomasɯinfringedɯbyɯmakingɯaɯcopyrightedɯsongɯavailableɯeven

ifɯthereɯwasɯnoɯactualɯdistribution.ɯɯPlaintiffsɯassertɯthat,ɯevenɯifɯtheɯCourtɯerredɯin

itsɯinstruction,ɯthatɯerrorɯhadɯnoɯeffectɯonɯtheɯjuryɯverdictɯbecauseɯThomas

violatedɯtheɯreproductionɯrightɯandɯbecauseɯPlaintiffsɯprovedɯthatɯtheirɯagent,

MediaSentry,ɯdownloadedɯsongsɯfromɯThomas.ɯɯ

TheɯCourtɯ“willɯreverseɯaɯjuryɯverdictɯonlyɯifɯtheɯerroneousɯinstruction

affectedɯaɯparty’sɯsubstantialɯrights,ɯandɯthusɯaɯnewɯtrialɯisɯnecessaryɯonlyɯwhen

theɯerrorsɯmisledɯtheɯjuryɯorɯhadɯaɯprobableɯeffectɯonɯtheɯjury’sɯverdict.”ɯɯSlidell,

Inc.ɯv.ɯMilleniumɯInorganicɯChems.,ɯInc.,ɯ460ɯF.3dɯ1047,ɯ1054ɯ(8thɯCir.ɯ2006)

(citationɯomitted).ɯɯ“[W]henɯitɯisɯimpossibleɯtoɯknow,ɯinɯviewɯofɯtheɯgeneral

verdictɯreturned,ɯwhetherɯtheɯjuryɯimposedɯliabilityɯonɯaɯpermissibleɯorɯan

impermissibleɯground,ɯtheɯjudgmentɯmustɯbeɯreversedɯ.ɯ.ɯ.ɯ.”ɯɯExxonɯShippingɯCo.

v.ɯBaker,ɯ128ɯS.ɯCt.ɯ2605,ɯ2615ɯn.3ɯ(2008)ɯ(citationɯomitted).ɯ

2.  Reproduction Rightɯ

PlaintiffsɯargueɯthatɯregardlessɯofɯtheɯcorrectnessɯofɯJuryɯInstructionɯNo.ɯ15,

Plaintiffsɯhadɯanɯindisputablyɯvalidɯreproductionɯclaim,ɯsoɯevenɯanɯerroneous

instructionɯdidɯnotɯmisleadɯtheɯjuryɯorɯprejudiceɯThomas.ɯ

TheɯSpecialɯVerdictɯFormɯprovidesɯnoɯinsightɯasɯtoɯwhetherɯtheɯjurors
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foundɯThomasɯliableɯbecauseɯofɯJuryɯInstructionɯNo.ɯ14,ɯdealingɯwithɯPlaintiffs’

reproductionɯright,ɯorɯbecauseɯofɯJuryɯInstructionɯNo.ɯ15,ɯdealingɯwithɯPlaintiffs’

distributionɯright.ɯɯTheɯCourtɯcannotɯknowɯwhetherɯtheɯjuryɯreachedɯitsɯverdict

onɯpermissibleɯorɯimpermissibleɯgrounds.ɯɯAdditionally,ɯevenɯifɯThomasɯwere

liableɯunderɯtheɯreproductionɯright,ɯthereɯisɯnoɯwayɯforɯtheɯCourtɯtoɯdetermineɯif

theɯjuryɯwouldɯhaveɯgrantedɯtheɯsameɯhighɯstatutoryɯdamageɯawardɯbasedɯsolely

onɯviolationɯofɯtheɯreproductionɯright.ɯɯɯɯɯɯ

3.  Distribution to MediaSentry ɯ

ɯTheɯpartiesɯagreeɯthatɯtheɯonlyɯevidenceɯofɯactualɯdisseminationɯof

copyrightedɯworksɯwasɯthatɯPlaintiffs’ɯagent,ɯMediaSentry,ɯcopiedɯsongs.ɯ

Plaintiffsɯargueɯthatɯevenɯifɯdistributionɯrequiresɯanɯactualɯtransfer,ɯtheɯtrial

evidenceɯestablishedɯtransfersɯofɯcopyrightedɯworksɯtoɯMediaSentry.ɯɯThomas

retortsɯthatɯdisseminationɯtoɯanɯinvestigatorɯactingɯasɯanɯagentɯforɯtheɯcopyright

ownerɯcannotɯconstituteɯinfringement.ɯɯɯɯ

“Itɯisɯwellɪestablishedɯthatɯtheɯlawfulɯownerɯofɯaɯcopyrightɯcannotɯinfringe

itsɯownɯcopyright.”ɯɯOlanɯMills,ɯInc.ɯv.ɯLinnɯPhotoɯCo.,ɯ23ɯF.3dɯ1345,ɯ1348ɯ(8th

Cir.ɯ1994)ɯ(citationɯomitted).ɯɯHowever,ɯtheɯEighthɯCircuitɯholdsɯthatɯaɯcopyright

owner’sɯauthorizationɯofɯanɯinvestigatorɯtoɯpursueɯinfringementɯdoesɯ“not
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authorizeɯtheɯinvestigatorɯtoɯvalidateɯ[theɯthirdɯparty’s]ɯunlawfulɯconduct.”ɯɯId.ɯ

“Indeed,ɯtheɯinvestigator’sɯassignmentɯ[i]sɯpartɯofɯ[theɯcopyrightɯowner’s]

attemptɯtoɯstopɯ.ɯ.ɯ.ɯinfringement.”ɯɯId.ɯɯSeeɯalsoɯRCA/AriolaɯInt’l,ɯInc.ɯv.ɯThomas

&ɯGraystonɯCo.,ɯ845ɯF.2dɯ773,ɯ781ɪ82ɯ(8thɯCir.ɯ1988)ɯ(holdingɯretailerɯliableɯfor

activelyɯassistingɯinɯreproductionɯofɯcopyrightedɯworksɯatɯrequestɯofɯauthorized

investigativeɯagentɯofɯcopyrightɯowners);ɯAtl.ɯRecordingɯCorp.ɯv.ɯHowell,ɯ554ɯF.

Supp.ɯ2dɯ976,ɯ985ɯ(D.ɯAriz.ɯ2008)ɯ(“‘[T]heɯinvestigator’sɯassignmentɯwasɯpartɯof

[theɯrecordingɯcompanies’]ɯattemptɯtoɯstopɯ[Howell’s]ɯinfringement,’ɯand

thereforeɯtheɯ12ɯcopiesɯobtainedɯbyɯMediaSentryɯareɯunauthorized.”)ɯ(quoting

OlanɯMills,ɯ23ɯF.3dɯatɯ1348).ɯ

Plaintiffsɯfurtherɯargueɯthatɯevenɯifɯtheɯlawɯrequiredɯaɯdefendant’sɯactive

involvementɯinɯmakingɯdistributions,ɯThomasɯisɯliableɯbecauseɯsheɯtookɯtheɯactive

stepsɯofɯwillfullyɯreproducingɯcopyrightedɯworksɯwithoutɯauthorizationɯand

affirmativelyɯchoosingɯtoɯplaceɯthemɯinɯaɯsharedɯfolderɯmakingɯthemɯavailableɯto

anyoneɯwhoɯwantedɯthemɯonɯaɯcomputerɯnetworkɯdedicatedɯtoɯtheɯillegal

distributionɯofɯcopyrightedɯworks.ɯɯɯ

Thomas’sɯsupportersɯargueɯthatɯthisɯcaseɯisɯuniqueɯbecause,ɯhere,

MediaSentryɯcompletedɯtheɯactualɯdownloadingɯofɯtheɯcopiesɯofɯtheɯworksɯat
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issue.ɯɯSheɯassertsɯthatɯsheɯdidɯnotɯsignificantlyɯparticipateɯinɯanyɯdistributionɯto

MediaSentry,ɯsoɯsheɯcannotɯbeɯliable.ɯɯInɯOlanɯMills,ɯitɯwasɯtheɯdefendant,ɯnotɯthe

investigator,ɯwhoɯmadeɯtheɯcopies.ɯɯTheɯappellateɯcourtɯexplained:ɯ

TheɯinvestigatorɯinɯthisɯcaseɯmerelyɯapproachedɯLinnɯPhotoɯinɯa
conventionalɯmannerɯandɯofferedɯLinnɯPhotoɯanɯopportunityɯto
infringeɯuponɯfourɯclearlyɯmarkedɯcopyrights.ɯɯOlanɯMillsɯdidɯnot
authorizeɯtheɯinvestigatorɯtoɯvalidateɯLinnɯPhoto’sɯunlawfulɯconduct.
Indeed,ɯtheɯinvestigator’sɯassignmentɯwasɯpartɯofɯOlanɯMills’
attemptɯtoɯstopɯLinnɯPhoto’sɯinfringement.ɯɯAccordingly,ɯtheɯcopies
madeɯbyɯLinnɯPhotoɯatɯtheɯrequestɯofɯtheɯinvestigatorɯwereɯcopyright
violations.

OlanɯMills,ɯ23ɯF.3dɯatɯ1348.ɯ

ThomasɯassertsɯthatɯRCA/Ariolaɯisɯinappositeɯbecauseɯtheɯdefendant

“retailersɯhadɯsubstantialɯparticipationɯinɯtheɯinfringementsɯinɯthisɯcaseɯandɯ[the

defendants]ɯwereɯvicariouslyɯliableɯforɯretailers’ɯacts.”ɯɯRCA/Ariola,ɯ845ɯF.2dɯat

779.ɯɯInɯthatɯcase,ɯtheɯdefendantsɯassertedɯthatɯtheɯdistrictɯcourtɯerredɯinɯholding

themɯtoɯbeɯdirectɯinfringers.ɯɯTheɯEighthɯCircuitɯresponded:ɯ

Thisɯargumentɯignoresɯtheɯmostɯobviousɯbasisɯforɯholdingɯthe
retailersɯliable:ɯtheɯretailers’ɯemployeesɯactivelyɯassistedɯinɯcopying
theɯprotectedɯmaterialɯbyɯinspectingɯtheɯcopyrightedɯtapeɯand
selectingɯaɯblankɯtapeɯofɯtheɯproperɯlengthɯtoɯcopyɯtheɯprotected
workɯandɯbyɯactuallyɯoperatingɯtheɯmachine.ɯɯThisɯsortɯofɯdirect
participationɯinɯtheɯillegalɯcopyingɯ.ɯ.ɯ.ɯhasɯbeenɯheldɯtheɯbasisɯfor
directɯliability.ɯɯTheɯretailers’ɯemployeesɯdidɯmoreɯthanɯsimply
supplyɯtapeɯ.ɯ.ɯ.ɯ;ɯtheɯretailersɯhereɯalsoɯpickedɯtheɯproperɯtapeɯto
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reproduceɯaɯparticularɯcopyrightedɯwork.ɯɯTheyɯdidɯmoreɯthan
demonstrateɯtheɯmachineɯ.ɯ.ɯ.ɯ;ɯhere,ɯtheɯemployeesɯhelpedɯthe
customersɯcopyɯaɯwholeɯtape,ɯnotɯjustɯenoughɯtoɯdemonstrate
operationɯofɯtheɯmachine,ɯandɯtheɯcustomersɯkeptɯtheɯtape,ɯrather
thanɯerasingɯit.ɯ

RCA/Ariola,ɯ845ɯF.2dɯatɯ781ɯ(citationsɯomitted).ɯɯThomasɯconcludesɯthatɯthe

defendantsɯinɯRCA/Ariolaɯdidɯmoreɯthanɯmakeɯcopyrightedɯsongsɯavailable.ɯ

Theyɯsoldɯblankɯdisksɯtoɯtheɯcustomersɯandɯphysicallyɯassistedɯinɯtheɯmakingɯand

transferɯofɯcopyrightedɯworks.ɯɯThomasɯarguesɯthat,ɯinɯthisɯcase,ɯtheɯcopyingɯwas

doneɯbyɯsomeoneɯwhoɯhadɯneverɯmetɯorɯheardɯofɯThomas.ɯɯɯɯ

TheɯCourtɯholdsɯthatɯdistributionɯtoɯMediaSentryɯcanɯformɯtheɯbasisɯofɯan

infringementɯclaim.ɯɯEighthɯCircuitɯprecedentɯclearlyɯapprovesɯofɯtheɯuseɯof

investigatorsɯbyɯcopyrightɯowners.ɯɯWhileɯThomasɯdidɯnotɯassistɯinɯtheɯcopying

inɯtheɯsameɯmannerɯasɯtheɯretailɯdefendantɯinɯOlanɯMillsɯ–ɯbyɯactuallyɯcompleting

theɯcopyingɯforɯtheɯinvestigatorɯ–ɯorɯasɯtheɯretailɯdefendantsɯinɯRCA/Ariolaɯ–ɯby

assistingɯinɯselectingɯtheɯcorrectɯtapeɯonɯwhichɯtoɯrecordɯandɯhelpingɯcustomers

copyɯ–ɯsheɯallegedlyɯdidɯassistɯinɯaɯdifferent,ɯbutɯsubstantialɯmanner.ɯɯPlaintiffs

presentedɯevidenceɯthatɯThomas,ɯherself,ɯprovidedɯtheɯcopyrightedɯworksɯfor

copyingɯandɯplacedɯthemɯonɯaɯnetworkɯspecificallyɯdesignedɯforɯeasy,

unauthorizedɯcopying.ɯɯTheseɯactionsɯwouldɯconstituteɯmoreɯsubstantial
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participationɯinɯtheɯinfringementɯthanɯtheɯactionsɯofɯtheɯdefendantsɯinɯtheɯEighth

Circuitɯcasesɯwhoɯmerelyɯassistedɯinɯcopyingɯworksɯprovidedɯbyɯthe

investigators.ɯɯ

AlthoughɯtheɯCourtɯholdsɯthatɯdistributionɯtoɯanɯinvestigator,ɯsuchɯas

MediaSentry,ɯcanɯconstituteɯunauthorizedɯdistribution,ɯinɯlightɯofɯJuryɯInstruction

No.ɯ15,ɯitɯisɯimpossibleɯtoɯdetermineɯuponɯwhichɯbasisɯtheɯjuryɯenteredɯitsɯverdict

orɯhowɯtheɯerroneousɯjuryɯinstructionɯaffectedɯtheɯjury’sɯdamageɯcalculation.ɯ

Therefore,ɯifɯtheɯCourtɯdeterminesɯthatɯJuryɯInstructionɯNo.ɯ15ɯwasɯincorrect,ɯit

willɯgrantɯaɯnewɯtrial.ɯɯɯ

C.  Statutory Framework 

TheɯCopyrightɯActɯprovidesɯthatɯ“theɯownerɯofɯcopyrightɯunderɯthisɯtitle

hasɯtheɯexclusiveɯrightsɯtoɯdoɯandɯtoɯauthorizeɯanyɯofɯtheɯfollowing:ɯ.ɯ.ɯ.ɯ(3)ɯto

distributeɯcopiesɯorɯphonorecordsɯofɯtheɯcopyrightedɯworkɯtoɯtheɯpublicɯbyɯsale

orɯotherɯtransferɯofɯownership,ɯorɯbyɯrental,ɯlease,ɯorɯlending.”ɯɯ17ɯU.S.C.ɯ§ɯ106(3).ɯ

TheɯActɯdoesɯnotɯdefineɯtheɯtermɯ“distribute.”ɯ

Courtsɯhaveɯsplitɯregardingɯwhetherɯmakingɯcopyrightedɯmaterials

availableɯforɯdistributionɯconstitutesɯdistributionɯunderɯ§ɯ106(3).ɯɯTheɯparties

addressɯfourɯmainɯargumentsɯregardingɯtheɯvalidityɯofɯtheɯ“makingɪavailable”
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interpretation:ɯ1)ɯwhetherɯtheɯplainɯmeaningɯofɯtheɯtermɯ“distribution”ɯrequires

actualɯdisseminationɯofɯtheɯcopyrightedɯwork;ɯ2)ɯwhetherɯtheɯtermɯ“distribution”

isɯsynonymousɯwithɯtheɯtermɯ“publication,”ɯwhich,ɯunderɯtheɯCopyrightɯAct,

doesɯnotɯrequireɯactualɯdisseminationɯorɯtransfer;ɯ3)ɯwhetherɯaɯdefendantɯcanɯbe

primarilyɯliableɯforɯauthorizingɯdissemination;ɯandɯ4)ɯwhetherɯU.S.ɯtreaty

obligationsɯandɯexecutiveɯandɯlegislativeɯbranchɯinterpretationsɯofɯtheɯCopyright

Actɯinɯrelationɯtoɯthoseɯobligationsɯrequireɯaɯparticularɯinterpretationɯofɯtheɯterm

“distribution.”ɯɯɯ

ɯ D.  Plain Meaning of the Term “Distribution” ɯ

Thereɯisɯaɯ“strongɯpresumptionɯthatɯtheɯplainɯlanguageɯofɯtheɯstatute

expressesɯcongressionalɯintentɯ[that]ɯisɯrebuttedɯonlyɯinɯrareɯandɯexceptional

circumstances.”ɯɯUnitedɯStatesɯv.ɯClintwoodɯElkhornɯMiningɯCo.,ɯ128ɯS.ɯCt.ɯ1511,

1518ɯ(2008)ɯ(citationsɯomitted).ɯɯEachɯpartyɯassertsɯthatɯtheɯCourtɯshouldɯadopt

theɯplainɯmeaningɯofɯtheɯtermɯ“distribution;”ɯhowever,ɯtheyɯdisagreeɯonɯwhat

thatɯplainɯmeaningɯis.ɯɯThomasɯandɯherɯsupportersɯargueɯthatɯtheɯplainɯmeaning

ofɯtheɯstatuteɯcompelsɯtheɯconclusionɯthatɯmerelyɯmakingɯaɯworkɯavailableɯtoɯthe

publicɯdoesɯnotɯconstituteɯaɯdistribution.ɯɯInstead,ɯaɯdistributionɯonlyɯoccurs

whenɯaɯdefendantɯactuallyɯtransfersɯtoɯtheɯpublicɯtheɯpossessionɯorɯownershipɯof
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copiesɯorɯphonorecordsɯofɯaɯwork.ɯɯPlaintiffsɯandɯtheirɯsupportersɯassertɯthat

makingɯaɯworkɯavailableɯforɯdistributionɯisɯsufficient.ɯɯɯɯɯɯ

1.  Statutory Language 

Startingɯwithɯtheɯlanguageɯinɯ§ɯ106(3),ɯtheɯCourtɯnotesɯthatɯCongress

explainsɯtheɯmannersɯinɯwhichɯdistributionɯcanɯbeɯeffected:ɯsale,ɯtransferɯof

ownership,ɯrental,ɯlease,ɯorɯlending.ɯɯTheɯprovisionɯdoesɯnotɯstateɯthatɯanɯofferɯto

doɯanyɯofɯtheseɯactsɯconstitutesɯdistribution.ɯɯNorɯdoesɯ§ɯ106(3)ɯprovideɯthat

makingɯaɯworkɯavailableɯforɯanyɯofɯtheseɯactivitiesɯconstitutesɯdistribution.ɯɯAn

initialɯreadingɯofɯtheɯprovisionɯatɯissueɯsupportsɯThomas’sɯinterpretation.ɯɯ

2.  Secondary Sources 

Theɯordinaryɯdictionaryɯmeaningɯofɯtheɯwordɯ“distribute”ɯnecessarily

entailsɯaɯtransferɯofɯownershipɯorɯpossessionɯfromɯoneɯpersonɯtoɯanother.ɯɯSee,

e.g.,ɯMerriamɪWebster’sɯCollegiateɯDictionaryɯ(10thɯed.ɯ1999)ɯ(defining

“distribute”ɯas,ɯamongɯotherɯthings,ɯ“1:ɯtoɯdivideɯamongɯseveralɯorɯmany:

APPORTIONɯ.ɯ.ɯ.ɯ2ɯ.ɯ.ɯ.ɯb:ɯtoɯgiveɯoutɯorɯdeliverɯesp.ɯtoɯmembersɯofɯaɯgroup”).ɯɯ

Additionally,ɯtheɯleadingɯcopyrightɯtreatisesɯconcludeɯthatɯmakingɯaɯwork

availableɯisɯinsufficientɯtoɯestablishɯdistribution.ɯɯSee,ɯe.g.,ɯ2ɪ8ɯNimmerɯon

Copyright,ɯ§ɯ8.11[A]ɯ(2008);ɯ4ɯWilliamɯF.ɯPatry,ɯPatryɯonɯCopyright,ɯ§ɯ13.11.50
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(2008).ɯɯ

3.  Opinion of the Register of Copyrights ɯɯ

RegisterɯofɯCopyrights,ɯMarybethɯPeters,ɯhasɯopinedɯtoɯCongressɯthat

makingɯaɯcopyrightedɯworkɯavailableɯviolatesɯtheɯdistributionɯright.ɯɯSee,ɯe.g.,

LetterɯfromɯMarybethɯPeters,ɯRegisterɯofɯCopyrights,ɯtoɯRep.ɯHowardɯL.ɯBerman,

Rep.ɯfromɯtheɯ28thɯDist.ɯofɯCal.ɯ(Sept.ɯ25,ɯ2002)ɯ(“[M]akingɯ[aɯwork]ɯavailableɯfor

otherɯusersɯofɯ[a]ɯpeerɯtoɯpeerɯnetworkɯtoɯdownloadɯ.ɯ.ɯ.ɯconstitutesɯan

infringementɯofɯtheɯexclusiveɯdistributionɯright,ɯasɯwellɯasɯtheɯproductionɯright.”),

quotedɯinɯMotownɯRecordɯCo.,ɯLPɯv.ɯDePietro,ɯNo.ɯ04ɪCVɪ2246,ɯ2007ɯWLɯ576284,

atɯ*3ɯn.38ɯ(E.D.ɯPa.ɯFeb.ɯ16,ɯ2007)ɯ(unpublished).ɯɯHowever,ɯopinionɯlettersɯfrom

theɯCopyrightɯOfficeɯtoɯCongressɯonɯmattersɯofɯstatutoryɯinterpretationɯareɯnot

bindingɯandɯareɯ“entitledɯtoɯrespectɯinsofarɯasɯtheyɯareɯpersuasive.”ɯɯBroadcast

Music,ɯInc.ɯv.ɯRogerɯMillerɯMusic,ɯInc.,ɯ396ɯF.3dɯ762,ɯ778ɯ(6thɯCir.ɯ2005)ɯ(citation

omitted).ɯɯ

4.  Use of the Term in Other Provisions of the U.S. Code  

AsɯPlaintiffsɯnote,ɯinɯotherɯprovisionsɯofɯfederalɯcopyrightɯlaw,ɯCongress

hasɯexplicitlyɯdefinedɯ“distribute”ɯtoɯincludeɯoffersɯtoɯdistribute.ɯɯSeeɯ17ɯU.S.C.

§ɯ901(a)(4)ɯ(stating,ɯinɯcontextɯofɯcopyrightɯprotectionɯofɯsemiconductorɯchip
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products,ɯthatɯ“toɯ‘distribute’ɯmeansɯtoɯsell,ɯorɯtoɯlease,ɯbail,ɯorɯotherwiseɯtransfer,

orɯtoɯofferɯtoɯsell,ɯlease,ɯbail,ɯorɯotherwiseɯtransfer”);ɯ17ɯU.S.C.ɯ§ɯ506(a)(1)(C)

(imposingɯcriminalɯpenaltiesɯforɯ“theɯdistributionɯofɯaɯworkɯbeingɯpreparedɯfor

commercialɯdistribution,ɯbyɯmakingɯitɯavailableɯonɯaɯcomputerɯnetwork

accessibleɯtoɯmembersɯofɯtheɯpublic”).ɯɯInɯotherɯportionsɯofɯtheɯCopyrightɯAct,

Congressɯhasɯexplicitlyɯconfinedɯtheɯtermɯ“distribution”ɯtoɯaɯphysicalɯtransferɯof

copyrightedɯmaterial.ɯɯForɯexample,ɯinɯtheɯsectionɯofɯtheɯActɯproviding

compulsoryɯlicensesɯforɯnondramaticɯmusicalɯworks,ɯCongressɯprovides:ɯ“For

thisɯpurpose,ɯandɯotherɯthanɯasɯprovidedɯ[inɯSectionɯ115(c)(3)],ɯaɯphonorecordɯis

consideredɯ‘distributed’ɯifɯtheɯpersonɯexercisingɯtheɯcompulsoryɯlicenseɯhas

voluntarilyɯandɯpermanentlyɯpartedɯwithɯitsɯpossession.”ɯɯ17ɯU.S.C.ɯ§ɯ115(c)(2).ɯɯ

Theɯdifferingɯdefinitionsɯofɯ“distribute”ɯwithinɯcopyrightɯlawɯdemonstrate

thatɯthereɯisɯnotɯoneɯuniformɯdefinitionɯofɯtheɯtermɯthroughoutɯcopyrightɯlaw.ɯɯCf.

FirstarɯBank,ɯN.A.ɯv.ɯFaul,ɯ253ɯF.3dɯ982,ɯ990ɯ(7thɯCir.ɯ2001)ɯ(notingɯthatɯ“identical

wordsɯusedɯinɯdifferentɯpartsɯofɯtheɯsameɯactɯareɯintendedɯtoɯhaveɯtheɯsame

meaning”)ɯ(citationɯomitted).ɯɯHowever,ɯtheɯCourtɯnotesɯthatɯwhenɯCongress

intendsɯdistributionɯtoɯencompassɯmakingɯavailableɯorɯofferingɯtoɯtransfer,ɯitɯhas

demonstratedɯthatɯitɯisɯquiteɯcapableɯofɯexplicitlyɯprovidingɯthatɯdefinitionɯwithin
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theɯstatute.ɯɯInɯthisɯcase,ɯCongressɯprovidedɯtheɯmeansɯbyɯwhichɯaɯdistribution

occursɯ–ɯ“byɯsaleɯorɯotherɯtransferɯofɯownership,ɯorɯbyɯrental,ɯlease,ɯorɯlending”ɯ–

withoutɯalsoɯprovidingɯthatɯaɯdistributionɯoccursɯbyɯanɯofferɯtoɯdoɯoneɯofɯthose

actions,ɯasɯitɯdidɯinɯ§ɯ901(a)(4).ɯɯWhileɯtheɯCopyrightɯActɯdoesɯnotɯofferɯaɯuniform

definitionɯofɯ“distribution,”ɯtheɯCourtɯconcludesɯthat,ɯinɯlightɯofɯtheɯexamined

provisions,ɯCongress’sɯchoiceɯtoɯnotɯincludeɯoffersɯtoɯdoɯtheɯenumeratedɯactsɯor

theɯmakingɯavailableɯofɯtheɯworkɯindicatesɯitsɯintentɯthatɯanɯactualɯdistributionɯor

disseminationɯisɯrequiredɯinɯ§ɯ106(3).ɯɯɯɯɯɯ

PlaintiffsɯandɯtheirɯsupportersɯalsoɯurgeɯtheɯCourtɯtoɯconsiderɯanɯentirely

separateɯtitleɯofɯtheɯU.S.ɯCode,ɯTitleɯ18,ɯaddressingɯcriminalɯpenaltiesɯfor

distributionɯofɯchildɯpornography.ɯɯInɯthatɯcontext,ɯtheɯtermɯ“distribute”ɯhasɯbeen

interpretedɯtoɯincludeɯplacingɯtheɯmaterialɯonɯaɯsharedɯfolderɯofɯaɯpeerɪtoɪpeer

network.ɯɯSee,ɯe.g.,ɯUnitedɯStates.ɯv.ɯShaffer,ɯ472ɯF.3dɯ1219,ɯ1223ɪ24ɯ(10thɯCir.

2007)ɯ(interpretingɯtermɯ“distribute”ɯinɯ18ɯU.S.C.ɯ§ɯ2252A(a)(2)ɯtoɯincludeɯplacing

childɯpornographyɯinɯKazaaɯfolderɯandɯfreelyɯallowingɯothersɯtoɯaccessɯand

downloadɯtheɯfiles).ɯɯTheɯcriminalɯstatuteɯregardingɯdistributionɯofɯchild

pornographyɯisɯunrelatedɯtoɯtheɯCopyrightɯAct.ɯɯTheɯCourtɯdoesɯnotɯfindɯthe

comparisonɯtoɯcriminalɯlawɯpersuasive.ɯɯWhenɯtheɯdefinitionɯofɯ“distribute”
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variesɯwithinɯtheɯCopyrightɯActɯitself,ɯtheɯCourtɯisɯnotɯconvincedɯthatɯaɯcriminal

statuteɯaddressingɯchildɯpornographyɯshouldɯcarryɯweight.ɯɯMoreover,ɯinɯShaffer,

theɯcourtɯnotedɯthatɯthereɯwas,ɯinɯfact,ɯevidenceɯthatɯtheɯdefendantɯ“knewɯother

peopleɯhadɯdownloadedɯchildɯpornographyɯfromɯhisɯsharedɯfolder.”ɯɯId.ɯatɯ1224.ɯ

Additionally,ɯwhileɯthereɯisɯnoɯliabilityɯforɯanɯattemptɯtoɯinfringeɯunderɯthe

CopyrightɯAct,ɯthereɯisɯcorrespondingɯliabilityɯforɯattemptedɯdistributionɯinɯthe

criminalɯcontext.ɯɯSeeɯ18ɯU.S.C.ɯ§ɯ2252Aɯ(b)(1)ɯ(providingɯpenaltiesɯforɯ“[w]hoever

violates,ɯorɯattemptsɯorɯconspiresɯtoɯviolate”ɯtheɯdistributionɯprohibition).ɯɯɯ

TheɯCourtɯdoesɯnotɯfindɯtheɯdefinitiveɯinterpretationɯofɯtheɯterm

“distribute”ɯinɯotherɯtitlesɯofɯtheɯU.S.ɯCode.ɯɯHowever,ɯtheɯCourtɯdoesɯnoteɯthat,

whileɯCongressɯhasɯnotɯaddedɯ“offerɯtoɯdistribute”ɯtoɯ§ɯ106(3)ɯofɯtheɯCopyright

Act,ɯitɯhasɯaddedɯ“offersɯtoɯsell”ɯinɯtheɯrelatedɯfieldɯofɯpatentɯlaw.ɯɯ35ɯU.S.C.

§ɯ271(a).ɯɯSeeɯalsoɯEldredɯv.ɯAshcroft,ɯ537ɯU.S.ɯ186,ɯ201ɪ02ɯ(2003)ɯ(citingɯpatent

practiceɯasɯpersuasiveɯprecedentɯinɯaɯcopyrightɯcase).ɯɯBeforeɯCongressɯamended

theɯPatentɯActɯtoɯexpresslyɯincludeɯ“offersɯtoɯsell,”ɯcourtsɯstrictlyɯinterpretedɯthe

statutoryɯlanguage,ɯwhichɯexpresslyɯforbadeɯsalesɯbutɯnotɯoffersɯtoɯsell,ɯas

requiringɯproofɯofɯanɯactualɯsale.ɯɯRotecɯIndus.ɯv.ɯMitsubishiɯCorp.,ɯ215ɯF.3dɯ1246,

1251ɯ(Fed.ɯCir.ɯ2000).ɯɯCourtɯandɯcongressionalɯactionsɯwithɯregardɯtoɯtheɯPatent
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Actɯdemonstrateɯtwoɯprinciples:ɯ1)ɯinɯtheɯabsenceɯofɯaɯstatutoryɯdefinitionɯthat

explicitlyɯincludesɯorɯexcludesɯoffersɯtoɯsellɯorɯdistribute,ɯcourtsɯinterpretɯliability

narrowlyɯtoɯnotɯincludeɯoffers;ɯandɯ2)ɯCongressɯcanɯandɯwillɯamendɯaɯstatute,

whenɯnecessary,ɯtoɯexplicitlyɯincludeɯliabilityɯforɯanɯofferɯtoɯdoɯaɯprohibitedɯact.ɯɯ

TheɯCourt’sɯexaminationɯofɯtheɯuseɯofɯtheɯtermɯ“distribution”ɯinɯother

provisionsɯofɯtheɯCopyrightɯAct,ɯasɯwellɯasɯtheɯevolutionɯofɯliabilityɯforɯoffersɯto

sellɯinɯtheɯanalogousɯPatentɯAct,ɯleadɯtoɯtheɯconclusionɯthatɯtheɯplainɯmeaningɯof

theɯtermɯ“distribution”ɯdoesɯnotɯincludingɯmakingɯavailableɯand,ɯinstead,

requiresɯactualɯdissemination.ɯɯTheɯCourtɯnowɯturnsɯitsɯattentionɯtoɯPlaintiffs’

additionalɯargumentsɯregardingɯtheɯexistenceɯofɯaɯmakingɪavailableɯright.ɯɯɯɯɯ

E.  Whether “Distribution” Is Synonymous with “Publication” 

Plaintiffsɯadvocateɯthat,ɯwithinɯtheɯCopyrightɯAct,ɯtheɯtermɯ“distribution”

isɯsynonymousɯwithɯtheɯtermɯ“publication.”ɯ

“Publication”ɯisɯtheɯdistributionɯofɯcopiesɯorɯphonorecordsɯofɯa
workɯtoɯtheɯpublicɯbyɯsaleɯorɯotherɯtransferɯofɯownership,ɯorɯby
rental,ɯlease,ɯorɯlending.ɯɯTheɯofferingɯtoɯdistributeɯcopiesɯor
phonorecordsɯtoɯaɯgroupɯofɯpersonsɯforɯpurposesɯofɯfurther
distribution,ɯpublicɯperformance,ɯorɯpublicɯdisplay,ɯconstitutes
publication.ɯɯAɯpublicɯperformanceɯorɯdisplayɯofɯaɯworkɯdoesɯnotɯof
itselfɯconstituteɯpublication.ɯ

17ɯU.S.C.ɯ§ɯ101.ɯɯUnderɯthisɯdefinition,ɯmakingɯsoundɯrecordingsɯavailableɯon
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Kazaaɯcouldɯbeɯconsideredɯdistribution.ɯɯ

Theɯfirstɯsentenceɯofɯtheɯdefinitionɯofɯ“publication”ɯandɯ§ɯ106(3)ɯare

substantiallyɯidentical.ɯɯHowever,ɯthereɯisɯadditionalɯlanguageɯinɯtheɯdefinitionɯof

“publication.”ɯɯRelyingɯprimarilyɯonɯlegislativeɯhistory,ɯPlaintiffsɯassertɯthatɯthe

sentenceɯdefiningɯpublicationɯasɯ“[t]heɯofferingɯtoɯdistributeɯcopiesɯor

phonorecordsɯtoɯaɯgroupɯofɯpersonsɯforɯpurposesɯofɯfurtherɯdistribution,ɯpublic

performance,ɯorɯpublicɯdisplay”ɯshouldɯalsoɯapplyɯtoɯtheɯdefinitionɯof

distribution.ɯ

Plaintiffsɯnoteɯthatɯtheɯtextɯofɯ§ɯ106ɯgrantsɯaɯcopyrightɯownerɯtheɯfollowing

fiveɯexclusiveɯrights:ɯ“(1)ɯtoɯreproduceɯtheɯcopyrightedɯworkɯ.ɯ.ɯ.ɯ(2)ɯtoɯprepare

derivativeɯworksɯ.ɯ.ɯ.ɯ(3)ɯtoɯdistributeɯcopiesɯofɯtheɯworkɯ.ɯ.ɯ.ɯ(4)ɯ.ɯ.ɯ.ɯtoɯperformɯthe

copyrightedɯworkɯpublicly;ɯandɯ(5)ɯ.ɯ.ɯ.ɯtoɯdisplayɯtheɯworkɯpublicly.”ɯɯ17ɯU.S.C.

§ɯ106.ɯɯHowever,ɯtheɯHouseɯandɯSenateɯCommitteesɯevaluatingɯtheɯCopyright

Act,ɯdescribedɯtheɯfollowingɯfiveɯrights:ɯ“theɯexclusiveɯrightsɯofɯreproduction,

adaptation,ɯpublication,ɯperformance,ɯandɯdisplay.”ɯɯElektraɯEntm’tɯGroup,ɯInc.

v.ɯBarker,ɯ551ɯF.ɯSupp.ɯ2dɯ234,ɯ241ɯ(S.D.N.Y.ɯ2008)ɯ(quotingɯH.R.ɯRep.ɯNo.

94ɪ1476,ɯatɯ61ɯ(1976);ɯS.ɯRep.ɯNo.ɯ94ɪ473,ɯatɯ57ɯ(1976))ɯ(emphasisɯaddedɯinɯBarker).ɯ

TheɯCommitteeɯReportsɯidentifiedɯtheɯ“RightsɯofɯReproduction,ɯAdaptation,ɯand
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Publication”ɯasɯ“[t]heɯfirstɯthreeɯclausesɯofɯsectionɯ106.”ɯɯId.ɯ(quotingɯH.R.ɯRep.ɯat

61;ɯS.ɯRep.ɯatɯ57).ɯɯAlso,ɯtheɯHouseɯCommitteeɯReportɯstatedɯthatɯ§ɯ106(3)

“‘establishesɯtheɯexclusiveɯrightɯofɯpublication’ɯandɯgovernsɯ‘unauthorizedɯpublic

distribution’ɯ–ɯusingɯtheɯwordsɯ‘distribution’ɯandɯ‘publication’ɯinterchangeably

withinɯaɯsingleɯparagraph.”ɯɯId.ɯ(citingɯH.R.ɯRep.ɯatɯ62;ɯS.ɯRep.ɯatɯ58).ɯɯTheɯCourt

doesɯnotɯfindɯtheseɯsnippetsɯofɯlegislativeɯhistoryɯtoɯbeɯdispositiveɯofɯthe

definitionɯofɯdistribution.ɯɯNowhereɯinɯthisɯlegislativeɯhistoryɯdoesɯCongressɯstate

thatɯdistributionɯshouldɯbeɯgivenɯtheɯsameɯbroadɯmeaningɯasɯpublication.ɯɯInɯany

case,ɯevenɯifɯtheɯlegislativeɯhistoryɯindicatedɯthatɯsomeɯmembersɯofɯCongress

equatedɯpublicationsɯwithɯdistributionsɯunderɯ§ɯ106(3),ɯthatɯfactɯcannotɯoverride

theɯplainɯmeaningɯofɯtheɯstatute.ɯɯ

AmiciɯassertɯthatɯtheɯSupremeɯCourtɯhasɯheldɯthatɯtheɯ§ɯ106(3)ɯdistribution

rightɯincludesɯpublicationɯasɯdefinedɯinɯ§ɯ101.ɯɯInɯHarperɯ&ɯRowɯPublishers,ɯInc.

v.ɯNationɯEnterprises,ɯtheɯSupremeɯCourtɯexaminedɯtheɯextentɯofɯtheɯfairɯuse

exceptionɯtoɯtheɯrightɯofɯfirstɯpublicationɯunderɯtheɯCopyrightɯAct.ɯɯ471ɯU.S.ɯ539

(1985).ɯɯItɯexplainedɯthatɯtheɯCopyrightɯActɯ“recognizedɯforɯtheɯfirstɯtimeɯa

distinctɯstatutoryɯrightɯofɯfirstɯpublication.”ɯɯId.ɯatɯ552.ɯɯInɯthatɯdiscussion,ɯthe

SupremeɯCourtɯquotedɯtheɯReportɯofɯtheɯHouseɯCommitteeɯonɯtheɯJudiciary,
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whichɯstated:ɯ“Clauseɯ(3)ɯofɯsectionɯ106,ɯestablishesɯtheɯexclusiveɯrightɯof

publicationɯ.ɯ.ɯ.ɯ.ɯɯUnderɯthisɯprovisionɯtheɯcopyrightɯownerɯwouldɯhaveɯtheɯright

toɯcontrolɯtheɯfirstɯpublicɯdistributionɯofɯanɯauthorizedɯcopyɯ.ɯ.ɯ.ɯofɯhisɯwork.”ɯɯId.

atɯ552ɯ(ellipsisɯinɯoriginal)ɯ(quotingɯH.R.ɯRep.ɯNo.ɯ94ɪ1476,ɯatɯ62ɯ(1976),ɯ1976

U.S.C.C.A.N.ɯ5659,ɯ5675).ɯɯ

InɯHarperɯ&ɯRow,ɯtheɯSupremeɯCourtɯnarrowlyɯaddressedɯtheɯissueɯofɯfirst

publication.ɯɯItɯdidɯnotɯdiscussɯtheɯmeaningɯofɯtheɯtermɯdistribution;ɯnorɯdidɯit

discussɯpublicationɯorɯdistributionɯinɯgeneral.ɯɯElsewhereɯwithinɯtheɯHarperɯ&

Rowɯopinion,ɯtheɯSupremeɯCourtɯusedɯlanguageɯthatɯrecognizedɯthatɯpublication

andɯdistributionɯareɯtwoɯdistinctɯconcepts.ɯɯForɯinstance,ɯitɯwrote,ɯ“Sectionɯ106ɯof

theɯCopyrightɯActɯconfersɯaɯbundleɯofɯexclusiveɯrightsɯtoɯtheɯownerɯofɯthe

copyright.ɯɯUnderɯtheɯCopyrightɯAct,ɯtheseɯrightsɯ–ɯtoɯpublish,ɯcopy,ɯand

distributeɯtheɯauthor’sɯworkɯ–ɯvestɯinɯtheɯauthorɯofɯanɯoriginalɯworkɯfromɯthe

timeɯofɯitsɯcreation.ɯɯ§ɯ106.”ɯɯId.ɯatɯ546ɪ47ɯ(emphasisɯadded)ɯ(footnoteɯomitted).ɯɯIf

Harperɯ&ɯRowɯstoodɯforɯtheɯpropositionɯthatɯpublicationɯandɯdistributionɯwere

synonymous,ɯthenɯtheɯSupremeɯCourtɯwouldɯnotɯhaveɯnamedɯtheɯrightɯto

“publish”ɯasɯaɯrightɯseparateɯfromɯtheɯrightɯtoɯ“distribute.”ɯɯThisɯCourtɯconcludes

thatɯtheɯHarperɯ&ɯRowɯopinionɯdoesɯnotɯholdɯthatɯpublicationɯandɯdistribution
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areɯsynonymous.ɯɯɯɯɯɯ ɯ

AɯreviewɯofɯtheɯCopyrightɯActɯasɯaɯwholeɯalsoɯsupportsɯtheɯconclusionɯthat

publicationɯandɯdistributionɯremainɯdistinctɯconcepts.ɯɯPublicationɯstillɯtriggers

certainɯconsequencesɯsuchɯasɯaɯdutyɯtoɯdepositɯcopiesɯofɯtheɯworkɯwithɯthe

CopyrightɯOffice,ɯ17ɯU.S.C.ɯ§ɯ407(a),ɯandɯtheɯcalculationɯofɯtheɯdateɯofɯcopyright

terminationɯforɯworksɯmadeɯforɯhire,ɯanonymous,ɯandɯpseudonymousɯworks,

§ɯ302(c).ɯɯ

TheɯCourtɯconcludesɯthatɯsimplyɯbecauseɯallɯdistributionsɯwithinɯthe

meaningɯofɯ§ɯ106(3)ɯareɯpublicationsɯdoesɯnotɯmeanɯthatɯallɯpublicationsɯwithin

theɯmeaningɯofɯ§ɯ101ɯareɯdistributions.ɯɯTheɯstatutoryɯdefinitionɯofɯpublicationɯis

broaderɯthanɯtheɯtermɯdistributionɯasɯusedɯinɯ§ɯ106(3).ɯɯAɯpublicationɯcanɯoccur

byɯmeansɯofɯtheɯ“distributionɯofɯcopiesɯorɯphonorecordsɯofɯaɯworkɯtoɯtheɯpublic

byɯsaleɯorɯotherɯtransferɯofɯownership,ɯorɯbyɯrental,ɯleaseɯorɯlending.”ɯɯ§ɯ101.ɯɯThis

portionɯofɯtheɯdefinitionɯofɯpublicationɯdefinesɯaɯdistributionɯasɯsetɯforthɯin

§ɯ106(3).ɯɯHowever,ɯaɯpublicationɯmayɯalsoɯoccurɯbyɯ“offeringɯtoɯdistributeɯcopies

orɯphonorecordsɯtoɯaɯgroupɯofɯpersonsɯforɯpurposesɯofɯfurtherɯdistribution,ɯpublic

performance,ɯorɯpublicɯdisplay.”ɯɯ§ɯ101.ɯɯWhileɯaɯpublicationɯeffectedɯby

distributingɯcopiesɯorɯphonorecordsɯofɯtheɯworkɯisɯaɯdistribution,ɯaɯpublication
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effectedɯbyɯmerelyɯofferingɯtoɯdistributeɯcopiesɯorɯphonorecordsɯtoɯtheɯpublicɯis

merelyɯanɯofferɯofɯdistribution,ɯnotɯanɯactualɯdistribution.ɯɯ

Congress’sɯchoiceɯtoɯuseɯbothɯtermsɯwithinɯtheɯCopyrightɯAct

demonstratesɯanɯintentɯthatɯtheɯtermsɯhaveɯdifferentɯmeanings.ɯɯ“Itɯisɯuntenable

thatɯtheɯdefinitionɯofɯaɯdifferentɯwordɯinɯaɯdifferentɯsectionɯofɯtheɯstatuteɯwas

meantɯtoɯexpandɯtheɯmeaningɯofɯ‘distribution’ɯandɯliabilityɯunderɯ§ɯ106(3)ɯto

includeɯoffersɯtoɯdistribute.”ɯɯAtl.ɯRecordingɯCorp.ɯv.ɯHowell,ɯ554ɯF.ɯSupp.ɯ2dɯ976,

985ɯ(D.ɯAriz.ɯ2008).ɯɯTheɯlanguageɯofɯtheɯCopyrightɯActɯdefinitionɯofɯpublication

clearlyɯincludesɯdistributionɯasɯpartɯofɯitsɯdefinitionɯ–ɯsoɯallɯdistributionsɯtoɯthe

publicɯareɯpublications,ɯbutɯnotɯallɯpublicationsɯareɯdistributionsɯtoɯtheɯpublic.ɯɯ

F.  Existence of a Protected Right to Authorize Distributionɯ

Plaintiffsɯandɯtheirɯsupportersɯalsoɯtakeɯtheɯpositionɯthatɯauthorizing

distributionɯisɯanɯexclusiveɯrightɯprotectedɯbyɯtheɯCopyrightɯAct.ɯɯTheyɯbaseɯthis

argumentɯonɯtheɯfactɯthatɯ§ɯ106ɯstatesɯ“theɯownerɯofɯcopyrightɯunderɯthisɯtitleɯhas

theɯexclusiveɯrightsɯto do andɯto authorize anyɯofɯtheɯfollowingɯ.ɯ.ɯ.ɯ(3)ɯto

distributeɯ.ɯ.ɯ.ɯ.”ɯ(emphasisɯadded).ɯɯPlaintiffsɯclaimɯthatɯtheɯstatuteɯgrantsɯtwo

separateɯrightsɯ–ɯtheɯrightɯtoɯ“do”ɯdistributionɯandɯtheɯrightɯtoɯ“authorize”

distribution.ɯɯTherefore,ɯmakingɯsoundɯrecordingsɯavailableɯonɯKazaaɯviolatesɯthe
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copyrightɯowner’sɯexclusiveɯrightɯtoɯauthorizeɯdistribution.ɯɯɯ

TheɯCourtɯconcludesɯthatɯtheɯauthorizationɯclauseɯmerelyɯprovidesɯa

statutoryɯfoundationɯforɯsecondaryɯliability,ɯnotɯaɯmeansɯofɯexpandingɯtheɯscope

ofɯdirectɯinfringementɯliability.ɯɯSeeɯH.R.ɯRep.ɯ94ɪ1476,ɯatɯ61ɯ(1976),ɯ1976

U.S.C.C.A.N.ɯ5659,ɯ5674ɯ(“Useɯofɯtheɯphraseɯ‘toɯauthorize’ɯisɯintendedɯtoɯavoid

anyɯquestionsɯasɯtoɯtheɯliabilityɯofɯcontributoryɯinfringers.ɯɯForɯexample,ɯaɯperson

whoɯlawfullyɯacquiresɯanɯauthorizedɯcopyɯofɯaɯmotionɯpictureɯwouldɯbeɯan

infringerɯifɯheɯorɯsheɯengagesɯinɯtheɯbusinessɯofɯrentingɯitɯtoɯothersɯforɯpurposes

ofɯunauthorizedɯpublicɯperformance.”);ɯVenegasɪHernandezɯv.ɯACEMLA,ɯ424

F.3dɯ50,ɯ58ɯ(1stɯCir.ɯ2005)ɯ(holdingɯthatɯauthorizeɯlanguageɯmerelyɯappliesɯto

contributoryɯinfringementɯandɯrelyingɯonɯlegislativeɯhistoryɯandɯpreviousɯcase

law);ɯSubafilms,ɯLtd.ɯv.ɯMGMɪPatheɯCommc’nsɯCo.,ɯ24ɯF.3dɯ1088,ɯ1093ɯ(9thɯCir.

1994)ɯ(enɯbanc)ɯ(holdingɯthatɯ“‘toɯauthorize’ɯ[wa]sɯsimplyɯaɯconvenientɯpegɯon

whichɯCongressɯchoseɯtoɯhangɯtheɯantecedentɯjurisprudenceɯofɯthirdɯparty

liability”)ɯ(citationɯomitted).ɯɯWithoutɯactualɯdistribution,ɯthereɯcanɯbeɯnoɯclaim

forɯauthorizationɯofɯdistribution.ɯɯSee,ɯe.g.,ɯLatinɯAmer.ɯMusicɯCo.ɯv.ɯArchdiocese

ofɯSanɯJuan,ɯ499ɯF.3dɯ32,ɯ46ɯ(1stɯCir.ɯ2007)ɯ(“[T]oɯproveɯinfringement,ɯaɯclaimant

mustɯshowɯanɯinfringingɯactɯafterɯtheɯauthorization.”)ɯ(citationɯomitted).ɯ
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Equatingɯmakingɯavailableɯwithɯdistributionɯwouldɯundermineɯsettledɯcase

lawɯholdingɯthatɯmerelyɯinducingɯorɯencouragingɯanotherɯtoɯinfringeɯdoesɯnot,

alone,ɯconstituteɯinfringementɯunlessɯtheɯencouragedɯpartyɯactuallyɯinfringes.ɯ

See,ɯe.g.,ɯMetroɪGoldwynɪMayerɯStudiosɯInc.ɯv.ɯGrokster,ɯLtd.,ɯ545ɯU.S.ɯ913,ɯ936ɪ

37ɯ(2005)ɯ(“[O]neɯwhoɯdistributesɯaɯdeviceɯwithɯtheɯobjectɯofɯpromotingɯitsɯuseɯto

infringeɯcopyright,ɯasɯshownɯbyɯclearɯexpressionɯorɯotherɯaffirmativeɯstepsɯtaken

toɯfosterɯinfringement,ɯisɯliableɯfor the resulting acts of infringement byɯthird

parties.”)ɯ(emphasisɯadded).ɯɯIfɯsimplyɯmakingɯaɯcopyrightedɯworkɯavailableɯto

theɯpublicɯconstitutedɯaɯdistribution,ɯevenɯifɯnoɯmemberɯofɯtheɯpublicɯever

accessedɯthatɯwork,ɯcopyrightɯownersɯwouldɯbeɯableɯtoɯmakeɯanɯendɯrunɯaround

theɯstandardsɯforɯassessingɯcontributorɯcopyrightɯinfringement.ɯ

TheɯCourtɯalsoɯrejectsɯPlaintiffs’ɯassertionɯthatɯitsɯinterpretationɯis

foreclosedɯbyɯtheɯSupremeɯCourt’sɯopinionɯinɯNewɯYorkɯTimesɯCo.ɯv.ɯTasini,ɯ533

U.S.ɯ483ɯ(2001).ɯɯInɯTasini,ɯtheɯplaintiffsɯwereɯfreelanceɯauthorsɯwhoɯsoldɯtheir

copyrightedɯarticlesɯtoɯtheɯdefendantɯprintɯnewspaperɯpublishersɯunderɯcontracts

thatɯdidɯnotɯprovideɯforɯplacementɯofɯtheɯarticlesɯinɯelectronicɯdatabases.ɯɯThe

defendantsɯlaterɯlicensedɯandɯprovidedɯcopiesɯofɯtheɯfreelanceɯarticlesɯto

electronicɯpublishersɯwhoɯplacedɯtheɯarticlesɯinɯtheirɯelectronicɯdatabasesɯthat
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wereɯavailableɯtoɯsubscribers.ɯɯTheɯSupremeɯCourtɯexaminedɯwhetherɯthe

privilegeɯpermittingɯtheɯpublisherɯofɯaɯcollectiveɯworkɯtoɯreproduceɯand

distributeɯtheɯcontributingɯauthors’ɯworksɯ“asɯpartɯofɯ.ɯ.ɯ.ɯ[a]ɯrevisionɯofɯthat

collectiveɯwork”ɯapplied.ɯɯ17ɯU.S.C.ɯ§ɯ201(c).ɯɯTheɯSupremeɯCourtɯconcludedɯthat

theɯprivilegeɯdidɯnotɯapply.ɯɯTasini,ɯ533ɯU.S.ɯatɯ506.ɯɯɯɯɯɯɯɯ

Plaintiffsɯclaimɯthat,ɯinɯTasini,ɯtheɯSupremeɯCourtɯheldɯthatɯaɯviolationɯof

theɯ§ɯ106ɯrightɯtoɯauthorizeɯisɯnotɯlimitedɯtoɯcontributoryɯinfringement.ɯɯThe

SupremeɯCourtɯnotedɯthatɯtheɯplaintiffsɯhadɯnotɯmadeɯanyɯcontributory

infringementɯclaims.ɯɯId.ɯatɯ504.ɯɯSeeɯalsoɯTasiniɯv.ɯNewɯYorkɯTimesɯCo.,ɯ972ɯF.

Supp.ɯ804,ɯ809ɯn.3ɯ(S.D.N.Y.ɯ1997)ɯ(“Plaintiffsɯdoɯnotɯadvanceɯtheɯdistinctɯclaim

thatɯdefendantsɯareɯcontributorilyɯliableɯforɯpotentialɯcopyrightɯinfringementɯby

usersɯofɯtheɯdisputedɯelectronicɯservices.”)ɯ(citationɯomitted).ɯɯAlthoughɯthereɯwas

noɯclaimɯforɯcontributoryɯinfringement,ɯtheɯSupremeɯCourtɯstated:ɯ

WeɯconcludeɯthatɯtheɯElectronicɯPublishersɯinfringedɯtheɯAuthors’
copyrightsɯbyɯreproducingɯandɯdistributingɯtheɯArticlesɯinɯaɯmanner
notɯauthorizedɯbyɯtheɯAuthorsɯandɯnotɯprivilegedɯbyɯ§ɯ201(c).ɯɯWe
furtherɯconcludeɯthatɯtheɯPrintɯPublishersɯinfringedɯtheɯAuthors’
copyrightsɯbyɯauthorizingɯtheɯElectronicɯPublishersɯtoɯplaceɯthe
ArticlesɯinɯtheɯDatabasesɯandɯbyɯaidingɯtheɯElectronicɯPublishersɯin
thatɯendeavor.ɯ

533ɯU.S.ɯatɯ506.ɯɯSeeɯalsoɯid.ɯatɯ498ɯ(“[T]heɯPrintɯPublishers,ɯthroughɯcontracts
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licensingɯtheɯproductionɯofɯcopiesɯinɯtheɯDatabases,ɯ‘authorize’ɯreproductionɯand

distributionɯofɯtheɯArticles,ɯ§ɯ106.”)ɯ(footnoteɯomitted).ɯɯHowever,ɯtheɯSupreme

Court’sɯTasiniɯopinionɯrecountsɯnoɯindicationɯofɯevidenceɯinɯtheɯcaseɯthatɯany

particularɯuserɯhadɯactuallyɯdownloadedɯanyɯofɯtheɯcopiesɯofɯtheɯarticles.ɯɯɯɯ

While,ɯinɯisolation,ɯtheɯlanguageɯcitedɯbyɯPlaintiffsɯcouldɯbeɯconstruedɯto

indicateɯtheɯSupremeɯCourt’sɯapprovalɯofɯanɯindependentɯrightɯtoɯauthorize,ɯthe

Courtɯconcludesɯthat,ɯasɯaɯwhole,ɯtheɯTasiniɯopinionɯdispelsɯthatɯinterpretation.ɯɯ

TheɯSupremeɯCourtɯnotedɯthatɯtheɯElectronicɯPublishersɯhadɯ“exercised”

theɯdistributionɯrightɯ“byɯsellingɯcopiesɯofɯtheɯArticlesɯthroughɯtheɯNEXIS

Database,ɯ[thus]ɯdistribut[ing]ɯcopiesɯofɯtheɯArticlesɯtoɯtheɯpublicɯbyɯsale”ɯand

thatɯtheɯPrintɯPublishersɯhadɯexercisedɯexclusiveɯrightsɯ“throughɯcontracts

licensingɯtheɯproductionɯofɯcopiesɯinɯtheɯDatabases,ɯ[thus]ɯauthoriz[ing]

reproductionɯandɯdistributionɯofɯtheɯArticles.”ɯɯ533ɯU.S.ɯatɯ498ɯ(citationsɯomitted).ɯ

However,ɯtheseɯstatementsɯdoɯnotɯpresupposeɯthatɯtheɯArticlesɯwereɯofferedɯto

theɯpublicɯbutɯnotɯdownloadedɯorɯthatɯtheɯPrintɯPublishersɯwereɯdirectlyɯliableɯfor

makingɯavailableɯtheɯArticlesɯtoɯtheɯpublic.ɯɯRather,ɯtheɯSupremeɯCourtɯwas

generallyɯdiscussingɯtheɯmultipleɯexclusiveɯrightsɯthatɯareɯviolatedɯinɯtheɯgeneral

scenarioɯinɯwhichɯtheɯPrintɯPublisherɯprovidesɯcopiesɯofɯtheɯArticlesɯtoɯthe
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ElectronicɯPublishers,ɯwhoɯdistributeɯthoseɯcopiesɯtoɯtheɯpublic,ɯwhoɯthen

downloadɯtheɯcopiesɯthemselves.ɯɯWhenɯtheɯSupremeɯCourtɯdefinedɯtheɯspecific

legalɯissueɯinɯtheɯcaseɯandɯwhenɯitɯmadeɯitsɯholding,ɯitɯmadeɯclearɯthatɯthe

primaryɯliabilityɯbyɯtheɯPrintɯPublishers,ɯwhichɯoccurredɯwithoutɯanyɯproofɯof

actualɯdisseminationɯtoɯtheɯpublic,ɯwasɯtheɯviolationɯofɯtheɯreproductionɯright,ɯ17

U.S.C.ɯ§ɯ106(1).ɯɯ

TheɯSupremeɯCourtɯclearlyɯstatedɯtheɯlegalɯissueɯbeforeɯit:ɯ“Weɯgranted

certiorariɯtoɯdetermineɯwhetherɯtheɯcopyingɯofɯtheɯAuthor’sɯArticlesɯinɯthe

Databasesɯisɯprivilegedɯbyɯ17ɯU.S.C.ɯ§ɯ201(c).”ɯɯ533ɯU.S.ɯatɯ493ɯ(emphasisɯadded).ɯ

Theɯdistrictɯcourtɯopinionɯclarifiedɯthatɯtheɯplaintiffsɯallegedɯaɯviolationɯofɯthe

reproductionɯrightɯbyɯtheɯplacementɯofɯcopiesɯofɯtheirɯarticlesɯinɯtheɯelectronic

databases:ɯɯ“Plaintiffsɯcomplainɯthatɯtheɯelectronicɯreproductionsɯofɯtheirɯarticles,

onɯNEXISɯandɯonɯdisc,ɯdirectlyɯinfringeɯtheirɯcopyrights.ɯɯTheyɯseekɯtoɯhold

defendantsɯcontributorilyɯliableɯonlyɯtoɯtheɯextentɯthatɯdefendantsɯhave

cooperatedɯwithɯoneɯanotherɯinɯcreatingɯtheseɯallegedlyɯinfringingɯworks.”ɯ

Tasiniɯ,ɯ972ɯF.ɯSupp.ɯatɯ809ɯn.3.ɯɯTheɯSupremeɯCourtɯemphasizedɯtheɯcopying

violationsɯthatɯoccurredɯinɯviolationɯofɯtheɯexclusiveɯrightɯtoɯreproduction:ɯ“The

ElectronicɯPublishersɯ.ɯ.ɯ.ɯareɯsellingɯcopiesɯofɯtheɯArticles.ɯɯAnd,ɯasɯweɯhave
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explained,ɯitɯisɯtheɯcopiesɯthemselves,ɯwithoutɯanyɯmanipulationɯbyɯusers,ɯthat

fallɯoutsideɯtheɯscopeɯofɯtheɯ§ɯ201(c)ɯprivilege.”ɯɯTasini,ɯ533ɯU.S.ɯatɯ504.ɯɯThese

passagesɯsupportɯtheɯconclusionɯthatɯwhenɯtheɯSupremeɯCourtɯwroteɯ“thatɯthe

PrintɯPublishersɯinfringedɯtheɯAuthors’ɯcopyrightsɯbyɯauthorizingɯtheɯElectronic

PublishersɯtoɯplaceɯtheɯArticlesɯinɯtheɯDatabasesɯandɯbyɯaidingɯtheɯElectronic

Publishersɯinɯthatɯendeavor,”ɯitɯwasɯnotɯrecognizingɯanɯindependent

authorizationɯright.ɯɯId.ɯatɯ506.ɯɯInstead,ɯitɯwasɯrecognizingɯthatɯtheɯPrint

Publishersɯwereɯdirectlyɯliableɯforɯaidingɯinɯtheɯreproductionɯofɯtheɯarticlesɯfor

theirɯuseɯbyɯtheɯElectronicɯPublishers.ɯɯAsɯtheɯSupremeɯCourtɯexplicitlyɯheld:ɯ“In

agreementɯwithɯtheɯSecondɯCircuit,ɯweɯholdɯthatɯ§ɯ201(c)ɯdoesɯnotɯauthorizeɯthe

copyingɯatɯissueɯhere.”ɯɯId.ɯatɯ488ɯ(emphasisɯadded).ɯɯɯɯɯɯ

TheɯCourtɯconcludesɯthatɯtheɯtextɯofɯ§ɯ106,ɯcaseɯlaw,ɯandɯlegislativeɯhistory

clearlyɯindicateɯthatɯtheɯauthorizationɯrightɯisɯaɯmeansɯforɯsecondaryɯliability,

whichɯonlyɯappliesɯifɯthereɯisɯanɯactualɯdissemination.ɯ

G.  Eighth Circuit Precedent: National Car Rental System, Inc. v.
Computer Associates International, Inc. 

AlthoughɯtheɯEighthɯCircuitɯCourtɯofɯAppealsɯhasɯnotɯaddressedɯthe

specificɯquestionɯofɯwhetherɯmakingɯaɯsoundɯrecordingɯavailableɯforɯdistribution
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isɯtheɯequivalentɯofɯdistribution,ɯtheɯappellateɯcourtɯhas,ɯinɯfact,ɯaddressedɯand

rejectedɯtheɯmakingɪavailableɯargument.ɯɯInɯNationalɯCarɯRentalɯSystem,ɯInc.ɯv.

ComputerɯAssociatesɯInternational,ɯInc.,ɯtheɯEighthɯCircuitɯaddressedɯwhetherɯa

claimɯthatɯNationalɯCarɯRentalɯSystem,ɯInc.ɯ(“National”)ɯhadɯviolatedɯitsɯlicense

agreementɯwithɯComputerɯAssociatesɯInternational,ɯInc.ɯ(“CA”)ɯbyɯusingɯa

licensedɯcomputerɯprogramɯtoɯprocessɯdataɯforɯotherɯcompaniesɯwasɯpreempted

byɯtheɯCopyrightɯAct.ɯɯ991ɯF.2dɯ426,ɯ430ɪ31ɯ(8thɯCir.ɯ1993).ɯɯInɯorderɯtoɯanswer

thisɯquestion,ɯtheɯEighthɯCircuitɯaddressedɯ“whetherɯCA’sɯallegationɯthat

Nationalɯbreachedɯtheirɯcontractɯbyɯusingɯtheɯprogramɯinɯaɯfashionɯnotɯallowed

underɯtheɯcontractɯprotectsɯaɯrightɯequivalentɯtoɯoneɯofɯtheɯexclusiveɯcopyright

rights.”ɯɯId.ɯɯTheɯEighthɯCircuitɯconcludedɯ“thatɯtheɯcontractualɯrestrictionɯonɯuse

ofɯtheɯprogramsɯconstitutesɯanɯadditionalɯelementɯmakingɯthisɯcauseɯofɯactionɯnot

equivalentɯtoɯaɯcopyrightɯaction.”ɯɯId.ɯatɯ432.ɯɯ

Nationalɯarguedɯthatɯ“anɯallegationɯthatɯitɯusedɯtheɯprogramɯforɯanotherɯis

inɯfactɯanɯallegationɯthatɯitɯdistributedɯtheɯ‘functionality’ɯofɯtheɯprogram.”ɯɯId.ɯat

434.ɯɯItɯconcludedɯthat,ɯtherefore,ɯtheɯclaimɯwouldɯbeɯpreemptedɯbecauseɯitɯwould

protectɯaɯrightɯequivalentɯtoɯoneɯofɯtheɯexclusiveɯrightsɯinɯcopyright.ɯɯTheɯEighth

Circuitɯrejectedɯthisɯargument,ɯreasoning,ɯamongɯotherɯthings:ɯɯɯ
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[E]venɯwithɯrespectɯtoɯcomputerɯsoftware,ɯtheɯdistributionɯrightɯis
onlyɯtheɯrightɯtoɯdistributeɯcopiesɯofɯtheɯwork.ɯɯAsɯProfessorɯNimmer
hasɯstated,ɯ“[i]nfringementɯofɯ[theɯdistributionɯright]ɯrequiresɯan
actualɯdisseminationɯofɯeitherɯcopiesɯorɯphonorecords.”ɯɯ2ɯNimmer
onɯCopyrightɯ§ɯ8.11[A],ɯatɯ8ɪ124.1.ɯ

Id.ɯatɯ434.ɯɯTherefore,ɯmakingɯtheɯprogramsɯavailableɯforɯuseɯforɯthirdɯpartiesɯdid

notɯconstituteɯdistribution.ɯɯ

TheɯNationalɯCarɯRentalɯdecisionɯisɯtheɯbindingɯlawɯofɯtheɯEighthɯCircuit

onɯtheɯmeaningɯofɯ§ɯ106(3)ɯandɯhasɯbeenɯreliedɯuponɯbyɯnumerousɯdistrictɯcourts

inɯtheɯpeerɪtoɪpeerɯnetworkɯdownloadingɯcontext.ɯɯSee,ɯe.g.,ɯAtl.ɯRecordingɯCorp.

v.ɯHowell,ɯ554ɯF.ɯSupp.ɯ2dɯ976,ɯ981ɯ(D.ɯAriz.ɯ2008)ɯ(“Theɯgeneralɯrule,ɯsupported

byɯtheɯgreatɯweightɯofɯauthority,ɯisɯthatɯ‘infringementɯofɯ[theɯdistributionɯright]

requiresɯanɯactualɯdisseminationɯofɯeitherɯcopiesɯorɯphonorecords.’”)ɯ(quoting

Nat’lɯCarɯRental,ɯ991ɯF.2dɯatɯ434);ɯLondonɪSireɯRecords,ɯInc.ɯv.ɯDoeɯ1,ɯ542ɯF.

Supp.ɯ2dɯ153,ɯ167ɯ(D.ɯMass.ɯ2008)ɯ(characterizingɯtheɯholdingɯofɯNationalɯCar

Rentalɯasɯ“statingɯthatɯinfringementɯofɯtheɯdistributionɯrightɯrequiresɯtheɯactual

disseminationɯofɯcopiesɯorɯphonorecords”).ɯɯɯɯɯɯɯɯ

WhileɯtheɯEighthɯCircuitɯdidɯprovideɯmultipleɯreasonsɯforɯitsɯholdingɯthat

Nationalɯdidɯnotɯdistributeɯfunctionality,ɯoneɯofɯthoseɯgroundsɯwasɯthat

distributionɯrequiredɯactualɯdisseminationɯofɯaɯcopy.ɯɯTherefore,ɯtheɯstatement
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thatɯ“[i]nfringementɯofɯ[theɯdistributionɯright]ɯrequiresɯanɯactualɯdisseminationɯof

eitherɯcopiesɯorɯphonorecords”ɯisɯnotɯdictum.ɯɯMoreover,ɯasɯtheɯCourtɯhasɯalready

determined,ɯtheɯEighthɯCircuit’sɯholdingɯisɯconsistentɯwithɯtheɯonlyɯreasonable

interpretationɯofɯ§ɯ106(3).ɯɯ

Amiciɯargueɯthat,ɯevenɯifɯtheɯCourtɯdoesɯfollowɯNationalɯCarɯRental,ɯit

shouldɯfindɯthatɯaɯdefendantɯwhoɯmakesɯcopyrightedɯworksɯavailableɯforɯfileɪ

sharingɯoverɯaɯpeerɪtoɪpeerɯnetworkɯshouldɯbeɯdeemedɯtoɯhaveɯsatisfiedɯany

requirementɯofɯactualɯdisseminationɯofɯcopiesɯorɯphonorecords.ɯɯAmiciɯargueɯthat

thisɯruleɯisɯappropriateɯbecauseɯpeerɪtoɪpeerɯinfringersɯuseɯtechnology

specificallyɯconfiguredɯnotɯtoɯretainɯdirectɯevidenceɯofɯwrongdoing,ɯmakingɯproof

ofɯactualɯdisseminationɯdifficult.ɯɯThisɯargumentɯisɯbasedɯonɯtheɯFourthɯCircuit

decisionɯofɯHotalingɯv.ɯChurchɯofɯJesusɯChristɯofɯLatterɪDayɯSaints,ɯ118ɯF.3dɯ199

(4thɯCir.ɯ1997).ɯ

H.  Hotaling v. Church of Jesus Christ of Latter‐Day Saints

InɯHotaling,ɯtheɯFourthɯCircuitɯheldɯthatɯ“aɯlibraryɯdistributesɯaɯpublished

work,ɯwithinɯtheɯmeaningɯofɯtheɯCopyrightɯAct,ɯwhenɯitɯplacesɯanɯunauthorized

copyɯofɯtheɯworkɯinɯitsɯcollection,ɯincludesɯtheɯcopyɯinɯitsɯcatalogɯorɯindexɯsystem,

andɯmakesɯtheɯcopyɯavailableɯtoɯtheɯpublic.”ɯɯId.ɯatɯ201ɯ(citationɯomitted).ɯɯ
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TheɯFourthɯCircuitɯnoted,ɯ“Inɯorderɯtoɯestablishɯ‘distribution’ɯofɯa

copyrightedɯwork,ɯaɯpartyɯmustɯshowɯthatɯanɯunlawfulɯcopyɯwasɯdisseminated

‘toɯtheɯpublic.’”ɯɯId.ɯatɯ203ɯ(citing,ɯe.g.,ɯ17ɯU.S.C.ɯ§ɯ106(3);ɯNat’lɯCarɯRental,ɯ991

F.2dɯatɯ434).ɯɯInɯHotaling,ɯthereɯwasɯnoɯevidenceɯinɯtheɯrecordɯ“showingɯspecific

instancesɯwithinɯtheɯlimitationsɯperiodɯinɯwhichɯtheɯlibrariesɯloanedɯthe

infringingɯcopiesɯtoɯmembersɯofɯtheɯpublic.”ɯɯId.ɯatɯ203.ɯɯTheɯcourtɯconcluded,ɯ

Whenɯaɯpublicɯlibraryɯaddsɯaɯworkɯtoɯitsɯcollection,ɯlistsɯtheɯworkɯin
itsɯindexɯorɯcatalogɯsystem,ɯandɯmakesɯtheɯworkɯavailableɯtoɯthe
borrowingɯorɯbrowsingɯpublic,ɯitɯhasɯcompletedɯallɯtheɯsteps
necessaryɯforɯdistributionɯtoɯtheɯpublic.ɯɯAtɯthatɯpoint,ɯmembersɯof
theɯpublicɯcanɯvisitɯtheɯlibraryɯandɯuseɯtheɯwork.ɯɯWereɯthisɯnotɯtoɯbe
consideredɯdistributionɯwithinɯtheɯmeaningɯofɯ§ɯ106(3),ɯaɯcopyright
holderɯwouldɯbeɯprejudicedɯbyɯaɯlibraryɯthatɯdoesɯnotɯkeepɯrecords
ofɯpublicɯuse,ɯandɯtheɯlibraryɯwouldɯunjustlyɯprofitɯbyɯitsɯown
omission.ɯ

Id.ɯatɯ203.ɯɯAsɯdemonstratedɯbyɯtheɯquotationɯabove,ɯtheɯFourthɯCircuitɯdidɯnot

analyzeɯanyɯcaseɯlawɯtoɯsupportɯitsɯconclusionɯthatɯmakingɯtheɯcopyrighted

materialsɯavailableɯforɯdistributionɯconstitutedɯdistribution.ɯɯNorɯdidɯitɯconduct

anyɯanalysisɯofɯ§ɯ106(3).ɯɯInstead,ɯtheɯcourtɯwasɯguidedɯbyɯequitableɯconcerns.ɯɯɯɯɯ

SomeɯcourtsɯhaveɯappliedɯtheɯprincipleɯarticulatedɯinɯHotalingɯtoɯconclude

thatɯmerelyɯmakingɯaɯworkɯavailableɯforɯothersɯtoɯdownloadɯoverɯaɯpeerɪtoɪpeer

networkɯmayɯconstituteɯaɯdistribution.ɯɯSee,ɯe.g.,ɯWarnerɯBros.ɯRecords,ɯInc.ɯv.
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Payne,ɯCivilɯActionɯNo.ɯWɪ06ɪCAɪ051,ɯ2006ɯWLɯ2844415,ɯatɯ*3ɪ4ɯ(W.D.ɯTex.ɯJuly

17,ɯ2006)ɯ(“Listingɯunauthorizedɯcopiesɯofɯsoundɯrecordingsɯusingɯanɯonline

fileɪsharingɯsystemɯconstitutesɯanɯofferɯtoɯdistributeɯthoseɯworks,ɯthereby

violatingɯaɯcopyrightɯowner’sɯexclusiveɯrightɯofɯdistribution.ɯ“)ɯ(citing,ɯe.g.,

Hotaling,ɯ118ɯF.3dɯatɯ203).ɯ

AmiciɯconcludeɯthatɯHotaling’sɯdeemedɯdistributedɯliabilityɯshouldɯapply

toɯpeerɪtoɪpeerɯfileɯsharingɯbecauseɯaɯcontraryɯruleɯwouldɯrewardɯinfringersɯwho

useɯtechnologyɯconfiguredɯtoɯnotɯretainɯdirectɯevidenceɯofɯwrongdoing.ɯɯSee

WarnerɯBros.ɯRecords,ɯInc.,ɯ2006ɯWLɯ2844415,ɯatɯ*3ɯ(“[T]heɯsameɯevidentiary

concernsɯthatɯwereɯpresentɯinɯHotalingɯareɯalsoɯpresentɯinɯaɯcaseɯinvolvingɯpeerɪ

toɪpeerɯfileɯsharingɯprograms.ɯɯAsɯPlaintiffsɯnote,ɯ‘[p]iracyɯtypicallyɯtakesɯplace

behindɯclosedɯdoorsɯandɯbeyondɯtheɯwatchfulɯeyesɯofɯaɯcopyrightɯholder.’”)

(citationsɯomitted).

NationalɯCarɯRental,ɯnotɯHotaling,ɯisɯbindingɯuponɯthisɯCourt.ɯɯMoreover,

NationalɯCarɯRental,ɯnotɯHotaling,ɯisɯconsistentɯwithɯtheɯlogicalɯstatutory

interpretationɯofɯ§ɯ106(3),ɯtheɯbodyɯofɯCopyrightɯActɯcaseɯlaw,ɯandɯtheɯlegislative

historyɯofɯtheɯCopyrightɯAct.ɯɯNonetheless,ɯitɯisɯappropriateɯtoɯnoteɯthatɯthis

Court’sɯrejectionɯofɯHotalingɯinɯfavorɯofɯtheɯplainɯmeaningɯofɯ§ɯ106(3)ɯdoesɯnot
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leaveɯcopyrightɯholdersɯwithoutɯredress.ɯɯTheɯspecterɯofɯimpossibleɪtoɪmeet

evidentiaryɯstandardsɯraisedɯbyɯamiciɯisɯoverstated.ɯɯAɯpersonɯwhoɯmakesɯan

unauthorizedɯcopyɯorɯphonorecordɯofɯaɯcopyrightedɯworkɯforɯtheɯpurposesɯof

uploadingɯitɯontoɯaɯpeerɪtoɪpeerɯnetwork,ɯabsentɯaɯdefenseɯsuchɯasɯfairɯuse,

violatesɯtheɯreproductionɯright.ɯɯ17ɯU.S.C.ɯ§ɯ106(a).ɯɯThatɯpersonɯmightɯalsoɯbe

liableɯforɯindirectɯinfringementɯtoɯtheɯextentɯthatɯherɯconductɯcausedɯothersɯto

engageɯinɯunauthorizedɯreproduction,ɯadaptation,ɯpublicɯdistribution,ɯpublic

performance,ɯorɯpublicɯdisplayɯofɯanother’sɯcopyrightedɯwork.ɯ

Theɯendɯuserɯwhoɯaccessesɯorɯdownloadsɯtheɯunauthorizedɯcopyɯor

phonorecordɯmayɯbeɯliableɯforɯdirectɯinfringement,ɯdependingɯonɯtheɯfactsɯofɯthe

caseɯandɯtheɯapplicabilityɯofɯdefenses,ɯsuchɯasɯtheɯfairɯuseɯdefense.ɯɯUnderɯcertain

circumstances,ɯaɯpersonɯwhoɯmarketsɯproductsɯorɯservicesɯthatɯcanɯenableɯothers

toɯinfringeɯorɯtoɯcircumventɯtechnologicalɯmeasuresɯthatɯcontrolɯorɯrestrictɯaccess

toɯcopyrightedɯworksɯalsoɯmayɯbeɯliableɯforɯindirectɯinfringementɯorɯforɯviolation

ofɯtheɯDigitalɯMillenniumɯCopyrightɯAct,ɯ17ɯU.S.C.ɯ§§ɯ1201(a)(2),ɯ(b).ɯɯ

ɯɯ Finally,ɯwhileɯtheɯCourtɯdoesɯnotɯadoptɯtheɯdeemedɪdisseminatedɯtheory

basedɯonɯHotaling,ɯitɯnotesɯthatɯdirectɯproofɯofɯactualɯdisseminationɯisɯnot

requiredɯbyɯtheɯCopyrightɯAct.ɯɯPlaintiffsɯareɯfreeɯtoɯemployɯcircumstantial
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evidenceɯtoɯattemptɯtoɯproveɯactualɯdissemination.ɯɯOverall,ɯitɯisɯapparentɯthat

implementationɯofɯCongress’sɯintentɯthroughɯaɯplainɯmeaningɯinterpretationɯof

§ɯ106(3)ɯwillɯnotɯleaveɯcopyrightɯholdersɯwithoutɯrecourseɯwhenɯinfringement

occursɯoverɯaɯpeerɪtoɪpeerɯnetwork.ɯ

I.  Implications of International Law

1.  U.S. Treaty Obligations Regarding the Making‐Available
Right 

TheɯUnitedɯStatesɯisɯpartyɯtoɯtheɯWorldɯIntellectualɯPropertyɯOrganization

(“WIPO”)ɯCopyrightɯTreatyɯ(“WCT”)ɯandɯtheɯWIPOɯPerformancesɯand

PhonogramsɯTreatyɯ(“WPPT”).ɯɯS.ɯRep.ɯNo.ɯ105ɪ190,ɯ5,ɯ9ɯ(1998).ɯɯItɯisɯundisputed

thatɯtheɯWCTɯandɯtheɯWPPTɯrecognizeɯaɯmakingɪavailableɯrightɯthatɯisɯnot

dependentɯonɯproofɯthatɯcopiesɯwereɯactuallyɯtransferredɯtoɯparticular

individuals.ɯɯWCTɯart.ɯ6(1),ɯart.ɯ8;ɯWPPTɯart.ɯ12(1),ɯart.ɯ14.ɯɯAdditionally,ɯby

ratifyingɯandɯadoptingɯtheɯtreaties,ɯtheɯlegislativeɯandɯexecutiveɯbranches

indicatedɯthatɯU.S.ɯlawɯcompliedɯwithɯtheɯtreatiesɯbyɯprotectingɯthatɯmakingɪ

availableɯright.ɯɯɯɯ

AmiciɯalsoɯnoteɯthatɯtheɯUnitedɯStatesɯhasɯenteredɯvariousɯFreeɯTrade

Agreementsɯ(“FTA”)ɯthatɯrequireɯtheɯUnitedɯStatesɯtoɯprovideɯaɯmakingɪavailable
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right.ɯɯSee,ɯe.g.,ɯU.S.ɪAustraliaɯFreeɯTradeɯAgreement,ɯart.ɯ17.5,ɯMayɯ18,ɯ2004.

2.  Charming‐Betsy Doctrine 

a.  Introduction to the Doctrine 

AmiciɯassertɯthatɯunderɯtheɯCharmingɪBetsyɯrule,ɯtheɯCourtɯmustɯadopt

anyɯreasonableɯinterpretationɯofɯtheɯCopyrightɯActɯthatɯwouldɯgrantɯPlaintiffsɯa

makingɪavailableɯrightɯtoɯensureɯthatɯtheɯU.S.ɯcompliesɯwithɯitsɯtreatyɯobligations.ɯ

TheɯSupremeɯCourtɯhasɯexplained:ɯ

[T]hisɯCourtɯordinarilyɯconstruesɯambiguousɯstatutesɯtoɯavoid
unreasonableɯinterferenceɯwithɯtheɯsovereignɯauthorityɯofɯother
nations.ɯɯThisɯruleɯofɯconstructionɯreflectsɯprinciplesɯofɯcustomary
internationalɯlawɯ–ɯlawɯthatɯ(weɯmustɯassume)ɯCongressɯordinarily
seeksɯtoɯfollow.ɯɯ

F.ɯHoffmannɪLaɯRocheɯLtd.ɯv.ɯEmpagranɯS.A.,ɯ542ɯU.S.ɯ155,ɯ164ɯ(2004).ɯɯSee

Murrayɯv.ɯSchoonerɯCharmingɯBetsy,ɯ6ɯU.S.ɯ(2ɯCranch)ɯ64,ɯ118,ɯ2ɯL.ɯEd.ɯ208ɯ(1804)

(“[A]nɯactɯofɯCongressɯoughtɯneverɯtoɯbeɯconstruedɯtoɯviolateɯtheɯlawɯofɯnationsɯif

anyɯotherɯpossibleɯconstructionɯremains.ɯ.ɯ.ɯ.”).

b.  Application of the Doctrine to Non‐Self‐Executing
Treaties 

TheɯWIPOɯtreatiesɯareɯnotɯselfɪexecutingɯandɯlackɯanyɯbindingɯlegal

authorityɯseparateɯfromɯtheirɯimplementationɯthroughɯtheɯCopyrightɯAct.ɯɯ17
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U.S.C.ɯ§ɯ104(c),ɯ(d);ɯMedellinɯv.ɯTexas,ɯ128ɯSɯCt.ɯ1346,ɯ1365ɯ(2008)ɯ(holdingɯthat

nonɪselfɪexecutingɯtreatiesɯdoɯnotɯhaveɯbindingɯdomesticɯeffect).ɯɯTherefore,ɯthe

factɯthatɯtheɯWIPOɯtreatiesɯprotectɯaɯmakingɪavailableɯrightɯdoesɯnotɯcreateɯan

enforceableɯmakingɪavailableɯrightɯforɯPlaintiffsɯinɯthisɯCourt.ɯɯSee,ɯe.g.,

GuaylupoɪMoyaɯv.ɯGonzales,ɯ423ɯF.3dɯ121,ɯ137ɯ(2dɯCir.ɯ2005)ɯ(“Thisɯdeclaration

[thatɯtheɯICCPRɯisɯnotɯselfɪexecuting]ɯmeansɯthatɯtheɯprovisionsɯofɯtheɯICCPRɯdo

notɯcreateɯaɯprivateɯrightɯofɯactionɯorɯseparateɯformɯofɯreliefɯenforceableɯinɯUnited

Statesɯcourts.”)ɯ(citationsɯomitted).ɯɯRather,ɯtheɯcontentsɯofɯtheɯWIPOɯtreatiesɯare

onlyɯrelevantɯinsofarɯasɯ§ɯ106(3)ɯisɯambiguousɯandɯthereɯisɯaɯreasonable

interpretationɯofɯ§ɯ106(3)ɯthatɯalignsɯwithɯtheɯUnitedɯStates’ɯtreatyɯobligations.ɯɯɯ

c.  Application of the Doctrine in This Case  ɯ

TheɯCourtɯacknowledgesɯthatɯpastɯPresidents,ɯCongresses,ɯandɯtheɯRegister

ofɯCopyrightsɯhaveɯindicatedɯtheirɯbeliefɯthatɯtheɯCopyrightɯActɯimplements

WIPO’sɯmakeɪavailableɯright.ɯɯTheɯCourtɯalsoɯacknowledgesɯthat,ɯgivenɯmultiple

reasonableɯconstructionsɯofɯU.S.ɯlaw,ɯtheɯCharmingɪBetsyɯdoctrineɯdirectsɯthe

CourtɯtoɯadoptɯtheɯreasonableɯconstructionɯthatɯisɯconsistentɯwithɯtheɯUnited

States’ɯinternationalɯobligations.ɯɯHowever,ɯafterɯreviewingɯtheɯCopyrightɯAct

itself,ɯlegislativeɯhistory,ɯbindingɯSupremeɯCourtɯandɯEighthɯCircuitɯprecedent,
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andɯanɯextensiveɯbodyɯofɯcaseɯlawɯexaminingɯtheɯCopyrightɯAct,ɯtheɯCourt

concludesɯthatɯPlaintiffs’ɯinterpretationɯofɯtheɯdistributionɯrightɯisɯsimplyɯnot

reasonable.ɯɯTheɯCharmingɪBetsyɯdoctrineɯisɯaɯhelpfulɯtoolɯforɯstatutory

construction,ɯbutɯitɯisɯnotɯaɯsubstantiveɯlaw.ɯɯItɯisɯalwaysɯtheɯcaseɯthatɯ“clear

congressionalɯactionɯtrumpsɯcustomaryɯinternationalɯlawɯandɯpreviouslyɯenacted

treaties.”ɯɯGuaylupoɪMoya,ɯ423ɯF.3dɯatɯ136ɯ(holdingɯthatɯitɯisɯimproperɯtoɯapply

theɯCharmingɪBetsyɯcanonɯwhenɯ“theɯrelevantɯprovisionsɯ[ofɯdomesticɯlaw]ɯare

unambiguous”).ɯɯHere,ɯconcernɯforɯU.S.ɯcomplianceɯwithɯtheɯWIPOɯtreatiesɯand

theɯFTAsɯcannotɯoverrideɯtheɯclearɯcongressionalɯintentɯinɯ§ɯ106(3).ɯ

J.  Grant of a New Trial 

Liabilityɯforɯviolationɯofɯtheɯexclusiveɯdistributionɯrightɯfoundɯinɯ§ɯ106(3)

requiresɯactualɯdissemination.ɯɯJuryɯInstructionɯNo.ɯ15ɯwasɯerroneousɯandɯthat

errorɯsubstantiallyɯprejudicedɯThomas’sɯrights.ɯɯBasedɯonɯtheɯCourt’sɯerrorɯin

instructingɯtheɯjury,ɯitɯgrantsɯThomasɯaɯnewɯtrial.ɯɯBecauseɯtheɯCourtɯgrantsɯaɯnew

trialɯonɯtheɯbasisɯofɯjuryɯinstructionɯerror,ɯitɯdoesɯnotɯreachɯThomas’sɯclaim

regardingɯexcessiveɯdamagesɯsetɯforthɯinɯherɯmotionɯforɯaɯnewɯtrial.ɯɯPlaintiffs’

requestɯtoɯamendɯtheɯjudgmentɯisɯdeniedɯbecauseɯtheɯjudgmentɯisɯvacated.ɯɯɯ

K.  Need for Congressional Action 
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TheɯCourtɯwouldɯbeɯremissɯifɯitɯdidɯnotɯtakeɯthisɯopportunityɯtoɯimplore

CongressɯtoɯamendɯtheɯCopyrightɯActɯtoɯaddressɯliabilityɯandɯdamagesɯinɯpeerɪ

toɪpeerɯnetworkɯcasesɯsuchɯasɯtheɯoneɯcurrentlyɯbeforeɯthisɯCourt.ɯɯTheɯCourt

beginsɯitsɯanalysisɯbyɯrecognizingɯtheɯuniqueɯnatureɯofɯthisɯcase.ɯɯTheɯdefendant

isɯanɯindividual,ɯaɯconsumer.ɯɯSheɯisɯnotɯaɯbusiness.ɯɯSheɯsoughtɯnoɯprofitɯfrom

herɯacts.ɯɯTheɯmyriadɯofɯcopyrightɯcasesɯcitedɯbyɯPlaintiffsɯandɯtheɯGovernment,

inɯwhichɯcourtsɯupheldɯlargeɯstatutoryɯdamagesɯawardsɯfarɯaboveɯtheɯminimum,

haveɯlimitedɯrelevanceɯinɯthisɯcase.ɯɯAllɯofɯtheɯcitedɯcasesɯinvolveɯcorporateɯor

businessɯdefendantsɯandɯseekɯtoɯdeterɯfutureɯillegalɯcommercialɯconduct.ɯɯThe

partiesɯpointɯtoɯnoɯcaseɯinɯwhichɯlargeɯstatutoryɯdamagesɯwereɯappliedɯtoɯaɯparty

whoɯdidɯnotɯinfringeɯinɯsearchɯofɯcommercialɯgain.ɯ

TheɯstatutoryɯdamagesɯawardedɯagainstɯThomasɯareɯnotɯaɯdeterrent

againstɯthoseɯwhoɯpirateɯmusicɯinɯorderɯtoɯprofit.ɯɯThomas’sɯconductɯwas

motivatedɯbyɯherɯdesireɯtoɯobtainɯtheɯcopyrightedɯmusicɯforɯherɯownɯuse.ɯɯThe

CourtɯdoesɯnotɯcondoneɯThomas’sɯactions,ɯbutɯitɯwouldɯbeɯaɯfarceɯtoɯsayɯthatɯa

singleɯmother’sɯactsɯofɯusingɯKazaaɯareɯtheɯequivalent,ɯforɯexample,ɯtoɯtheɯactsɯof

globalɯfinancialɯfirmsɯillegallyɯinfringingɯonɯcopyrightsɯinɯorderɯtoɯprofitɯinɯthe

securitiesɯmarket.ɯɯCf.ɯLowry’sɯReports,ɯInc.ɯv.ɯLeggɯMason,ɯInc.,ɯ271ɯF.ɯSupp.ɯ2d



42

737,ɯ741ɪ42ɯ(D.ɯMd.ɯ2003)ɯ(describingɯdefendantsɯasɯaɯ“globalɯfinancialɪservices

firm”ɯandɯaɯcorporationɯthatɯbrokersɯsecurities).

WhileɯtheɯCourtɯdoesɯnotɯdiscountɯPlaintiffs’ɯclaimɯthat,ɯcumulatively,

illegalɯdownloadingɯhasɯfarɪreachingɯeffectsɯonɯtheirɯbusinesses,ɯtheɯdamages

awardedɯinɯthisɯcaseɯareɯwhollyɯdisproportionateɯtoɯtheɯdamagesɯsufferedɯby

Plaintiffs.ɯɯThomasɯallegedlyɯinfringedɯonɯtheɯcopyrightsɯofɯ24ɯsongsɯɪɯthe

equivalentɯofɯapproximatelyɯthreeɯCDs,ɯcostingɯlessɯthanɯ$54,ɯandɯyetɯtheɯtotal

damagesɯawardedɯisɯ$222,000ɯ–ɯmoreɯthanɯfiveɯhundredɯtimesɯtheɯcostɯofɯbuying

24ɯseparateɯCDsɯandɯmoreɯthanɯfourɯthousandɯtimesɯtheɯcostɯofɯthreeɯCDs.ɯɯWhile

theɯCopyrightɯActɯwasɯintendedɯtoɯpermitɯstatutoryɯdamagesɯthatɯareɯlargerɯthan

theɯsimpleɯcostɯofɯtheɯinfringedɯworksɯinɯorderɯtoɯmakeɯinfringingɯaɯfarɯless

attractiveɯalternativeɯthanɯlegitimatelyɯpurchasingɯtheɯsongs,ɯsurelyɯdamagesɯthat

areɯmoreɯthanɯoneɯhundredɯtimesɯtheɯcostɯofɯtheɯworksɯwouldɯserveɯasɯa

sufficientɯdeterrent.ɯɯɯɯɯ

Thomasɯnotɯonlyɯgainedɯnoɯprofitsɯfromɯherɯallegedɯillegalɯactivities,ɯshe

soughtɯnoɯprofits.ɯɯPartɯofɯtheɯjustificationɯforɯlargeɯstatutoryɯdamagesɯawardsɯin

copyrightɯcasesɯisɯtoɯdeterɯactorsɯbyɯensuringɯthatɯtheɯpossibleɯpenaltyɯfor

infringingɯsubstantiallyɯoutweighsɯtheɯpotentialɯgainɯfromɯinfringing.ɯɯInɯtheɯcase
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ofɯcommercialɯactors,ɯtheɯpotentialɯgainɯinɯrevenuesɯisɯenormousɯandɯenticingɯto

potentialɯinfringers.ɯɯInɯtheɯcaseɯofɯindividualsɯwhoɯinfringeɯbyɯusingɯpeerɪtoɪpeer

networks,ɯtheɯpotentialɯgainɯfromɯinfringementɯisɯaccessɯtoɯfreeɯmusic,ɯnotɯthe

possibilityɯofɯhundredsɯofɯthousandsɯɯ–ɯorɯevenɯmillionsɯ–ɯofɯdollarsɯinɯprofits.ɯ

Thisɯfactɯmeansɯthatɯstatutoryɯdamagesɯawardsɯofɯhundredsɯofɯthousandsɯof

dollarsɯisɯcertainlyɯfarɯgreaterɯthanɯnecessaryɯtoɯaccomplishɯCongress’sɯgoalɯof

deterrence.ɯɯɯ

Unfortunately,ɯbyɯusingɯKazaa,ɯThomasɯactedɯlikeɯcountlessɯotherɯInternet

users.ɯɯHerɯallegedɯactsɯwereɯillegal,ɯbutɯcommon.ɯɯHerɯstatusɯasɯaɯconsumerɯwho

wasɯnotɯseekingɯtoɯharmɯherɯcompetitorsɯorɯmakeɯaɯprofitɯdoesɯnotɯexcuseɯher

behavior.ɯɯButɯitɯdoesɯmakeɯtheɯawardɯofɯhundredsɯofɯthousandsɯofɯdollarsɯin

damagesɯunprecedentedɯandɯoppressive.ɯɯɯɯɯɯ

Accordingly,ɯbasedɯuponɯtheɯfiles,ɯrecords,ɯandɯproceedingsɯherein, IT IS

HEREBY ORDERED:ɯ

1.ɯ TheɯCourtɯherebyɯVACATESɯtheɯverdictɯrenderedɯinɯthisɯcaseɯbyɯthe
juryɯandɯgrantsɯDefendantɯaɯnewɯtrialɯtoɯcommenceɯonɯaɯdateɯtoɯbe
setɯbyɯtheɯCourtɯafterɯconsultationɯwithɯtheɯparties.ɯɯ

2.ɯ TheɯJudgmentɯenteredɯonɯOctoberɯ5,ɯ2007ɯ[DocketɯNo.ɯ106]ɯis
VACATED.ɯ
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3.ɯ Defendant’sɯMotionɯforɯNewɯTrial,ɯorɯinɯtheɯAlternative,ɯfor
Remittiturɯ[DocketɯNo.ɯ109]ɯisɯGRANTED onɯtheɯgroundsɯsetɯforth
inɯthisɯMemorandumɯofɯLawɯ&ɯOrder.ɯ

4.ɯ Plaintiffs’ɯunopposedɯMotionɯtoɯAmendɯJudgmentɯ[DocketɯNo.ɯ116]
isɯDENIED.ɯ

ɯ
Dated:ɯɯɯSeptemberɯ24,ɯ2008 s/MichaelɯJ.ɯDavis
ɯɯɯɯɯɯɯɯɯɯ MichaelɯJ.ɯDavis

ChiefɯJudgeɯ
ɯɯɯɯɯɯɯɯɯ UnitedɯStatesɯDistrictɯCourtɯɯɯɯ


