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BRIEF OF AMICUS CURIAE MOTION PICTURE ASSOCIATION OF
AMERICA, INC. (MPAA) IN SUPPORT OF PLAINTIFF PERFECT 10,
INC.’S APPEAL SEEKING REVERSAL IN PART AND AFFIRMANCE IN
PART OF THE DISTRICT COURT’S ORDER DENYING IN PART AND
GRANTING IN PART A PRELIMINARY INJUNCTION

INTERESTS OF THE AMICUS

With the consent of all parties, pursuant to FRAP 29(a), the Motion Picture
Association of America, Inc. (MPAA) respectfully submits this amicus briefin
support of Plaintiff’s appeal from the District Court’s denial, in part, of a motion
for a preliminary injunction.

The MPAA is a trade association whose members include the largest motion
picture distributors in the United States.' Founded in 1922, the MPAA serves as
the voice and advocate of the domestic motion picture, home video and television
industries. Increasingly, MPAA member companies — like other owners of |
copyright — are using new ways of publicly displaying, publicly performing, and
distributing their works in electronic form. But their digital dissemination efforts
are undercut by widespread infringement of their copyrighted works online. The
harmful impact of this illegal activity is felt not just by copyright owners, but also

by consumers, who are deprived of the added creativity and the broader, more

' The members of the MPAA are Buena Vista Pictures Distribution (Disney),
Metro-Goldwyn-Mayer Studios Inc., Paramount Pictures Corporation, Sony
Pictures Entertainment Inc., Twentieth Century Fox Film Corporation, Universal
City Studios LLLP and Warner Bros. Entertainment Inc.



diverse and more convenient public dissemination of copyrighted material that
would flow from effective copyright protection. Amicus thus has a strong interest
in ensuring the proper application of copyright law, and of the doctrines of indirect
liability for copyright infringement, to Defendant Google and to other entities
whose businesses enable the digital distribution, public performance and public
display of copyrighted works.

SUMMARY OF ARGUMENT

The District Court applied the wrong standards in ruling on several issues of
third party and direct infringement.

The District Court dismissed the concept that knowingly facilitating access
to infringing materials through search tools could constitute “material
contribution” for purposes of establishing contributory liability. It overlooked that
Congress in 1998 specifically addressed the risk of infringement liability for
providers of “information location tools,” by creating a framework in 17 U.S.C. §

- 512(d) for encouraging cooperative efforts against infringements while severely
limiting liability for providers like Google. The incentives Congress provided for
such cooperation would be fundamentally jeopardized under the District Court’s
approach. Moreover, the “but for” test applied below for determining material

contribution is contradicted by this Court’s precedents.



The tests the District Court used for direct infringement of the exclusive
public display and distribution rights are inconsistent with the Copyright Act.
Under the District Court’s “server test,” an online entity that does not host an
infringing copy of an image cannot be liable for displaying it to the public; but,
Congress meant the “public display” right to be invoked even when no infringing
reproduction occurs. Similarly, making copies of works available for distribution
infringes the distribution right, even if no actual transfer is shown. In both cases,
the practical impact of the District Court’s approach would undermine éopyright
protection on the Internet.

Finally, although the District Court properly concluded that Google is likely
a direct infringer because of the “thumbnail” versions of Plaintiff’s works and that
such infringement is not excused as a “fair use,” its analysis of transformation,
within the first statutory fair use factor, was misplaced. Google’s copies served
only to lead users to infringing full-size images, so Google’s use was not
transformative, and the critical first factor should have weighed heavily against it.

ARGUMENT

L. THE DISTRICT COURT ERRED IN ITS TREATMENT OF
MATERIAL CONTRIBUTION AS AN ELEMENT OF
CONTRIBUTORY LIABILITY

Plaintiff claimed that Google is contributorily liable for the widespread

direct infringement of Plaintiff’s copyrighted images by third-party websites to



which Google links. The District Court’s conclusion that these claims were
unlikely to succeed rests on a misapprehension of what constitutes a “material
contribution” in the online environment. Although the Copyright Act does not
define the circumstances in which contributory liability applies, Congress in 1998
specifically addressed the potential liability of online providers (like Google) of
information location tools that direct users to infringing material. Recognizing that
good search tools are “essential to the operation of the Internet,” S. Rep. No. 105-
190 at 49 (1998) (“Senate OCILLA Report”), Congress drew a roadmap for how
providers could minimize their exposure to liability through a “safe harbor”
mechanism based on cooperation with copyright owners against online
infringement. 17 U.S.C. § 512(d). By overlooking this statutory framework, as
well as this Court’s precedents, the District Court’s contributory liability analysis
went astray and led it to apply the wrong standard in determining whether Google
made a “material contribution” to infringement.

To establish contributory infringement, a plaintiff must show that a
defendant “knew or had reason to know of the infringing activity” while also

materially contributing to it. Ellison v. Robertson, 357 F.3d 1072, 1076 (9th Cir.

2004). The District Court assumed that Google had the requisite knowledge,” but

? There was no need for the District Court to avoid making a finding that Google
had knowledge. The multiple letters from Plaintiff informing Google of the
location of infringing images as well as Plaintiff’s copyright registration
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found that it did not materially contribute to direct infringements by third party
websites because “[t]here is no evidence that these sites rely on Google AdSense
for their continued existence” and because “[sJuch websites existed long before

Google Image Search was developed and would continue to exist were Google

image search shut down.” Perfect 10, Inc. v. Google, Inc., 416 F. Supp. 2d 828,
856 (C.D. Cal. 2006). In so doing, the District Court ignored the rule that to
materially contribute to direct infringement a defendant need only engage “in
personal conduct that encourages or assists in the infringement.” Napster, 239
‘F.3d at 1019. In short, it confuséd material contribution with life support, and

imposed a “but for” test that is inconsistent with this Court’s precedents.’

information should have been sufficient to provide defendant with actual
knowledge of infringement. A&M Records, Inc. v. Napster, Inc., 239 F.3d 1004,
1020 n.5 (9th Cir. 2001) (Napster had actual knowledge of infringing activity
where the RIAA informed Napster of the activity). At a bare minimum the letters
surely were enough to demonstrate constructive knowledge. Cf. Ellison, 357 F.3d
at 1077 (defendant had reason to know of infringing material where a subscriber
phoned defendant to inform it of infringing activity).

3 In addition, the District Court’s citation of Sony Corp. of Am. v. Universal City
Studios, Inc., 464 U.S. 417 (1984) within its discussion of material contribution
was misplaced and inconsistent with 9th Circuit case law post-dating Sony.
Compare 416 F. Supp. 2d at 856 (“Moreover, it would be a ‘gross generalization
that cannot withstand scrutiny’ to argue that ‘supplying the ‘means’ to accomplish
an infringing activity and [even] encouraging that activity to take place through
advertisement arc sufficient to establish liability for copyright infringement.’”)
(emphasis in original) with Fonovisa, Inc. v. Cherry Auctions, Inc., 76 F.3d 259,
264 (9th Cir. 1996) (endorsing the holding of Columbia Pictures Ind., Inc. v.
Aveco, Inc., 800 F.2d 59 (3d Cir. 1986) that “providing the site and facilities for
known infringing activity is sufficient to establish contributory liability” and

5



In Fonovisa, this Court stated that where “it would be difficult for the
infringing activity to take place in the massive quantities alleged without support
services provided by” a defendant, courts should have “little difficulty in holding”
that the defendant provided the direct infringer with material contribution, 76 F.3d
at 264 (emphasis added).” In this case, a high Jevel of direct infringement
indisputably took place on numerous third party sites. Had the District Court
asked whether it would be difficult for these infringing sites to thrive without
Google’s search engine and the financial support provided by its AdSense
program, the answer clearly would have been yes. If Plaintiff was able to show

that Defendant connects willing providers of infringing content with willing

stating that “‘[m]erely providing the means for infringement may be sufficient’ to
incur contributory copyright liability” 12 years after the Sony decision) (internal
citation omitted). This court’s reliance on the quoted Sony language in its
contributory liability analysis in Napster went to the issue of whether to infer
knowledge, not to the issue of material contribution. 239 F.3d at 1021-1023.
Furthermore, the language from the Sony decision relied upon by the District Court
is of questionable value after the Supreme Court’s decision in Metro-Goldwyn-
Mayer Studios, Inc. v. Grokster, Ltd., 125 S. Ct. 2764, 2782 (2005) (emphasis
added) where the Court stated that “Sony dealt with a claim of liability based
solely on distributing a product,” and instructed courts not to rely heavily on Sony
where claims involve additional conduct by defendants. This case fits that
description.

* Similarly, in the recent decision in Columbia Pictures v. Bunnell, No. CV 06-
01093 FMC (JCx), Slip. Op. at 4 (C.D. Cal. May 10, 2006) (emphasis added), the
court denied a defendant’s motion to dismiss a plaintiff’s contributory
infringement claim where the plaintiff alleged that “[a]bsent Defendant’s active
and ongoing participation in the daily acts of infringement, this widespread
unauthorized copying and distribution of Plaintiff’s valuable property simply could
not happen on the scale it does.”




consumers of infringing content through its image search service, it would go far
beyond the Fonovisa precedent to require also proof that the sites could not exist at
all without Google.” The flea market in Fonovisa made a “material contribution”
when it provided distributors of infringing cassette tapes and CDs with customers,
even though those distributors may well have existed before and had other outlets
besides the defendant. Fonovisa, 76 F.3d at 264. Here, Google’s image search
service provides purveyors of infringing images with access to millions of cager
viewers that they could not otherwise have reached in the vast expanses of the
Internet. Under established precedents, the facts here support a finding of material
contribution.

While disregarding the similarities between Google and Fonovisa’s flea
market, the District Court’s opinion makes much of the differences between
Google and Napster. After a long list of asserted distinctions between the conduct
of Google and of Napster, the District Court concludes, “Google resembles Napster
only in facilitating searches.” 416 F. Supp. 2d at 855. But even if the District

Court’s comparative table was accurate,’ its focus on the Napster precedent may

> Although the popular press has noted, “If you're not indexed by Google, you
pretty much don't exist.” Steven Levy, “All Eyes on Google,” Newsweek, March
29, 2004, available at http://www.msnbc.msn.com/id/4570868 (viewed June 5,
2006).

® Plaintiff’s brief persuasively contests the accuracy of the table on pages 31-6.



obscure the fact that facilitating searches alone can be a material contribution, and
can be the basis for contributory liability when the facilitation has the aim of
leading the user to a site where Google knows infringing material can be found.
See Bunnell, No. CV 06-01093 FMC (JCx), Slip Op. at 3 (plaintiff can establish
contributory liability by proving that the defendant’s site and/or network
“automatically and invisibly instructs a user’s computer where to go and how to
get” infringing content).’

The District Court’s aversion to resting a finding of material contribution
upon the provision of search technology that leads to known sites for infringement
is not surprising. Indeed, it was a similar concern that led Congress to deal with
this issue in 1998, in the Online Copyright Infringement Liability Limitation Act
(OCILLA), enacted as Title II of the Digital Millennium Copyright Act, Pub. L.

No. 105-304, 112 Stat. 2860. Unfortunately, as OCILLA’s text and legislative

” The District Court opined that “there are significant differences” between the
facilitation efforts of Google and Napster, but this assertion rests on a factual basis
that 1s selective at best. 416 F. Supp. 2d at 855. Even if Napster was “dedicated”
to audio files, similar services with a broader reach are exposed to contributory
liability. See, e.g., Grokster, 125 S. Ct. at 2772 (providing that “some distributors
of unprotected content have used peer-to-peer networks to disseminate files,
Shakespeare being an example™). Conversely, while “Google helps users locate all
types of information,” Google Image Search -- the aspect of Google’s search
service at issue here -- only helps users locate images. Furthermore, while the
boundaries of the universe searched by Napster were defined solely by Napster’s
users, who made the decisions about what files to place in their shared folders and
what titles to give them, the universe searched by Google is defined almost solely
by Google itself, both through its crawler algorithms and by its policies regarding
preferential listing of advertising partners.
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history make clear, the District Court’s way of resolving the problem is
fundamentally at odds with the “safe harbor” framework created by Congress in
OCILLA. 17 U.S.C. § 512(d).

It is true that OCILLA itself does not create infringement liability. Ellison,
357 F.3d at 1077. Its remedial limitations ére to be applied against the background
of existing doctrines of contributory and vicarious infringement. However, if there
were no credible risk of liability for certain activities, then there would have been
no need for Congress to respond to the calls of service providers engaged in those
activities who “sought greater certainty through legislation as to how [judicially
- created] doctrines” of liability would be “applied in the digital environment.”
House Comm. on the Judiciary, 105th Cong., 2d Sess., Section-by-Section
Analysis of H.R. 2281 as Passed by the United States House of Representatives on
August 4, 1998 at 25 (Comm. Print 1998), reprinted in 46 J. Copyright Soc’y
U.S.A. 631 (1999) (“House Manager’s Report”).

Section 512(d) provides a statutory framework that “establish[es] a safe-
harbor from copyright infringement liability for information location tool providers
if they comply with the notice and takedown procedures and other requirements”
of the statute. Senate OCILLA Report at 49, “If it is claimed that [a service
provider] is committing an infringement by using information location tools to link

its users to infringing material...then...the criteria in subsection (d) are applicable”



to determine “whether it qualifies for the liability limitation for information
location tools.” Id. at 56. Congress (and service providers similarly situated to
Google) evidently believed that an entity could be liable under some circumstances
for infringement “by reason of ... referring or linking users to an online location
containing infringing material or infringing activity, by using information location
tools,” 17 U.S.C. § 512(d), or else the entire provision would have been
unnecessary.

Although “information location tools™ is not defined in OCILLA, the
legislative history refers to search engines such as Google’s. See Senate QCILLA
Report at 47 (“the term information location tools includes, for example...a search
engine that identifies pages by specified criteria”).® Section 512(d) identifies the
circumstances by which an entity providing a search engine can limit the remedies
imposed upon it for copyright infringement liability arising from that activity. In
“codiflying] a liability system based on the core of current case law dealing with
the liability of online service providers,” House Manager’s Report at 25, Congress
implicitly acknowledged that providing such tools could materially contribute to
infringement. Subsequent court decisions have made it more explicit that the
behavior involved in this case could be a material contribution. See, e.g., Arista

Records Inc. v. MP3Board, Inc., No. 00 Civ. 4660 (SHS), 2002 U.S. Dist. LEXIS

® The search engine of Yahoo!, one of Google’s main competitors, is discussed at
length in the OCILLA legislative history. House Manager’s Report at 32-4.

10



16165, at *¥16 (S.D.N.Y. Aug. 29, 2002) ( material contribution can be based on
“an automated system devoted to searching for, aggregating and organizing links,”

even though no infringing files were stored on the site); Perfect 10, Inc. v.

Cybernet Ventures, 213 F. Supp. 2d 1146, 1171 (C.D. Cal. 2002) (“in particular,

[defendant’s] steady payments to infringing sites along with its advertising” among
other services amounted to material contribution).

In enacting OCILLA, Congress sought to “preservef ] strong incentives for
service providers and copyright owners to cooperate to detect and deal with
copyright infringements that take place in the digital networked environment.”
Senate OCILLA Report at 40. The Section 512(d) safe harbor furthers this goal,
drastically reducing the exposure of search engine providers if they cooperate with
right holders by responding to notices that the destination to which users are being
channeled is an infringing one. The OCILLA “notice and takedown” procedure
has been a vital tool against online infringement, one that Amicus and other
copyright owners have relied upon thousands of times since 1998 to remove
infringing content from the Internet. The incentive Congress provided for search
engines to cooperate in “notice and takedown” is the safe harbor, which is itself
premised on the threat of liability in some circumstances for providing search
tools. The District Court’s opinion undermines this carefully balanced incentive

structure for combating infringements in cyberspace.
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In 1998, Congress anticipated the District Court’s conclusion that “search
engines. ..provide great value to the public,” 416 F. Supp. 2d at 849; indeed, the
stated goal of § 512(d) is “to promote the development of information location
tools,” recognizing that they are “essential to the operation of the Internet.” House
Manager’s Report at 33-4; Senate OCILLA Report at 49. But Congress chose to
achieve these goals, not by rewriting the doctrine of contributory liability to
immunize search services, but by leaving the doctrine unchanged and creating a
safe harbor — based on cooperation with copyright owners -- to encourage
responsible deployment of these critical tools. The District Court took the other
path, and hence went astray. This detour was not only unjustified but also
unnecessary, since Congress had already acted to keep the imposition of indirect

liability on search engine providers within appropriate bounds.

II. THE DISTRICT COURT’S CONCLUSIONS REGARDING DIRECT
INFRINGEMENT OF THE PUBLIC DISPLAY AND DISTRIBUTION
RIGHTS WERE INCORRECT AND ITS FAIR USE ANALYSIS WAS
FLAWED
The District Court’s direct infringement analysis was flawed in three main

ways: its discussion of whether Google infringed the “right of public display” of

full-size images of Plaintiff’s works; its application of the public distribution right;

and its analysis of the fair use defense, especially as it pertains to “transformative”

USCS.
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A. THE “SERVER TEST” FOR APPLYING THE PUBLIC
DISPLAY RIGHT IS INCONSISTENT WITH THE LAW

The District Court erred by applying a new “server” test to assess Google’s
liability for direct infringement of the display right. The “server” test contravenes
the statutory definition of a “public display” found in 17 U.S.C. § 101 because it
conflates the display right with the discrete exclusive right of the making of copies
of a work.

Copyright subsists if a work 1s “fixed in any tangible medium,” 17 U.S.C. §
102(a), and the copyright owner possesses five distinct exclusive rights with
respect to any such fixation. 17 U.S.C. § 106. However, under the District Court’s
reasoning, a defendant can be liable for online infringement of the public display
right only if it simultaneously “hosts and serves” an infringing reproduction of the
same work. This unprecedented hurdle for asserting the right of public display
would make that right almost meaningless on the Internet.

“To “‘display’ a work means to show a copy of it, either directly or by means
of a film, slide, television image, or any other device or process...” 17 U.S.C. §
101. The display right is premised on the presentation, (i.e., “to show a copy™) not

the replication of the work.” There is no requirement to “make” a copy or even to

? The same is true of the public performance right, a key right for the owners of
copyright in motion pictures. Thus, a defendant licensed solely to distribute copies
of a work has no right to publicly perform any of those copies in its stores (what
the court called “defendant’s exhibition™ or its “showcasing” of the works). See
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