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|. Introduction
This is a Request under 37 CFR § 1.51(HoiParteReexamination of claims 1-6 and

13-18 of United States Patent No. 6,243,373 (“8¥8‘patent”). The ‘373 patent remains in

force according to the maintenance fee recorddablaifrom the Office.

Il. Request Requirements Under 37 CFR §1.510

A. Substantial New Question of Patentability
This request presents two substantial new questbpatentability (SNQ) based on

printed publications. Section Ill details the SNipesented.
B. Identification of Claims for Which Reexamination is Requested
Reexamination is requested for the following clalmased on the references cited. A
detailed explanation of the pertinence and manhapplying the cited prior art to every claim

for which reexamination is requested is includedeaation V.

1. Claims 1-6 and 13-18
Reexamination oflaims 1-6 and 13-18s requested in view of the following reference:

U.S. Patent No. 5,568,475 to Doshi et al, entitketiM Network Architecture
Employing an Out-of-Band Signaling Network”. A gopf the reference is

attached as Appendix 2

2. Claims 1-6 and 13-18
Reexamination oflaims 1-6 and 13-18s requested in view of the following references:

U.S. Patent No. 5,568,475 to Doshi et al, entitl®dM Network Architecture

Employing an Out-of-Band Signaling Network”. A gopf the reference is

B9281/13487/SF/5265140.6 3



attached as Appendix 2

Request for Comments (RFC) 1577: Classical IPARE over ATM. A copy of

the reference is attached as Appendix 3

A detailed explanation of the pertinence and maohapplying the cited prior art to

every claim for which reexamination is requesteiéduded in section IV.

C. Copies of Printed Publications Relied Upon
Included with this Request is a copy of each pdreblication identified in section II.B

above.

D. Copy of the Patent
A copy of the entire ‘373 patent including the fréace, drawings, and

specification/claims (in double column format)neluded with this Request as AppendixNo
disclaimer, certificate of correction or reexamioatcertificate is included in the USPTO

records for the ‘373 patent.

E. Certification
A copy of this Request is being served as of thie @n the patent owner at the address

provided for in 37 CFR § 1.33(c), as certified lveloThe address of record is:

Darby & Darby
805 Third Avenue
New York, NY 10022

F. Fee
The fee specified in 37 CFR § 1.20(c)(1) is inclide

B9281/13487/SF/5265140.6 4



[11. Statement Pointing Out Substantial New Questions of ~ Patentability

A. Because Doshi Anticipates Claims 1-6 and 13-18 of the ‘373 Paten t, it
Raises a Substantial New Question of Patentability

U.S. Patent No. 5,568,475 to Doshi et al, entitketiM Network Architecture
Employing an Out-of-Band Signaling Network” (her&fter “Doshi’) was filed on December
21, 1994 and is prior art to the ‘373 patent uraddeast 35 U.S.C. § 102(elposhidescribes an
architecture for receiving telephone calls fromeateal office, converting data received from the
central office to an Asynchronous Transfer ModeTrA&') protocol for transport through a
public ATM network, and converting the data baakiirthe ATM protocol to a PSTN protocol
to reach the called partyposhiwas not cited or considered by the Examiner oaff@icant
during prosecution of the ‘373 patent, and is taveilable to establish a substantial new

guestion of patentability.

Doshidiscloses all of the elements of claims 1-6 and8®f the ‘373 patent. IBoshi
the received telephone call specifies only theptedme number of the second telephone set (i.e.,
the caller is not required to dial two or more paorumbers) as recited in claim 1 of the ‘373
patent. Also, the ATM protocol @oshiis a type of “Internet protocol” and the ATM netiko
of Doshiis a type of “public computer network” as recitactlaim 1. As is known to one of
ordinary skill in the art, ATM is commonly usedttansport data packets on the Internet.
Additionally, the ATM network oDoshicontains computers (e.g., ATM switches), and is
accessed by central offices of local exchangearar(LECSs) in a public switched telephone

network (PSTN), making it a public computer network

Teachings oDoshitherefore provide subject matter not previouslysidered during

prosecution and raise a substantial new questipateitability with respect to claims 1-6 and
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13-18 of the ‘373 patent, as further detailed ictisa V.

B. Because Doshi Combined with RFC 1577 Render Obvious Claims 1-6
and 13-18 of the ‘373 Patent, they Raise a Substant ial New Question of
Patentability

The RFC 1577 reference entitled “Classical IP aPAver ATM” (hereinafterRFC
1577) was published in January 1994 and is prior @athe ‘373 patent under at least 35 U.S.C.
8§ 102(b). RFC 1577s part of a series of Request For Comments (RE@s$)are used as
standard references by those in the field of cospugtworking. Though one of ordinary skill
in the art would know that ATM is an Internet prodhg RFC 1577explicitly discloses the use
ATM to transport Internet data (e.g., IP packetgrdhe Internet. The first pageRFC 1577
states “this document specifies an Internet stalsd@ack protocol for the Internet
community...” and “this memo considers only the aggdiion of ATM as a direct replacement
for the ‘wires’ and local LAN segments connectifgdnd-stations (‘members’) and routers
operating in the ‘classical’ LAN-based paradigmRFC 1577Avas not cited or considered by
the Examiner or the applicant during prosecutiothef'373 patent, and is thus also available,

like Doshi to establish a substantial new question of pabeiitty .

It would have been obvious to one of ordinary skilthe art at the time of the claimed
invention to combine the teachings@dshiwith the disclosure dRFC 157 7that ATM is an
Internet protocol for transporting packets overlitternet. One of ordinary skill in the art would
have consulte®RFC 1577as a standard reference in the art for providimthér information
regarding the use of ATM iBoshi ThereforeRFC 1577 in combination wittDoshi, raises a

substantial new question of patentability with o claims 1-6 and 13-18 of the ‘373 patent.

B9281/13487/SF/5265140.6 6



V. Detailed Explanation

A. Overview of the '373 Patent
The ‘373 patent was filed on November 1, 1995 asded on June 5, 2001. The patent

includes two independent claims (claims 1 and b8)22 dependent claims (claims 2-12 and
14-24). Claims 1-12 recite methods for routinglepghone call between two telephone sets
using a public computer network. Claims 13-24teesystems corresponding to the methods of

claims 1-12.

B. Claims 1-6 and 13-18 are unpatentable under 35 U.S. C. § 102(e) as
anticipated by Doshi .

1. Claim Construction
Claims 1 and 13 of the ‘373 patent use the ternblipicomputer network.” For

example, claim 1 recites: “... establishing a comimation link over said public computer
network ...” Claims 1 and 13 of the ‘373 patersialise the term “Internet protocol.” For
example, claim 1 recites “... converting data reegifrom the central office to an Internet

protocol ...”

In determining the broadest reasonable constmctiee USPTO should note that a
litigation involving the ‘373 patent occurred iretkUnited States District Court for the Eastern
District of Texas, Marshall DivisionC2 Communications v. AT&T, Inc., et,dllo. 2:06-cv-
00241-TJW-CE. Prior to settlement of the litigatithe court issued two claim construction
orders. A claim construction order dated June2088 is attached as Appendix A

clarification dated September 9, 2008 of this claonstruction order is attached_as Appendix 5

The order dated June 13, 2008 construes a “putitipater network” in the claims of the

‘373 patent to be “a computer network availableuse by the general public” (page 13). The

B9281/13487/SF/5265140.6 7



order also construes an “Internet protocol” in¢k@ms of the ‘373 patent to be “a
communications format capable of transmitting dater the Internet” (page 13). The
clarification dated September 9, 2008 construe$raarnet protocol” to be “a communications

format capable of transmitting data over, on, ooss the Internet” (page 1).

2. Background
Doshidiscloses a “public computer network” as claimedthie ‘373 patent and as

construed to mean “a computer network availableiger by the general public.” A Motion for
Summary Judgment that the claims of the ‘373 patentnvalid in view oDoshiwas filed by

the defendant on July 3, 2008 in the above mentiditigation. For reference, this Motion is
attached as Appendix 6As discussed on page 15 of the Motion, the ATe@dvork described in
Doshi(see, e.gDoshi Abstract) is a network that consists of computesesd by the public. Dr.
Bharat T. Doshi, an inventor &foshi further confirmed this by stating during a degiosi that

the ATM network ofDoshiis “a public data network and can be used by puwdmputers.”
(Motion of July 3, 2008, p. 15). The ATM networkDoshiis also referred to as the IXC
network, or intercarrier exchange netwologhi, Fig. 1, item 200). The deposition transcript of

Dr. Doshi is attached as AppendiXof reference.

A Response to the Motion was filed by the plaintifif July 29, 2008, and is attached as
Appendix 8 On pages 15-17 of the Response, the plainsfiorded to the arguments above.
In the Response, plaintiff admits thatDoshis ATM network ... is clearly made available to the
public under the Court’s construction of “publiocneputer network.” (Response, pages 15, last
paragraph). Defendant’s Reply filed on August2008 to the Response is attached as
Appendix 9 The first full paragraph of page 7 of the Refpisther addresses the disclosure of a

“public computer network” byposhi

B9281/13487/SF/5265140.6 8



Doshialso discloses an “Internet protocol” as claimethe ‘373 patent and as construed
to mean “a communications format capable of trattsigidata over, on, or across the Internet.”
The ATM protocol disclosed iDoshiis a type of “Internet protocol.” As discussedhe
Motion of July 3, 2008 attached as AppendiD8. Doshi stated during his deposition that ATM
networks have been used as part of the Interndttret Internet Protocol Version 4 was being
carried over ATM at the time of the filing of the73 patent (Motion of July 3, 2008, p. 9-10).
Also, see the deposition transcript of Dr. Doshacted as Appendix. 7As a result, the ATM
protocol ofDoshiis a “communications format capable of transmittitata over, on, or across

the Internet” and is an “Internet protocol”.

In the Response to the Motion (attached as AppeBjditke plaintiff argues thddoshi
does not disclose converting data to “InternetdtmitVersions 1 through 9” (Response, p. 9).
However, this is irrelevant, because the term ‘timeé protocol” includes any communications
format capable of transmitting data over, on opsstthe Internet. It is not limited to Internet
Protocol Versions 1-9. The plaintiff further argubat the ATM protocol lies beneath the
“Internet Protocols” in the OSI protocol Stack (Resse, p.10). Even assuming it is correct that
ATM is beneath Internet Protocol version 4 (IPvijs also irrelevant. Though it may be at a
different OSI layer than IPv4, ATM is capable arismitting data across the Internet and is an
“Internet protocol”. The plaintiff's arguments dtather addressed in the Defendant’s Reply
filed attached as Appendix(8ee Reply, pages 3-5).

3. Claims 1-6 and 13-18 are anticipated by Doshi
Claims 1-6 and 13-18 are unpatentable under 350J8&102(e) as anticipated Byshi

The following chart illustrates how each limitationthose claims is taught by the references:

B9281/13487/SF/5265140.6 9



CLAIM ELEMENT

Doshi

Claim 1

1. A method of routing a
full duplex telephone call
between a first telephone s
and a second telephone sg
using a public computer
network as at least part of
communication link
connecting said first and
second telephone sets,
comprising the steps of:

Doshidiscloses an architecture for receiving telephmaiks from
a PSTN, converting the voice data from a PSTN paltto an
disynchronous Transfer Mode (“ATM”) protocol for trsport
pthrough a public ATM network, and conversion of tluéce data
from the ATM protocol to the PSTN protocol to redhbk called
@arty. The public ATM network is a computer netiwor
containing ATM switches, which are types of compsiteSee,
e.g.,Doshi col. 2, line 61 — col. 3, line 19.

“Controller 215-5 activates the virtual circuit ¢gection from
input port 1 to output port 213-1 so that speeghals originating
at station set S1 and destined for station S2 reayamsported
over 45 switch fabric 215-4 during the associatietial
connection.” Doshi, col. 6, lines 43-47.

)

receiving at a first compute
network access port a first
telephone call from a centr
office placed from said fist
[sic] telephone set initiating
said full duplex telephone

specifying a telephone
number of said second
telephone set, without
specifying additional
telephone destinations;

call, said first telephone caltelephone call originated by an associated telepistation set,

rDoshidiscloses receiving a call placed from a firs¢pélone set
S3 from central office 175 at network access pdft. 2See
dboshi FIG. 6. InDoshi the telephone number of the second
telephone set is specified without specifying adddl
destinations.

“More particularly, a CO, e.g., CO 25, responsivedceipt of a

e.g., station set S1, and responsive to a usexahdraling a
telephone number identifying a called telephongastaset, e.g.,
station set S2, collects the digits as they arediby user. Wher
CO 25 receives the last of the dialed digits, érntihoutes the call
towards its destination via a trunk selected asatfon of the
dialed telephone numberDoshi col. 4, lines 31-39.

“Referring then to FIG. 6, assume that the usstadton set S3
places a call to station set S4 by going off-hood dialing the
telephone number associated with the latter statgdri Doshi,

col. 8, lines 41-44.

“Echo Canceler 205 receives the digital sample and,
conventional manner, cancels the sample if it iggares an echo
of a digital speech sample originating at stati@r oshi col.
7, lines 24-27. The Echo canceler 205 enablegltiglex
communication (e.g., from S1 to S2 and from S21p &s knowr
to one of ordinary skill in the art.

converting data received
from the central office to a
Intenet pic| protocol,

noffice for transport using ATM. ATM is an Interngtotocol

Doshidiscloses converting the data received from timérak

capable of transmitting data over, on, or acrosdrternet.
See ATM Switches 215 and 220Dwshi FIG. 6.

“If not, then the sample is presented to STM/ATMmmal

B9281/13487/SF/5265140.6
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CLAIM ELEMENT

Doshi

Adapter 210. TA 210, more particularly, is arrang@gack
samples of voice signals as they are received 80 switch
25 via trunk (channel) 1 of trunk group 27 intoAnM cell.”
Doshi col. 7, lines 27-31.

“Assuming that TA 255 accepts the call, then CO h&gins to
transmit the dialed telephone number and calleis\Aa the
selected trunk (digital channel of path 176Rbshi col. 8, lines
52-54.

establishing a
communication link over
said public computer
network between said first
computer network access
port and a remote second
computer network access
port;

Doshidiscloses establishing a communication link betwee
module 235 (containing a first computer networkesscport) ang
module 245 (containing a remote second computevarkt
access port) as illustrated in FIG. 6. The commation link is
established through ATM network 200. ATM netwof02
contains ATM switches, which are types of computé&$ M
network 200 is accessed by Local Exchange Car(li€t€s) 325
and 300, which are components of a Public Switdreddphone
Network. As a result, ATM network 200 is both anguuter
network and a public network. See also the desonpf FIG. 6
atDoshi col. 8, line 41 — col. 9, line 48.

=

placing a second telephon
call from said second
computer network access
port to said second
telephone set using a PST|

eDoshidiscloses placing a second telephone call fronpéneof
module 235 to set S4 through LEC 300 and CO 18Q through
a PSTN). SeBoshij FIG. 6.

“Responsive to receipt of the IAM message via 136, signal
Nrocessor 240 of module 235 selects the idle ttar&O 180
(associated with the trunk from switch 250 to TAPand sends
an off-hook signal thereto via port 241 of moduB® 2and the
selected trunk. If CO 180 can accept the call, ihegturns an
off-hook signal via the latter trunk.Doshi col. 9, lines 20-25.

converting data received
from the public computer
network from Intenetdic]
protocol to a PSTN
protocol; and

Doshidiscloses converting data received from the public
computer network 200 from an Internet protocol .(eAg M) to a
PSTN protocol for transmission to the CO 180. Beshi FIG.
6. Also sedoshi FIG. 1.

“TA 225 then unpacks the payload of 48 octets efrdteived
cell and supplies them to the so-called ATM Adaptatayer
(AAL) implemented in TA 225. The AAL (a) buffersehreceived
octets, (b) removes the AAL header, if any, (c¥@mens AAL
functions with respect to the received octets, @dhen sends
each octet in sequence to CO 50 via EC 230 andl#taal trunk
and subgroup of path 52Doshi, col. 8, lines 14-22.

connecting said first
telephone call, said
communication link and

Doshidiscloses communication between telephone seh&3 a
telephone set S4. SBeshi FIG. 6.

“When the station S4 user answers the call, thersthtion S3

B9281/13487/SF/5265140.6
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CLAIM ELEMENT

Doshi

said second telephone cal
thereby establish a

first telephone set and said
second telephone set.

telephone call between sai®15 and 220 as they are needeDdshi, col. 9, lines 44-48.

user may begin to communicate with the station &t uia the
virtual connections that are respectively establishy switches

Claim 2

2. The method of claim 1
further comprising the step
of: receiving said first

telephone call from a publi
switched telephone netwol

Doshidiscloses receiving a telephone call from seth®3uigh
Local Exchange Carrier (LEC) 325 containing CenDtice
(CO) 175. LECs and COs are components of a pabiitched
telephone network (PSTN), as known to one of omgisé&ill in
khe art. Se®oshi FIG. 6. Also se®oshi FIG. 1.

“More particularly, a CO, e.g., CO 25, responsivedceipt of a
telephone call originated by an associated teleplstation set,
e.g., station set S1, and responsive to a usexahdraling a
telephone number identifying a called telephongasiaset, e.g.,
station set S2, collects the digits as they arediby user. Wher
CO 25 receives the last of the dialed digits, érntihoutes the call
towards its destination via a trunk selected asatfon of the
dialed telephone numberDoshi col. 4, lines 31-39.

Claim 3

3. The method of claim 2
further comprising the step
of: placing said second
telephone call using said
public switched telephone
network.

Doshidiscloses placing a second telephone call fronpteof
module 235 to set S4 through CO 180 (i.e., thrau§sTN).
SeeDoshi FIG. 6. Also se®oshi FIG. 1.

“Responsive to receipt of the IAM message via 156, signal
processor 240 of module 235 selects the idle ttar®O 180
(associated with the trunk from switch 250 to TARand sends
an off-hook signal thereto via port 241 of moduB® 2and the
selected trunk. If CO 180 can accept the call, ihegturns an
off-hook signal via the latter trunk.Doshi col. 9, lines 20-25.

Claim 4

4. The method of claim 1
further comprising the step
of: placing said second

telephone call using a pub
switched telephone netwol

Doshidiscloses placing a second telephone call fronptneof
module 235 to set S4 through CO 180 (i.e., thrau§sTN).
SeeDoshi FIG. 6. Also se®oshi FIG. 1.

'Responsive to receipt of the IAM message via 36, signal
|f)rocessor 240 of module 235 selects the idle ttar®O 180
(associated with the trunk from switch 250 to TAPand sends
an off-hook signal thereto via port 241 of moduB® 2nd the
selected trunk. If CO 180 can accept the call, ithegturns an
off-hook signal via the latter trunk.Doshi col. 9, lines 20-25.

Claim 5

B9281/13487/SF/5265140.6
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CLAIM ELEMENT

Doshi

5. The method of claim 1,
wherein said first telephon
call is the only call which ig
required to be placed by

said first telephone set to

effect communication with
said second telephone set

Doshidiscloses a single call being the only call platech the
first telephone set S3. SBPeshi FIG. 6. Also se®oshi FIG.
1.

“More particularly, a CO, e.g., CO 25, responsivedceipt of a
telephone call originated by an associated teleplstation set,
e.g., station set S1, and responsive to a usexahdraling a
telephone number identifying a called telephongasiaset, e.g.,
station set S2, collects the digits as they arediby user. Wher
CO 25 receives the last of the dialed digits, érntihoutes the call
towards its destination via a trunk selected asatfon of the
dialed telephone numberDoshi col. 4, lines 31-39.

“Referring then to FIG. 6, assume that the usstaiton set S3
places a call to station set S4 by going off-hood dialing the
telephone number associated with the latter sta@bri Doshi,
col. 8, lines 41-44.

Claim 6

6. The method of claim 2
wherein said computer
network is at least a portio
of an Internet computer
network.

Doshidiscloses an ATM-based network. ATM is an Intérne
protocol used to transport packets over the Inteara the
nnternet is comprised of ATM-based networks.

See ATM Switches 215 and 220Dbwoshi FIG. 6.

“If not, then the sample is presented to STM/ATMnmal
Adapter 210. TA 210, more particularly, is arrangegack
samples of voice signals as they are received 83 switch
25 via trunk (channel) 1 of trunk group 27 intoAnM cell.”
Doshi col. 7, lines 27-31.

Claim 13

13. A system for routing a
full duplex telephone call
between a first telephone s
and a second telephone sg
using a public computer
network as at least part of
communication link
connecting said first and
second telephone sets,
comprising:

Doshidiscloses an architecture for receiving telephmaiks from
a PSTN, converting the voice data from a PSTN paltto an
disynchronous Transfer Mode (“ATM”) protocol for trsport
pthrough a public ATM network, and conversion of tluéce data
from the ATM protocol to the PSTN protocol to redhbk called
@arty. The public ATM network is a computer netiwor
containing ATM switches, which are types of compsiteSee,
e.g.,Doshi col. 2, line 61 — col. 3, line 19.

“Controller 215-5 activates the virtual circuit ¢gection from
input port 1 to output port 213-1 so that speeghals originating
at station set S1 and destined for station S2 reayamsported
over 45 switch fabric 215-4 during the associatietial
connection.” Doshi, col. 6, lines 43-47.

a first computer network

Doshidiscloses a network access port 241 that recaived

access port which receives

)

@aced from a first telephone set S3 through ceoffiee 175.

B9281/13487/SF/5265140.6

13



CLAIM ELEMENT

Doshi

first telephone call from a
central office placed from
said first telephone set
initiating said full duplex
telephone call, said first
telephone call specifying a
telephone number of said
second telephone set,
without specifying
additional telephone
destinations;

SeeDoshi FIG. 6. InDoshi the telephone number of the seca
telephone set is specified without specifying addél
destinations.

“More particularly, a CO, e.g., CO 25, responsivedceipt of a
telephone call originated by an associated teleplstation set,
e.g., station set S1, and responsive to a useahdialing a
telephone number identifying a called telephongmsiaset, e.g.,
station set S2, collects the digits as they arediby user. Wher
CO 25 receives the last of the dialed digits, énthoutes the call
towards its destination via a trunk selected asatfon of the
dialed telephone numberDoshi col. 4, lines 31-39.

“Referring then to FIG. 6, assume that the usstadton set S3
places a call to station set S4 by going off-hood dialing the
telephone number associated with the latter statgdri Doshi,

col. 8, lines 41-44.

“Echo Canceler 205 receives the digital sample and,
conventional manner, cancels the sample if it iggares an echo
of a digital speech sample originating at stati@r I oshi col.
7, lines 24-27. The Echo canceler 205 enablesltiglex
communicatio (e.g., from S1 to S2 and from S2 to S1), as kn
to one of ordinary skill in the art.

a first protocol conversion
module converting data
received from the central
office to an Intenetdic]
protocol;

Doshidiscloses a Terminal Adapter 210 for convertirgdhta
received from the central office for transport gskirM. ATM
is an Internet protocol capable of transmittingadater, on, or
across the Internet.

See ATM Switches 215 and 220bwoshi, FIG. 6.

“If not, then the sample is presented to STM/ATMnmal
Adapter 210. TA 210, more particularly, is arrang@gack
samples of voice signals as they are received 8dM switch
25 via trunk (channel) 1 of trunk group 27 intoAnM cell.”
Doshi col. 7, lines 27-31.

“Assuming that TA 255 accepts the call, then CO h&§ins to
transmit the dialed telephone number and calleis\Aa the
selected trunk (digital channel of path 176Rbshi col. 8, lines
52-54.

a communication link over
public computer network
between said first compute
network access port and a
second computer network
access port;

doshidiscloses a communication link between module 235
(containing a first computer network access port) module 245
(containing a remote second computer network aquassas
illustrated in FIG. 6. The communication link stablished
through ATM network 200. ATM network 200 contaif$M
switches, which are types of computers. ATM nek\200 is
accessed by Local Exchange Carriers (LECs) 3238adwhich
are components of a Public Switched Telephone N#twAs a

B9281/13487/SF/5265140.6
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CLAIM ELEMENT

Doshi

result, ATM network 200 is both a computer netwarkl a
public network. See also the description of FI@GtBoshi col.
8, line 41 — col. 9, line 48.

a calling circuit which
places a second telephone
call from said second
computer network access
port to said second
telephone set using a PST|

Doshidiscloses a calling circuit which places a sedefephone
call from the port of module 235 to set S4 thro@$h 180 (i.e.,
through a PSTN). Sd2oshi FIG. 6.

“Responsive to receipt of the IAM message via 136, signal
processor 240 of module 235 selects the idle ttar®O 180
Nassociated with the trunk from switch 250 to TAPand sends|
an off-hook signal thereto via port 241 of moduB® 2nd the
selected trunk. If CO 180 can accept the call, ithegturns an
off-hook signal via the latter trunk.Doshi col. 9, lines 20-25.

a second protocol
conversion module
converting data received
from the public computer
network from Internet
protocol to a PSTN
protocol; and

Doshidiscloses conversion module TA 225 for convertiatp
received from the public computer network 200 framinternet
protocol (e.g., ATM) to a PSTN protocol for transsion to the
CO 180. Se®oshi FIG. 6. Also se®oshi FIG. 1.

“TA 225 then unpacks the payload of 48 octets efréteived
cell and supplies them to the so-called ATM Adaptatayer
(AAL) implemented in TA 225. The AAL (a) buffersehreceiveq
octets, (b) removes the AAL header, if any, (c¥gmens AAL
functions with respect to the received octets, @dhen sends
each octet in sequence to CO 50 via EC 230 andlataal trunk
and subgroup of path 52Doshi col. 8, lines 14-22.

a call management circuit
which connects said first
telephone call, said
communication link and
saidsecond telephone call
thereby establish a

telephone call between said

fist [sic] telephone set and
said second telephone set

Doshidiscloses communication between telephone seh&3 a
telephone set S4. SBeshi FIG. 6.

“When the station S4 user answers the call, therstétion S3
user may begin to communicate with the station &t uia the
virtual connections that are respectively establishy switches
215 and 220 as they are needeDdshi col. 9, lines 44-48.

Claim 14

14. The system of claim 13
further comprising: a publi
switched telephone netwol
interface circuit which
receives said first telephon
call through said public
switched telephone netwol

Doshidiscloses receiving a telephone call from seth®&uigh
cLocal Exchange Carrier (LEC) 325 containing Cen#ice
KCO) 175. LECs and COs are components of a pshiitched
telephone network (PSTN), as known to one of omgis&ill in
¢he art. The call is received at the interfacenemting LEC 325
and module 245. Sd&oshi FIG. 6. Also se®oshi FIG. 1.

kMore particularly, a CO, e.g., CO 25, responsivedceipt of a
telephone call originated by an associated teleplstation set,

e.g., station set S1, and responsive to a usexahdraling a
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telephone number identifying a called telephongasiaset, e.g.,
station set S2, collects the digits as they arediby user. Wher
CO 25 receives the last of the dialed digits, érntihoutes the call
towards its destination via a trunk selected asatfon of the
dialed telephone numberDoshi col. 4, lines 31-39.

Claim 15

15. The system of claim 14
further comprising: a secof
public switched telephone
network interface circuit
which places said second
telephone call through saig
public switched telephone
network.

|Doshidiscloses placing a second telephone call fronptneof
nohodule 235 to set S4 through CO 180 (i.e., thrau§sTN).
The call is placed at the interface connecting L3I0 and
module 235. SePoshi FIG. 6. Also se®oshi FIG. 1.

“Responsive to receipt of the IAM message via 156, signal
processor 240 of module 235 selects the idle ttar®O 180
(associated with the trunk from switch 250 to TARand sends
an off-hook signal thereto via port 241 of moduB® 2and the
selected trunk. If CO 180 can accept the call, ithegturns an
off-hook signal via the latter trunk.Doshi col. 9, lines 20-25.

Claim 16

16. The system of claim 13
wherein said public
switched telephone netwol
interface circuit places saic
second telephone call
through said public

switched telephone netwol

Doshidiscloses placing a second telephone call fronptneof
module 235 to set S4 through CO 180 (i.e., thrau§sTN).
ISeeDoshi FIG. 6. Also se®oshi FIG. 1.

‘“Responsive to receipt of the IAM message via 186, signal
processor 240 of module 235 selects the idle ttar®O 180
(associated with the trunk from switch 250 to TAPand sends
kan off-hook signal thereto via port 241 of moduB® 2and the
selected trunk. If CO 180 can accept the call, ithegturns an
off-hook signal via the latter trunk.Doshi col. 9, lines 20-25.

Claim 17

17. The system of claim 13
wherein said first telephon
call is the only call which ig
required to be placed by

said first telephone set to

effect communication with
said second telephone set

Doshidiscloses a single call being the only call plairech the
first telephone set S3. SBPeshi, FIG. 6. Also se®oshi FIG.
1

“More particularly, a CO, e.g., CO 25, responsivedceipt of a
telephone call originated by an associated teleplstetion set,
e.g., station set S1, and responsive to a useahdialing a
telephone number identifying a called telephongmsiaset, e.q.,
station set S2, collects the digits as they arediby user. Wher
CO 25 receives the last of the dialed digits, énthoutes the call
towards its destination via a trunk selected asatfon of the
dialed telephone numberDoshi col. 4, lines 31-39.

“Referring then to FIG. 6, assume that the usstadton set S3
places a call to station set S4 by going off-hood dialing the

telephone number associated with the latter statgbri Doshi,
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col. 8, lines 41-44.

Claim 18

18. The system of claim 14Doshidiscloses an ATM-based network. ATM is an Intérne
wherein said computer protocol used to transport packets over the Intearal the
network comprises an Internet is comprised of ATM-based networks.

Internet computer network| see ATM Switches 215 and 220Dwshi FIG. 6.

connection. “If not, then the sample is presented to STM/ATMnmal
Adapter 210. TA 210, more particularly, is arrang@gack
samples of voice signals as they are received 8dM switch
25 via trunk (channel) 1 of trunk group 27 into/AnM cell.”
Doshi col. 7, lines 27-31.

The detailed explanation in the above claim cheascdbes hoviboshidiscloses each and
every element of claims 1-6 and 13-18 of the '3@&pt as well as posing a substantial new

guestion of patentability. Therefore, reexaminatbthese claims is warranted.

C. Claims 1-6 and 13-18 are unpatentable under 35 U.S. C. 8§ 103 as obvious
in view of the combination of Doshi and RFC 1577.

The claim construction and background materialudised in sections IV.B.1. and
IV.B.2. above equally apply to this section. Sfieally, the ATM protocol inDoshiis an
“Internet protocol” and the ATM network iDoshiis a “public computer network.RFC 1577
is part of a series of Request For Comments (RE@s$)are used as standard references by those
in the field of computer networking. Though oneoadlinary skill in the art would know that
ATM is an Internet protocol (as discussed in Sect\b.B. above) RFC 157 7explicitly

discloses the use ATM to transport Internet daig (8P packets) over the Internet.

Claims 1-6 and 13-18 are unpatentable under 350J8&103 as obvious in view of the
combination oDoshiandRFC 1577 The following chart illustrates how each limitet in

those claims is taught by the references:

B9281/13487/SF/5265140.6 17



CLAIM ELEMENT

Doshiand RFC 1577

Claim 1

1. A method of routing a
full duplex telephone call
between a first telephone s
and a second telephone sg
using a public computer
network as at least part of
communication link
connecting said first and
second telephone sets,
comprising the steps of:

Doshidiscloses an architecture for receiving telephmaiks from
a PSTN, converting the voice data from a PSTN paltto an
disynchronous Transfer Mode (“ATM”) protocol for trsport
pthrough a public ATM network, and conversion of tluéce data
from the ATM protocol to the PSTN protocol to redhbk called
@arty. The public ATM network is a computer netiwor
containing ATM switches, which are types of compsiteSee,
e.g.,Doshi col. 2, line 61 — col. 3, line 19.

“Controller 215-5 activates the virtual circuit ¢gection from
input port 1 to output port 213-1 so that speeghals originating
at station set S1 and destined for station S2 reayamsported
over 45 switch fabric 215-4 during the associatietial
connection.” Doshi, col. 6, lines 43-47.

)

receiving at a first compute
network access port a first
telephone call from a centr
office placed from said fist
[sic] telephone set initiating
said full duplex telephone
call, said first telephone cd
specifying a telephone
number of said second
telephone set, without
specifying additional
telephone destinations;

rDoshidiscloses receiving a call placed from a firs¢pélone set
S3 from central office 175 at network access pdft. 2See
dboshi FIG. 6. InDoshi the telephone number of the second
telephone set is specified without specifying adddl
destinations.

“More particularly, a CO, e.g., CO 25, responsivedceipt of a
Ilelephone call originated by an associated teleplstation set,
e.g., station set S1, and responsive to a usexahdraling a
telephone number identifying a called telephongasiaset, e.g.,
station set S2, collects the digits as they arediby user. Wher
CO 25 receives the last of the dialed digits, érntihoutes the call
towards its destination via a trunk selected asatfon of the
dialed telephone numberDoshi col. 4, lines 31-39.

“Referring then to FIG. 6, assume that the usstadton set S3
places a call to station set S4 by going off-hood dialing the
telephone number associated with the latter statgdri Doshi,

col. 8, lines 41-44.

“Echo Canceler 205 receives the digital sample and,
conventional manner, cancels the sample if it iggares an echo
of a digital speech sample originating at stati@r oshi col.
7, lines 24-27. The Echo canceler 205 enablegltiglex
communication (e.g., from S1 to S2 and from S21p &s knowr
to one of ordinary skill in the art.

converting data received
from the central office to a
Intenet pic| protocol,

noffice for transport using ATM. ATM is an Interngtotocol

Doshidiscloses converting the data received from timérak

capable of transmitting data over, on, or acrosdriternet.
See ATM Switches 215 and 220Dwshi FIG. 6.

“If not, then the sample is presented to STM/ATMmmal
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Adapter 210. TA 210, more particularly, is arrang@gack
samples of voice signals as they are received 80 switch
25 via trunk (channel) 1 of trunk group 27 intoAnM cell.”
Doshi col. 7, lines 27-31.

“Assuming that TA 255 accepts the call, then CO h&gins to
transmit the dialed telephone number and callels\Aa the
selected trunk (digital channel of path 176Rbshi col. 8, lines
52-54.

Further,RFC 1577explicitly states that ATM is an Internet
protocol capable of transmitting data over, ona@oss the
Internet.

“The goal of this specification is to allow comméi and
interoperable implementations for transmitting lRadjrams and
ATM Address Resolution Protocol (ATMARP) requestsl a
replies over ATM Adaptation Layer 5RFC 1577 page 2.
“This memo considers only the application of ATMaadirect
replacement for the ‘wires’ and local LAN segmerdsnecting
IP end-stations (‘members’) and routers operatmiie
‘classical’ LAN-based paradigm.RFC 1577 page 1.

Also, seeRFC 1577 Abstract, page 1.

establishing a
communication link over
said public computer
network between said first
computer network access
port and a remote second
computer network access
port;

Doshidiscloses establishing a communication link betwee
module 235 (containing a first computer networkesscport) ang
module 245 (containing a remote second computevarkt
access port) as illustrated in FIG. 6. The commation link is
established through ATM network 200. ATM netwof02
contains ATM switches, which are types of computé&3$ M
network 200 is accessed by Local Exchange Cali€€s) 325
and 300, which are components of a Public Switdreddphone
Network. As a result, ATM network 200 is both anguter
network and a public network. See also the desonpf FIG. 6
atDoshi col. 8, line 41 — col. 9, line 48.

=

placing a second telephon
call from said second
computer network access
port to said second
telephone set using a PST|

EDoshidiscloses placing a second telephone call fronpéneof
module 235 to set S4 through LEC 300 and CO 18Q through
a PSTN). SeB®oshi FIG. 6.

“Responsive to receipt of the IAM message via 156, signal
Nrocessor 240 of module 235 selects the idle ttarkO 180
(associated with the trunk from switch 250 to TARand sends
an off-hook signal thereto via port 241 of moduB® 2and the
selected trunk. If CO 180 can accept the call, ihegturns an
off-hook signal via the latter trunk.Doshi col. 9, lines 20-25.

converting data received

Doshidiscloses converting data received from the public

from the public computer

computer network 200 from an Internet protocol .(eAg M) to a
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network from Intenetdic]
protocol to a PSTN
protocol; and

PSTN protocol for transmission to the CO 180. Beshi FIG.
6. Also sedoshi FIG. 1.

“TA 225 then unpacks the payload of 48 octets efrédteived
cell and supplies them to the so-called ATM Adaptatayer
(AAL) implemented in TA 225. The AAL (a) buffersehreceiveq
octets, (b) removes the AAL header, if any, (c¥gmens AAL
functions with respect to the received octets, @dhen sends
each octet in sequence to CO 50 via EC 230 andlataal trunk
and subgroup of path 52Doshi col. 8, lines 14-22.

connecting said first
telephone call, said
communication link and
said second telephone cal
thereby establish a

first telephone set and said
second telephone set.

telephone call between sai®15 and 220 as they are needeBdshi col. 9, lines 44-48.

Doshidiscloses communication between telephone seh&3 a
telephone set S4. SBeshi FIG. 6.

“When the station S4 user answers the call, therstétion S3
user may begin to communicate with the station &t uia the
virtual connections that are respectively establishy switches

Claim 2

2. The method of claim 1
further comprising the step
of: receiving said first

telephone call from a publi
switched telephone netwol

Doshidiscloses receiving a telephone call from seth®@uigh
Local Exchange Carrier (LEC) 325 containing CenDHice
(CO) 175. LECs and COs are components of a pshiitched
telephone network (PSTN), as known to one of omgiséill in
khe art. Se®oshi FIG. 6. Also se®oshi FIG. 1.

“More patrticularly, a CO, e.g., CO 25, responsivedceipt of a
telephone call originated by an associated teleplstation set,
e.g., station set S1, and responsive to a useahdialing a
telephone number identifying a called telephongmsiaset, e.g.,
station set S2, collects the digits as they arediby user. Wher
CO 25 receives the last of the dialed digits, énthoutes the call
towards its destination via a trunk selected asatfon of the
dialed telephone numberDoshi col. 4, lines 31-39.

Claim 3

3. The method of claim 2
further comprising the step
of: placing said second
telephone call using said
public switched telephone
network.

Doshidiscloses placing a second telephone call fronptneof
module 235 to set S4 through CO 180 (i.e., thrau§sTN).
SeeDoshi FIG. 6. Also se®oshi FIG. 1.

“Responsive to receipt of the IAM message via 136, signal
processor 240 of module 235 selects the idle ttar®O 180

(associated with the trunk from switch 250 to TAPand sends
an off-hook signal thereto via port 241 of moduB® 2nd the
selected trunk. If CO 180 can accept the call, ithegturns an

off-hook signal via the latter trunk.Doshi col. 9, lines 20-25.
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Claim 4

4. The method of claim 1
further comprising the step
of: placing said second
telephone call using a pub
switched telephone netwol

Doshidiscloses placing a second telephone call fronptneof
module 235 to set S4 through CO 180 (i.e., thrau§sTN).
SeeDoshi FIG. 6. Also se®oshi FIG. 1.

IResponsive to receipt of the IAM message via 36, signal
|‘§)rocessor 240 of module 235 selects the idle ttan&O 180
(associated with the trunk from switch 250 to TARand sends
an off-hook signal thereto via port 241 of moduB® 2and the
selected trunk. If CO 180 can accept the call, ihegturns an
off-hook signal via the latter trunk.Doshi col. 9, lines 20-25.

Claim 5

5. The method of claim 1,
wherein said first telephon
call is the only call which ig
required to be placed by
said first telephone set to
effect communication with
said second telephone set

Doshidiscloses a single call being the only call plaitech the
Hfirst telephone set S3. SBPeshi, FIG. 6. Also se®oshi FIG.
1.

“More patrticularly, a CO, e.g., CO 25, responsivedceipt of a
telephone call originated by an associated teleplstetion set,
e.g., station set S1, and responsive to a useahdialing a
telephone number identifying a called telephongmsiaset, e.q.,
station set S2, collects the digits as they arediby user. Wher
CO 25 receives the last of the dialed digits, énthoutes the call
towards its destination via a trunk selected asatfon of the
dialed telephone numberDoshi col. 4, lines 31-39.

“Referring then to FIG. 6, assume that the usstadton set S3
places a call to station set S4 by going off-hood dialing the
telephone number associated with the latter statbri Doshi,

col. 8, lines 41-44.

Claim 6

6. The method of claim 2
wherein said computer
network is at least a portio
of an Internet computer
network.

Doshidiscloses an ATM-based network. ATM is an Intérne
protocol used to transport packets over the Intearal the
nnternet is comprised of ATM-based networks.

See ATM Switches 215 and 220Dwshi FIG. 6.

“If not, then the sample is presented to STM/ATMnmal
Adapter 210. TA 210, more particularly, is arrangegack
samples of voice signals as they are received 8@ switch
25 via trunk (channel) 1 of trunk group 27 intoAnM cell.”
Doshi col. 7, lines 27-31.

Further,RFC 1577explicitly states that ATM is an Internet
protocol used to transport packets over the Intearal the
Internet is comprised of ATM-based networks.

“The goal of this specification is to allow commé and

interoperable implementations for transmitting ERadjrams and
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ATM Address Resolution Protocol (ATMARP) requestsl a
replies over ATM Adaptation Layer 5RFC 1577 page 2.
“This memo considers only the application of ATMaadirect
replacement for the ‘wires’ and local LAN segmerdsnecting
IP end-stations (‘members’) and routers operatimiie
‘classical’ LAN-based paradigm.RFC 1577 page 1.

Also, seeRFC 1577 Abstract, page 1.

Claim 13

13. A system for routing a
full duplex telephone call
between a first telephone §
and a second telephone sg
using a public computer
network as at least part of
communication link
connecting said first and
second telephone sets,
comprising:

Doshidiscloses an architecture for receiving telephmails from
a PSTN, converting the voice data from a PSTN patto an
bdtsynchronous Transfer Mode (“ATM”) protocol for trsport
pthrough a public ATM network, and conversion of tluéce data
from the ATM protocol to the PSTN protocol to redhbk called
@arty. The public ATM network is a computer netiwor
containing ATM switches, which are types of compsiteSee,
e.g.,Doshi col. 2, line 61 — col. 3, line 19.

“Controller 215-5 activates the virtual circuit ¢gaction from
input port 1 to output port 213-1 so that speeghas originating
at station set S1 and destined for station S2 redyamsported
over 45 switch fabric 215-4 during the associatieaial
connection.” Doshi, col. 6, lines 43-47.

a first computer network
access port which receiveq
first telephone call from a
central office placed from
said first telephone set
initiating said full duplex
telephone call, said first
telephone call specifying a
telephone number of said
second telephone set,
without specifying
additional telephone
destinations;

Doshidiscloses a network access port 241 that recaivad
@aced from a first telephone set S3 through ceoffee 175.
SeeDoshi FIG. 6. InDoshi the telephone number of the secqg
telephone set is specified without specifying adddl
destinations.

“More particularly, a CO, e.g., CO 25, responsivedceipt of a
telephone call originated by an associated teleplstation set,
e.g., station set S1, and responsive to a usexahdraling a
telephone number identifying a called telephongasiaset, e.g.,
station set S2, collects the digits as they arediby user. Wher
CO 25 receives the last of the dialed digits, érntihoutes the call
towards its destination via a trunk selected asatfon of the
dialed telephone numberDoshi col. 4, lines 31-39.

“Referring then to FIG. 6, assume that the usstadton set S3
places a call to station set S4 by going off-hood dialing the
telephone number associated with the latter sta@bri Doshi,

col. 8, lines 41-44.

“Echo Canceler 205 receives the digital sample and,
conventional manner, cancels the sample if it igamts an echo
of a digital speech sample originating at stati@r’ ooshi col.

7, lines 24-27. The Echo canceler 205 enablesifiglex
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communication (e.g., from S1 to S2 and from S21p &s knowr
to one of ordinary skill in the art.

a first protocol conversion
module converting data
received from the central
office to an Intenetdic]
protocol;

Doshidiscloses a Terminal Adapter 210 for convertirgdhta
received from the central office for transport gskirM. ATM
is an Internet protocol capable of transmittingadater, on, or
across the Internet.

See ATM Switches 215 and 220bwoshi, FIG. 6.

“If not, then the sample is presented to STM/ATMnmal
Adapter 210. TA 210, more particularly, is arrang@gack
samples of voice signals as they are received 8dM switch
25 via trunk (channel) 1 of trunk group 27 intoAnM cell.”
Doshi col. 7, lines 27-31.

“Assuming that TA 255 accepts the call, then CO hé&§ins to
transmit the dialed telephone number and callels\Aa the
selected trunk (digital channel of path 176Rbshi col. 8, lines
52-54.

Further,RFC 1577explicitly states that ATM is an Internet
protocol capable of transmitting data over, ona@oss the
Internet.

“The goal of this specification is to allow comm&i and
interoperable implementations for transmitting lRadjrams and
ATM Address Resolution Protocol (ATMARP) requestsli a
replies over ATM Adaptation Layer 5RFC 1577 page 2.
“This memo considers only the application of ATMaadirect
replacement for the ‘wires’ and local LAN segmerdsnecting
IP end-stations (‘members’) and routers operatmie
‘classical’ LAN-based paradigm.RFC 1577 page 1.

Also, seeRFC 1577 Abstract, page 1.

a communication link over
public computer network
between said first compute
network access port and a
second computer network
access port;

doshidiscloses a communication link between module 235
(containing a first computer network access port) module 245
(containing a remote second computer network aquassas
illustrated in FIG. 6. The communication link stablished
through ATM network 200. ATM network 200 contaif$M
switches, which are types of computers. ATM nekn200 is
accessed by Local Exchange Carriers (LECs) 3238adwhich
are components of a Public Switched Telephone N#twAs a
result, ATM network 200 is both a computer netwarkl a
public network. See also the description of FI@tBoshi col.
8, line 41 — col. 9, line 48.

a calling circuit which
places a second telephone

call from said second

Doshidiscloses a calling circuit which places a sedetebhone
call from the port of module 235 to set S4 thro@gh 180 (i.e.,
through a PSTN). Sd2oshi FIG. 6.
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computer network access
port to said second
telephone set using a PST|

“Responsive to receipt of the IAM message via 156, signal
processor 240 of module 235 selects the idle ttar®O 180
Nassociated with the trunk from switch 250 to TARand sends
an off-hook signal thereto via port 241 of moduB® 2and the
selected trunk. If CO 180 can accept the call, ihegturns an
off-hook signal via the latter trunk.Doshi col. 9, lines 20-25.

a second protocol
conversion module
converting data received
from the public computer
network from Internet
protocol to a PSTN
protocol; and

Doshidiscloses conversion module TA 225 for convertiatp
received from the public computer network 200 framinternet
protocol (e.g., ATM) to a PSTN protocol for transsion to the
CO 180. Se®oshi FIG. 6. Also se®oshi FIG. 1.

“TA 225 then unpacks the payload of 48 octets efréteived
cell and supplies them to the so-called ATM Adaptatayer
(AAL) implemented in TA 225. The AAL (a) buffersehreceiveq
octets, (b) removes the AAL header, if any, (c¥gmns AAL
functions with respect to the received octets, @dhen sends
each octet in sequence to CO 50 via EC 230 andlataal trunk
and subgroup of path 52Doshi col. 8, lines 14-22.

a call management circuit
which connects said first
telephone call, said
communication link and
said second telephone cal
thereby establish a

telephone call between said

fist [sic] telephone set and
said second telephone set

Doshi discloses communication between telephong83eind
telephone set S4. SBeshi FIG. 6.

“When the station S4 user answers the call, therstétion S3
user may begin to communicate with the station &t via the
virtual connections that are respectively establishy switches
215 and 220 as they are needeDdshi col. 9, lines 44-48.

Claim 14

14. The system of claim 13
further comprising: a publig
switched telephone netwol
interface circuit which
receives said first telephon
call through said public
switched telephone netwol

Doshidiscloses receiving a telephone call from set®@ugh
cLocal Exchange Carrier (LEC) 325 containing CenD#ice
KCO) 175. LECs and COs are components of a pshlitched
telephone network (PSTN), as known to one of orgiséill in
¢he art. The call is received at the interfacenemting LEC 325
and module 245. Sdoshi FIG. 6. Also se®oshi FIG. 1.

kMore particularly, a CO, e.g., CO 25, responsivedceipt of a
telephone call originated by an associated teleplstation set,
e.g., station set S1, and responsive to a useahdialing a
telephone number identifying a called telephongasiaset, e.q.,
station set S2, collects the digits as they arediby user. Wher
CO 25 receives the last of the dialed digits, éntihoutes the call
towards its destination via a trunk selected asatfon of the
dialed telephone numberDoshi col. 4, lines 31-39.

Claim 15
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15. The system of claim 14
further comprising: a secof
public switched telephone
network interface circuit
which places said second
telephone call through saidg
public switched telephone
network.

|Doshidiscloses placing a second telephone call fronptneof
nohodule 235 to set S4 through CO 180 (i.e., thrau§sTN).
The call is placed at the interface connecting L3I0 and
module 235. SePoshi FIG. 6. Also se®oshi FIG. 1.

“Responsive to receipt of the IAM message via 156, signal
processor 240 of module 235 selects the idle ttar®O 180
(associated with the trunk from switch 250 to TARand sends
an off-hook signal thereto via port 241 of moduB® 2and the
selected trunk. If CO 180 can accept the call, ihegturns an
off-hook signal via the latter trunk.Doshi col. 9, lines 20-25.

Claim 16

16. The system of claim 13
wherein said public
switched telephone netwol
interface circuit places saig
second telephone call
through said public

switched telephone netwol

Doshidiscloses placing a second telephone call fronpteof
module 235 to set S4 through CO 180 (i.e., thrau§sTN).
ISeeDoshi, FIG. 6. Also se®oshi FIG. 1.

i“Responsive to receipt of the IAM message via 186, signal
processor 240 of module 235 selects the idle ttar®O 180
(associated with the trunk from switch 250 to TARand sends
kan off-hook signal thereto via port 241 of moduB5 Aand the
selected trunk. If CO 180 can accept the call, ithegturns an
off-hook signal via the latter trunk.Doshi col. 9, lines 20-25.

Claim 17

17. The system of claim 13
wherein said first telephon
call is the only call which ig
required to be placed by

said first telephone set to

effect communication with
said second telephone set

Doshidiscloses a single call being the only call plaitech the
first telephone set S3. SBPeshi FIG. 6. Also se®oshi FIG.
1.

“More particularly, a CO, e.g., CO 25, responsivedceipt of a
telephone call originated by an associated teleplstation set,
e.g., station set S1, and responsive to a usexahdraling a
telephone number identifying a called telephongasiaset, e.g.,
station set S2, collects the digits as they arediby user. Wher
CO 25 receives the last of the dialed digits, érntihoutes the call
towards its destination via a trunk selected asatfon of the
dialed telephone numberDoshi col. 4, lines 31-39.

“Referring then to FIG. 6, assume that the usstaiton set S3
places a call to station set S4 by going off-hood dialing the
telephone number associated with the latter sta@bri Doshi,

col. 8, lines 41-44.

Claim 18

18. The system of claim 14
wherein said computer
network comprises an

|Doshidiscloses an ATM-based network. ATM is an Intérne
protocol used to transport packets over the Intearal the
Internet is comprised of ATM-based networks.

Internet computer network
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CLAIM ELEMENT Doshiand RFC 1577
connection. See ATM Switches 215 and 22Daoshi FIG. 6.

“If not, then the sample is presented to STM/ATMnmmal
Adapter 210. TA 210, more particularly, is arrangegack
samples of voice signals as they are received 8@ switch
25 via trunk (channel) 1 of trunk group 27 intoAanM cell.”
Doshi col. 7, lines 27-31.

Further,RFC 1577explicitly states that ATM is an Internet
protocol used to transport packets over the Intearal the
Internet is comprised of ATM-based networks.

“The goal of this specification is to allow commé and
interoperable implementations for transmitting lRadjrams and
ATM Address Resolution Protocol (ATMARP) requestsli a
replies over ATM Adaptation Layer 5RFC 1577 page 2.
“This memo considers only the application of ATMaadirect
replacement for the ‘wires’ and local LAN segmerdsnecting
IP end-stations (‘members’) and routers operatmiie
‘classical’ LAN-based paradigm.RFC 1577 page 1.

Also, seeRFC 1577 Abstract, page 1.

1. A person of ordinary skill in the art would have b een
motivated to combine Doshi with RFC 1577

When considering the obviousness of a combinatidmown elements, the operative
question is: “whether the improvement is more ttienpredictable use of prior art elements
according to their established functioisThe recenKSRdecision cautions against applying the
“teaching-suggestion-motivation” test in an oveityid manner The combination aboshi
with RFC 1577Avas nothing more than the predictable use of knpror art elements according

to their established functions, and therefore rentlee claimed invention obvious.

It would have been obvious to one of ordinary skilthe art at the time of the claimed
invention to combine the teachings@dshiwith the disclosure dRFC 157 7that ATM is an
Internet protocol for transporting packets overliiternet.Doshidescribes an architecture for

receiving telephone calls from a central officenwerting data received from the central office

KSR Intl Co. v. Teleflex Inc127 S. Ct. 1727, 1740 (2008ge alsdV.P.E.P. § 2141 (Rev. 6, Sept. 2007).
2KSR Int'l Co. v. Teleflex Inc127 S. Ct. 1727, 1741 (200%ge alsd.P.E.P. § 2141 (Rev. 6, Sept. 2007).
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to an Asynchronous Transfer Mode (“ATM”) protocol for transport through a public ATM
network, and converting the data back from the Agilgtocol to a PSTN protocol to reach the
called party. One of ordinary skill in the art viditnave consulte®FC 1577as a standard
reference in the art for providing further infornoat regarding the cited use of ATM Doshi
RFC 1577s part of a series of “Request for Comments” (RF@hich are universally known

among those in the field of computer networkingt@asdard references.

Therefore, a substantial new question of patentglekists with respect to claims 1-6

and 13-18 based upon the combinatioDoshiandRFC 1577

V. Conclusion
Because the analysis above demonstrates two stibsteew questions of patentability

with respect to claims 1-6 and 13-18 of U.S. PaieP¥3,373, the Director is asked to grant this

Request for Reexamination.

Respectfully Submitted,
Third-party Requester
Electronic Frontier Foundation

Date: October 14, 2009 By:__ /Nikhil lyengar/
Nikhil lyengar, Reg. No. 60,910
FENWICK & WESTLLP
801 California Street
Mountain View, CA 94041
Phone: (415) 875-2367
Fax: (650) 938-5200
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Classical IP and ARP over ATM
Status of this Memo

This document specifies an Internet standards track protocol for the
Internet community, and requests discussion and suggestions for
improvements. Please refer to the current edition of the "Internet
Official Protocol Standards" (STD 1) for the standardization state
and status of this protocol. Distribution of this memo is unlimited.

Abstract

This memo defines an initial application of classical IP and ARP in

an Asynchronous Transfer Mode (ATM) network environment configured as
a Logical IP Subnetwork (LIS) as described in Section 3. This memo

does not preclude the subsequent development of ATM technology into
areas other than a LIS; specifically, as single ATM networks grow to
replace many ethernet local LAN segments and as these networks become
globally connected, the application of IP and ARP will be treated

differently. This memo considers only the application of ATM as a

direct replacement for the "wires" and local LAN segments connecting

IP end-stations ("members") and routers operating in the "classical”
LAN-based paradigm. Issues raised by MAC level bridging and LAN
emulation are beyond the scope of this paper.

This memo introduces general ATM technology and nomenclature.
Readers are encouraged to review the ATM Forum and ITU-TS (formerly
CCITT) references for more detailed information about ATM
implementation agreements and standards.
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1. Conventions

The following language conventions are used in the items of
specification in this document:

0 MUST, SHALL, or MANDATORY -- the item is an absolute requirement
of the specification.

0 SHOULD or RECOMMEND -- this item should generally be followed for
all but exceptional circumstances.

0 MAY or OPTIONAL -- the item is truly optional and may be followed
or ignored according to the needs of the implementor.

2. Introduction

The goal of this specification is to allow compatible and

interoperable implementations for transmitting IP datagrams and ATM
Address Resolution Protocol (ATMARP) requests and replies over ATM
Adaptation Layer 5 (AAL5)[2,6].

Note: this memo defines only the operation of IP and address
resolution over ATM, and is not meant to describe the operation of
ATM networks. Any reference to virtual connections, permanent virtual
connections, or switched virtual connections applies only to virtual
channel connections used to support IP and address resolution over
ATM, and thus are assumed to be using AAL5. This memo places no
restrictions or requirements on virtual connections used for other
purposes.

Initial deployment of ATM provides a LAN segment replacement for:
1) Local area networks (e.g., Ethernets, Token Rings and FDDI).
2) Local-area backbones between existing (non-ATM) LANS.

3) Dedicated circuits or frame relay PVCs between IP routers.
Note: In 1), local IP routers with one or more ATM interfaces will be
able to connect islands of ATM networks. In 3), public or private
ATM Wide Area networks will be used to connect IP routers, which in
turn may or may not connect to local ATM networks. ATM WANSs and LANs
may be interconnected.

Private ATM networks (local or wide area) will use the private ATM

address structure specified in the ATM Forum UNI specification [9].

This structure is modeled after the format of an OSI Network Service
Access Point Address. A private ATM address uniquely identifies an
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ATM endpoint. Public networks will use either the address structure
specified in ITU-TS recommendation E.164 or the private network ATM
address structure. An E.164 address uniquely identifies an interface
to a public network.

The characteristics and features of ATM networks are different than
those found in LANS:

0 ATM provides a Virtual Connection (VC) switched environment. VC
setup may be done on either a Permanent Virtual Connection (PVC)
or dynamic Switched Virtual Connection (SVC) basis. SVC call
management signalling is performed via implementations of the
Q.93B protocol [7,9].

o Datato be passed by a VC is segmented into 53 octet quantities
called cells (5 octets of ATM header and 48 octets of data).

o The function of mapping user Protocol Data Units (PDUS) into the
information field of the ATM cell and vice versa is performed in
the ATM Adaptation Layer (AAL). When a VC is created a specific
AAL type is associated with the VC. There are four different AAL
types, which are referred to individually as "AAL1", "AAL2",
"AAL3/4", and "AAL5". (Note: this memo concerns itself with the
mapping of IP and ATMARP over AAL5 only. The other AAL types are
mentioned for introductory purposes only.) The AAL type is known
by the VC end points via the call setup mechanism and is not
carried in the ATM cell header. For PVCs the AAL type is
administratively configured at the end points when the Connection
(circuit) is set up. For SVCs, the AAL type is communicated
along the VC path via Q.93B as part of call setup establishment
and the end points use the signaled information for
configuration. ATM switches generally do not care about the AAL
type of VCs. The AALS5 format specifies a packet format with a
maximum size of (64K - 1) octets of user data. Cells for an AAL5
PDU are transmitted first to last, the last cell indicating the
end of the PDU. ATM standards guarantee that on a given VC, cell
ordering is preserved end-to-end. NOTE: AALS5 provides a non-
assured data transfer service - it is up to higher-level
protocols to provide retransmission.

0 ATM Forum signalling defines point-to-point and point-to-
multipoint Connection setup [9]. Multipoint-to-multipoint VCs
are not yet specified by ITU-TS or ATM Forum.

0 An ATM Forum ATM endpoint address is either encoded as an NSAP
Address (NSAPA) or is an E.164 Public-UNI address [9]. In some
cases, both an ATM endpoint address and an E.164 Public UNI
address are needed by an ATMARP client to reach another host or
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router. Since the use of ATM endpoint addresses and E.164 public

UNI addresses by ATMARP are analogous to the use of Ethernet
addresses, the notion of "hardware address" is extended to

encompass ATM addresses in the context of ATMARP, even though ATM
addresses need not have hardware significance. ATM Forum NSAPAs
use the same basic format as U.S. GOSIP NSAPAs [11]. Note: ATM
Forum addresses should not be construed as being U.S. GOSIP
NSAPAs. They are not, the administration is different, which

fields get filled out are different, etc.

This memo describes the initial deployment of ATM within “classical”
IP networks as a direct replacement for local area networks
(ethernets) and for IP links which interconnect routers, either

within or between administrative domains. The "classical* model here
refers to the treatment of the ATM host adapter as a networking
interface to the IP protocol stack operating in a LAN-based paradigm.

Characteristics of the classical model are:

0 The same maximum transmission unit (MTU) size is used for all VCs
in a LIS [2]. (Refer to Section 5.)

o Default LLC/SNAP encapsulation of IP packets.
o0 End-to-end IP routing architecture stays the same.

o IP addresses are resolved to ATM addresses by use of an ATMARP
service within the LIS - ATMARPs stay within the LIS. From a
client's perspective, the ATMARP architecture stays faithful to
the basic ARP model presented in [3].

0 One IP subnet is used for many hosts and routers. Each VC
directly connects two IP members within the same LIS.

Future memos will describe the operation of IP over ATM when ATM
networks become globally deployed and interconnected.

The deployment of ATM into the Internet community is just beginning
and will take many years to complete. During the early part of this
period, we expect deployment to follow traditional IP subnet
boundaries for the following reasons:

0 Administrators and managers of IP subnetworks will tend to
initially follow the same models as they currently have deployed.
The mindset of the community will change slowly over time as ATM
increases its coverage and builds its credibility.
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o Policy administration practices rely on the security, access,
routing, and filtering capability of IP Internet gateways: i.e.,
firewalls. ATM will not be allowed to "back-door" around these
mechanisms until ATM provides better management capability than
the existing services and practices.

0 Standards for global IP over ATM will take some time to complete
and deploy.

This memo details the treatment of the classical model of IP and

ATMARP over ATM. This memo does not preclude the subsequent treatment
of ATM networks within the IP framework as ATM becomes globally
deployed and interconnected; this will be the subject of future

documents. This memo does not address issues related to transparent

data link layer interoperability.

3. IP Subnetwork Configuration

In the LIS scenario, each separate administrative entity configures

its hosts and routers within a closed logical IP subnetwork. Each

LIS operates and communicates independently of other LISs on the same
ATM network. Hosts connected to ATM communicate directly to other
hosts within the same LIS. Communication to hosts outside of the

local LIS is provided via an IP router. This router is an ATM

Endpoint attached to the ATM network that is configured as a member

of one or more LISs. This configuration may result in a number of

disjoint LISs operating over the same ATM network. Hosts of differing

IP subnets MUST communicate via an intermediate IP router even though
it may be possible to open a direct VC between the two IP members

over the ATM network.

The requirements for IP members (hosts, routers) operating in an ATM
LIS configuration are:

o All members have the same IP network/subnet number and address
mask [8].

o All members within a LIS are directly connected to the ATM
network.

o All members outside of the LIS are accessed via a router.
o All members of a LIS MUST have a mechanism for resolving IP
addresses to ATM addresses via ATMARP (based on [3]) and vice

versa via INATMARP (based on [12]) when using SVCs. Refer to
Section 6 "Address Resolution” in this memo.
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o All members of a LIS MUST have a mechanism for resolving VCs to
IP addresses via INATMARP (based on [12]) when using PVCs. Refer
to Section 6 "Address Resolution” in this memo.

o All members within a LIS MUST be able to communicate via ATM with
all other members in the same LIS; i.e., the virtual Connection
topology underlying the intercommunication among the members is
fully meshed.

The following list identifies a set of ATM specific parameters that
MUST be implemented in each IP station connected to the ATM network:

0 ATM Hardware Address (atm$ha). The ATM address of the individual
IP station.

0 ATMARP Request Address (atm$arp-req). atm$arp-req is the ATM
address of an individual ATMARP server located within the LIS.
In an SVC environment, ATMARP requests are sent to this address
for the resolution of target protocol addresses to target ATM
addresses. That server MUST have authoritative responsibility
for resolving ATMARP requests of all IP members within the LIS.
Note: if the LIS is operating with PVCs only, then this parameter
may be set to null and the IP station is not required to send
ATMARP requests to the ATMARP server.

Itis RECOMMENDED that routers providing LIS functionality over the
ATM network also support the ability to interconnect multiple LISs.
Routers that wish to provide interconnection of differing LISs MUST
be able to support multiple sets of these parameters (one set for

each connected LIS) and be able to associate each set of parameters
to a specific IP network/ subnet number. In addition, it is
RECOMMENDED that a router be able to provide this multiple LIS
support with a single physical ATM interface that may have one or
more individual ATM endpoint addresses. Note: this does not
necessarily mean different End System Identifiers (ESIs) when NSAPAs
are used. The last octet of an NSAPA is the NSAPA Selector (SEL)
field which can be used to differentiate up to 256 different LISs for
the same ESI. (Refer to Section 5.1.3.1, "Private Networks" in [9].)

4. Packet Format

Implementations MUST support IEEE 802.2 LLC/SNAP encapsulation as
described in [2]. LLC/SNAP encapsulation is the default packet
format for IP datagrams.

This memo recognizes that other encapsulation methods may be used

however, in the absence of other knowledge or agreement, LLC/SNAP
encapsulation is the default.
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This memo recognizes the future deployment of end-to-end signalling
within ATM that will allow negotiation of encapsulation method on a
per-VC basis. Signalling negotiations are beyond the scope of this
memo.

5. MTU Size

The default MTU size for IP members operating over the ATM network
SHALL be 9180 octets. The LLC/SNAP header is 8 octets, therefore the
default ATM AALS protocol data unit size is 9188 octets [2]. In

classical IP subnets, values other than the default can be used if

and only if all members in the LIS have been configured to use the
non-default value.

This memo recognizes the future deployment of end-to-end signalling
within ATM that will allow negotiation of MTU size on a per-VC basis.
Signalling negotiations are beyond the scope of this document.

6. Address Resolution

Address resolution within an ATM logical IP subnet SHALL make use of
the ATM Address Resolution Protocol (ATMARP) (based on [3]) and the
Inverse ATM Address Resolution Protocol (INATMARP) (based on [12]) as
defined in this memo. ATMARP is the same protocol as the ARP

protocol presented in [3] with extensions needed to support ARP in a
unicast server ATM environment. INATMARP is the same protocol as the
original INARP protocol presented in [12] but applied to ATM

networks. All IP stations MUST support these protocols as updated

and extended in this memo. Use of these protocols differs depending

on whether PVCs or SVCs are used.

6.1 Permanent Virtual Connections

An IP station MUST have a mechanism (eg. manual configuration) for
determining what PVCs it has, and in particular which PVCs are being
used with LLC/SNAP encapsulation. The details of the mechanism are
beyond the scope of this memo.

All IP members supporting PVCs are required to use the Inverse ATM
Address Resolution Protocol (INATMARP) (refer to [12]) on those VCs
using LLC/SNAP encapsulation. In a strict PVC environment, the
receiver SHALL infer the relevant VC from the VC on which the
INATMARP request (INARP_REQUEST) or response (INARP_REPLY) was
received. When the ATM source and/or target address is unknown, the
corresponding ATM address length in the INATMARP packet MUST be set
to zero (0) indicating a null length, otherwise the appropriate

address field should be filled in and the corresponding length set
appropriately. INATMARP packet format details are presented later in
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this memo.

Directly from [12]: "When the requesting station receives the INARP
reply, it may complete the [ATM]ARP table entry and use the provided
address information. Note: as with [ATM]JARP, information learned via
IN[ATM]ARP may be aged or invalidated under certain circumstances."
It is the responsibility of each IP station supporting PVCs to re-

validate [ATM]ARP table entries as part of the aging process. See
Section 6.5 on "ATMARP Table Aging".

6.2 Switched Virtual Connections

SVCs require support for ATMARP in the non-broadcast, non-multicast
environment that ATM networks currently provide. To meet this need a
single ATMARP Server MUST be located within the LIS. This server MUST
have authoritative responsibility for resolving the ATMARP requests

of all IP members within the LIS.

The server itself does not actively establish connections. It

depends on the clients in the LIS to initiate the ATMARP registration
procedure. An individual client connects to the ATMARP server using

a point-to-point VC. The server, upon the completion of an ATM
call/connection of a new VC specifying LLC/SNAP encapsulation, will
transmit an INATMARP request to determine the IP address of the

client. The INATMARP reply from the client contains the information
necessary for the ATMARP Server to build its ATMARP table cache. This
information is used to generate replies to the ATMARP requests it
receives.

The ATMARP Server mechanism requires that each client be
administratively configured with the ATM address of the ATMARP Server
atm$arp-req as defined earlier in this memo. There is to be one and

only one ATMARP Server operational per logical IP subnet. It is
RECOMMENDED that the ATMARP Server also be an IP station. This
station MUST be administratively configured to operate and recognize
itself as the ATMARP Server for a LIS. The ATMARP Server MUST be
configured with an IP address for each logical IP subnet it is

serving to support INATMARP requests.

This memo recognizes that a single ATMARP Server is not as robust as
multiple servers which synchronize their databases correctly. This
document is defining the client-server interaction by using a simple,
single server approach as a reference model, and does not prohibit
more robust approaches which use the same client-server interface.

Laubach [Page 8]



RFC 1577 Classical IP and ARP over ATM January 1993

6.3 ATMARP Server Operational Requirements

The ATMARP server accepts ATM calls/connections from other ATM end
points. At call setup and if the VC supports LLC/SNAP encapsulation,

the ATMARP server will transmit to the originating ATM station an
INATMARP request (INARP_REQUEST) for each logical IP subnet the
server is configured to serve. After receiving an INATMARP reply
(INARP_REPLY), the server will examine the IP address and the ATM
address. The server will add (or update) the <ATM address, IP

address> map entry and timestamp into its ATMARP table. If the
INATMARP IP address duplicates a table entry IP address and the
INATMARP ATM address does not match the table entry ATM address and
there is an open VC associated with that table entry, the INnATMARP
information is discarded and no modifications to the table are made.
ATMARRP table entries persist until aged or invalidated. VC call tear

down does not remove ATMARP table entries.

The ATMARP server, upon receiving an ATMARP request (ARP_REQUEST),
will generate the corresponding ATMARP reply (ARP_REPLY) if it has an
entry in its ATMARP table. Otherwise it will generate a negative

ATMARRP reply (ARP_NAK). The ARP_NAK response is an extension to the
ARMARRP protocol and is used to improve the robustness of the ATMARP
server mechanism. With ARP_NAK, a client can determine the

difference between a catastrophic server failure and an ATMARP table
lookup failure. The ARP_NAK packet format is the same as the

received ARP_REQUEST packet format with the operation code set to
ARP_NAK, i.e., the ARP_REQUEST packet data is merely copied for
transmission with the ARP_REQUEST operation code reset to ARP_NAK.

Updating the ATMARP table information timeout, the short form: when

the server receives an ATMARP request over a VC, where the source IP
and ATM address match the association already in the ATMARP table and
the ATM address matches that associated with the VC, the server may
update the timeout on the source ATMARP table entry: i.e., if the

client is sending ATMARP requests to the server over the same VC that

it used to register its ATMARP entry, the server should examine the
ATMARP requests and note that the client is still "alive" by updating

the timeout on the client's ATMARP table entry.

Adding robustness to the address resolution mechanism using ATMARP:
when the server receives an ARP_REQUEST over a VC, it examines the
source information. If there is no IP address associated with the VC
over which the ATMARP request was received and if the source IP
address is not associated with any other connection, then the server

will add the <ATM address, IP address> entry and timestamp into its
ATMARP table and associate the entry with this VC.
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6.4 ATMARP Client Operational Requirements

The ATMARP client is responsible for contacting the ATMARP server to
register its own ATMARP information and to gain and refresh its own
ATMARRP entry/information about other IP members. This means, as
noted above, that ATMARP clients MUST be configured with the ATM
address of the ATMARP server. ATMARP clients MUST:

1. Initiate the VC connection to the ATMARP server for
transmitting and receiving ATMARP and INATMARP packets.

2. Respond to ARP_REQUEST and INARP_REQUEST packets received on
any VC appropriately. (Refer to Section 7, "Protocol Operation”
in [12].)

3. Generate and transmit ARP_REQUEST packets to the ATMARP server
and to process ARP_REPLY and ARP_NAK packets from the server
appropriately. ARP_REPLY packets should be used to
build/refresh its own client ATMARP table entries.

4. Generate and transmit INARP_REQUEST packets as needed and to
process INARP_REPLY packets appropriately. INARP_REPLY packets
should be used to build/refresh its own client ATMARP table
entries. (Refer to Section 7, "Protocol Operation” in [12].)

5. Provide an ATMARP table aging function to remove its own old
client ATMARP tables entries after a convenient period of time.

Note: if the client does not maintain an open VC to the server, the
client MUST refresh its ATMARP information with the server at least
once every 20 minutes. This is done by opening a VC to the server
and exchanging the initial INATMARP packets.

6.5 ATMARP Table Aging

An ATMARP client or server MUST have knowledge of any open VCs it has
(permanent or switched), their association with an ATMARP table
entry, and in particular, which VCs support LLC/SNAP encapsulation.

Client ATMARP table entries are valid for a maximum time of 15
minutes.

Server ATMARP table entries are valid for a minimum time of 20
minutes.

Prior to aging an ATMARRP table entry, an ATMARP server MUST generate

an INARP_REQUEST on any open VC associated with that entry. If an
INARP_REPLY is received, that table entry is updated and not deleted.
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If there is no open VC associated with the table entry, the entry is
deleted.

When an ATMARP table entry ages, an ATMARP client MUST invalidate the
table entry. If there is no open VC associated with the invalidated

entry, that entry is deleted. In the case of an invalidated entry and

an open VC, the ATMARP client must revalidate the entry prior to
transmitting any non address resolution traffic on that VC. In the

case of a PVC, the client validates the entry by transmitting an
INARP_REQUEST and updating the entry on receipt of an INARP_REPLY. In
the case of an SVC, the client validates the entry by transmitting an
ARP_REQUEST to the ATMARP Server and updating the entry on receipt of
an ARP_REPLY. If a VC with an associated invalidated ATMARP table

entry is closed, that table entry is removed.

6.6 ATMARP and INnATMARP Packet Format

Internet addresses are assigned independently of ATM addresses. Each
host implementation MUST know its own IP and ATM address(es) and MUST
respond to address resolution requests appropriately. IP members

MUST also use ATMARP and INATMARP to resolve IP addresses to ATM
addresses when needed.

The ATMARP and INATMARP protocols use the same hardware type
(ar$hrd), protocol type (ar$pro), and operation code (ar$op) data

formats as the ARP and InARP protocols [3,12]. The location of these
fields within the ATMARP packet are in the same byte position as

those in ARP and InARP packets. A unique hardware type value has

been assigned for ATMARP. In addition, ATMARP makes use of an
additional operation code for ARP_NAK. The remainder of the
ATMARP/INATMARP packet format is different than the ARP/INARP packet
format.

The ATMARP and INATMARP protocols have several fields that have the
following format and values:

Data:
arshrd 16 bits Hardware type
ar$pro 16 bits Protocol type
ar$shtl 8 bits Type & length of source ATM number (q)
ar$sstl 8 bits Type & length of source ATM subaddress (r)
arsop 16 bits Operation code (request, reply, or NAK)
argspln 8 bits Length of source protocol address (s)
ar$thtl 8 bits Type & length of target ATM number (x)
ar$tstl 8 bits Type & length of target ATM subaddress (y)
ar$tpln 8 bits Length of target protocol address (z)
ar$sha qoctets source ATM number
argssa roctets source ATM subaddress
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arspa soctets source protocol address

ar$tha xoctets target ATM number

ar$tsa yoctets target ATM subaddress

ar$tpa  zoctets target protocol address
Where:

ar$hrd - assigned to ATM Forum address family and is
19 decimal (0x0013) [4].

ar$pro - see Assigned Numbers for protocol type number for
the protocol using ATMARP. (IP is 0x0800).

ar$op - The operation type value (decimal):
ARP_REQUEST =1
ARP_REPLY =2
INARP_REQUEST =8
INARP_REPLY =9
ARP_NAK =10

ar$spln - length in octets of the source protocol address. For
IP ar$spln is 4.

ar$tpin - length in octets of the target protocol address. For
IP ar$tpln is 4.

ar$sha - source ATM number (E.164 or ATM Forum NSAPA)
ar$ssa - source ATM subaddress (ATM Forum NSAPA)
ar$spa - source protocol address

ar$tha - target ATM number (E.164 or ATM Forum NSAPA)
ar$tsa - target ATM subaddress (ATM Forum NSAPA)

ar$tpa - target protocol address
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The encoding of the 8-bit type and length value for ar$shtl,
ar$sstl, ar$thtl, and ar$tstl is as follows:

MSB 8 7 6 5 4 3 2 1 LSB
B S B — B — S S B — B +
| 0 | 1/0| Octetlength of address |
B S B — B — E S — B — E +

Where:
bit.8 (reserved) =0 (for future use)

bit.7 (type) =0 ATM Forum NSAPA format
=1 E.164 format

bit.6-1 (length) = 6 bit unsigned octet length of address
(MSB = bit.6, LSB = bit.1)

ATM addresses in Q.93B (as defined by the ATM Forum UNI 3.0
signalling specification [9]) include a "Calling Party Number

Information Element" and a "Calling Party Subaddress Information
Element". These Information Elements (IEs) SHOULD map to
ATMARP/INATMARP source ATM number and source ATM subaddress
respectively. Furthermore, ATM Forum defines a "Called Party Number
Information Element" and a "Called Party Subaddress Information
Element". These IEs map to ATMARP/INATMARP target ATM number and
target ATM subaddress respectively.

The ATM Forum defines three structures for the combined use of number
and subaddress [9]:

ATM Number  ATM Subaddress

Structure 1 ATM Forum NSAPA null
Structure 2 E.164 null
Structure 3 E.164 ATM Forum NSAPA

IP members MUST register their ATM endpoint address with their ATMARP
server using the ATM address structure appropriate for their ATM

network connection: i.e., LISs implemented over ATM LANSs following

ATM Forum UNI 3.0 should register using Structure 1; LISs implemented
over an E.164 "public" ATM network should register using Structure 2.

A LIS implemented over a combination of ATM LANs and public ATM
networks may need to register using Structure 3. Implementations

based on this memo MUST support all three ATM address structures.

ATMARP and INATMARP requests and replies for ATM address structures 1
and 2 MUST indicate a null ATM subaddress; i.e., ar$sstl.type = 1 and
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ar$sstl.length = 0 and ar$tstl.type = 1 and ar$tstl.length = 0. When
ar$sstl.length and ar$tstl.length =0, the ar$tsa and ar$ssa fields
are not present.

Note: the ATMARP packet format presented in this memo is general in
nature in that the ATM number and ATM subaddress fields SHOULD map
directly to the corresponding Q.93B fields used for ATM

call/connection setup signalling messages. The IP over ATM Working
Group expects ATM Forum NSAPA numbers (Structure 1) to predominate
over E.164 numbers (Structure 2) as ATM endpoint identifiers within

ATM LANs. The ATM Forum's VC Routing specification is not complete
at this time and therefore its impact on the operational use of ATM
Address Structure 3 is undefined. The ATM Forum will be defining this
relationship in the future. Itis for this reason that IP members

need to support all three ATM address structures.

6.7 ATMARP/INATMARP Packet Encapsulation

ATMARP and INATMARP packets are to be encoded in AAL5 PDUs using
LLC/SNAP encapsulation. The format of the AAL5 CPCS-SDU payload field
for ATMARP/INATMARP PDUs is:

Payload Format for ATMARP/INATMARP PDUs:
+ +

LLC OXAA-AA-03 |
+

OUI 0x00-00-00 |

4
T

|

+

|

| Ethertype 0x08-06 |
+

|

|

|

+

I
ATMARP/INATMARP Packet |
I

4
T

The LLC value of 0xAA-AA-03 (3 octets) indicates the presence of a
SNAP header.

The OUI value of 0x00-00-00 (3 octets) indicates that the following
two-bytes is an ethertype.

The Ethertype value of 0x08-06 (2 octets) indicates ARP [4].
The total size of the LLC/SNAP header is fixed at 8-octets. This

aligns the start of the ATMARP packet on a 64-bit boundary relative
to the start of the AAL5 CPCS-SDU.
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The LLC/SNAP encapsulation for ATMARP/INATMARP presented here is
consistent with the treatment of multiprotocol encapsulation of IP

over ATM AALS as specified in [2] and in the format of ATMARP over
IEEE 802 networks as specified in [5].

Traditionally, address resolution requests are broadcast to all

directly connected IP members within a LIS. It is conceivable in the
future that larger scaled ATM networks may handle ATMARP requests to
destinations outside the originating LIS, perhaps even globally;

issues raised by ATMARP'ing outside the LIS or by a global ATMARP
mechanism are beyond the scope of this memo.

7. IP Broadcast Address

ATM does not support broadcast addressing, therefore there are no
mappings available from IP broadcast addresses to ATM broadcast
services. Note: this lack of mapping does not restrict members from
transmitting or receiving IP datagrams specifying any of the four
standard IP broadcast address forms as described in [8]. Members,
upon receiving an IP broadcast or IP subnet broadcast for their LIS,
MUST process the packet as if addressed to that station.

8. IP Multicast Address

ATM does not support multicast address services, therefore there are
no mappings available from IP multicast addresses to ATM multicast
services. Current IP multicast implementations (i.e., MBONE and IP
tunneling, see [10]) will continue to operate over ATM based logical
IP subnets if operated in the WAN configuration.

This memo recognizes the future development of ATM multicast service
addressing by the ATM Forum. When available and widely implemented,
the roll-over from the current IP multicast architecture to this new

ATM architecture will be straightforward.

9. Security

Not all of the security issues relating to IP over ATM are clearly
understood at this time, due to the fluid state of ATM
specifications, newness of the technology, and other factors.

It is believed that ATM and IP facilities for authenticated call
management, authenticated end-to-end communications, and data
encryption will be needed in globally connected ATM networks. Such
future security facilities and their use by IP networks are beyond

the scope of this memo.
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There are known security issues relating to host impersonation via

the address resolution protocols used in the Internet [13]. No

special security mechanisms have been added to the address resolution
mechanism defined here for use with networks using IP over ATM.

10. Open Issues

o Interim Local Management Interface (ILMI) services will not be
generally implemented initially by some providers and vendors and
will not be used to obtain the ATM address network prefix from
the network [9]. Meta-signalling does provide some of this
functionality and in the future we need to document the options.

o Well known ATM address(es) for ATMARP servers? It would be very
handy if a mechanism were available for determining the "well
known" ATM address(es) for the client's ATMARP server in the LIS.

o There are many VC management issues which have not yet been
addressed by this specification and which await the unwary
implementor. For example, one problem that has not yet been
resolved is how two IP members decide which of duplicate VCs can
be released without causing VC thrashing. If two IP stations
simultaneously established VCs to each other, it is tempting to
allow only one of these VCs to be established, or to release one
of these VCs immediately after it is established. If both IP
stations simultaneously decide to release opposite VCs, a
thrashing effect can be created where VCs are repeatedly
established and immediately released. For the time being, the
safest strategy is to allow duplicate VCs to be established and
simply age them like any other VCs.
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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

C2 COMMUNICATIONS
TECHNOLOGIES, INC.,

VS. Case No. 2:06-CV-241

w W W W
(mw)

AT&T, INC., ET AL.

MEMORANDUM OPINION AND ORDER

1. Introduction

In this case, C2 Communications Technologies(I@2”) asserts various claims from U.S.
Patent No. 6,243,373 (“the ‘373 patent”) againstdbfendants. The ‘373 patent, entitled “Method
and Apparatus for Implementing a Computer Netwdritdrnet Telephone System,” was filed on
November 1, 1995, and issued on June 5, 2001. BArid).. Turock is the only inventor named
on the ‘373 patent.
2. Background of the Technology

The ‘373 patent is generally directed to methodkagjuipment for routing duplex telephone
calls over the public switched telephone netwoRSTN”) and a public computer network, such
as the Internet, in a way that is transparent th bwo¢ caller and the called party. ‘373 patent at
7:18-35. The invention accomplishes its directiy@lbegrating a specialized computer system with
the traditional PSTN so that calls from a telephameconverted to an Internet protocol, routed over
the public computer network, and then converted bathe traditional telephone network protocol
to complete the call. ‘373 patent Abstract, 7:18-3he specialized computer systems of the
invention, which are also called computer access o ITS nodes, serve as interfaces between the

public computer network (or Internet) and the staddelephone system, thereby enabling the



Case 2:06-cv-00241-TJW-CE  Document 219  Filed 06/13/2008 Page 2 of 20

transmission of telephonic voice communications overriternet.

A full duplex telephone call of the invention cam éstablished by routing the call from a
calling party, over the PSTN to a first ITS nodepf the first ITS node over the Internet to a selcon
ITS node, and from the second ITS node over the\P®The called party. Once the call reaches
the called party, a full duplex connection betwtencallers is established. A goal of the invamtio
is to minimize long distance telephone rates byemsally connecting two local calls via the
Internet. In accordance with this goal, each parof the call between a caller and his or her
respective ITS node would incur the charge forcalltelephone call, and the communication link
over the Internet would replace the traditionablainstance portion of the call thereby reducing or
eliminating the long distance surcharge normaligratant with long distance telephone calls. In
the written description, the ‘373 patent descrilves main embodiments, a two-number dialing
embodiment and a one-number dialing embodiment.

In accordance with the two-number dialing emboditméine caller will place a first
telephone call to the first ITS node, which hasowen telephone number. This call will be
connected through a central office and/or oveP{&&N. When the first ITS node answers the call,
a complete two-way call between the caller anditis€ IiTS node is established, and the first ITS
node will thereafter prompt the caller to entertdlephone number for the called party. Using the
provided number, the ITS node will negotiate a satup with a second ITS node located in the
vicinity of the called party, thereby establishmgommunications link over the Internet between
the first and second ITS nodes. The second IT® mollithen place a call to the called party to
establish a second, completed telephone call weltdtied party. Once the called party answers

the second telephone call, the two telephone eaits the communications link are joined to
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establish a full duplex telephone call betweerneecallers. The ITS node therefore provides call
setup capabilities and converts voice data frontrwitional protocol of the PSTN to an Internet
protocol.

The one-numbering dialing embodiment is similathi® two-number dialing embodiment
described above. The main difference betweemtb@mbodiments is that the one-number dialing
embodiment consolidates the two outbound dialiepsinto a single step. In the one-number
dialing embodiment, for example, the step of dmtime first ITS node is consolidated with the step
of entering the number of the called party at th® hode. This consolidation of steps adds an
additional level of transparency into the claimadl oouting system in order to make the system
resemble traditional long distance telephony. Ipreferred embodiment, the two steps are
consolidated by connecting the first ITS node diyeto the central office or a private branch
exchange (“PBX”) that services the caller. Thigdi connection allows the caller to pick up his
or her telephone and dial the number of the caléety instead of first dialing the number of th&IT
node.

As originally filed, the ‘373 patent contained twmlependent claims, each covering both
of the calling embodiments described above. Dupngsecution, Mr. Turock amended both
independent claims to exclude the two-number diadimbodiment from their scope. Therefore,
the issued claims are directed to the more transpane-number dialing system described above.
Unfortunately, the bulk of Mr. Turock’s written degation is directed to the operation of the
various two-number dialing embodiments. As suciy a small portion of the written description
is directed to the claimed one-number dialing emiedits. See'373 patent at 7:18-35. In part

because of this minimal description, the claimsapecially helpful to a garner a full understagdin
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of Mr. Turock’s invention. The following independent clasnillustrative:

1. A method of routing a full duplex telephone tadtween a first telephone set
and a second telephone set using a public competarork as at least part of a
communication link connecting said first and sectadelphone sets, comprising the
steps of:

receiving at a first computer network access pdirsatelephone call from
a central office placed from said first telephom witiating said full duplex
telephone call, said first telephone call spectjyartelephone number of said second
telephone set, without specifying additional telephorstiniions;

converting data received from the central office to an hetteprotocol;

establishing a communication link over said puldamputer network
between said first computer network access portaangimote second computer
network access port;

placing a second telephone call from said secontpoater network access
port to said second telephone set using a PSTN;

converting data received from the public computtvmork from Internet
protocol to a PSTN protocol; and

connecting said first telephone call, said commaitino link and said second
telephone call to thereby establish a telephornéealveen said first telephone set
and said second telephone set.

‘373 patent, claim 1.
3. General Principles Governing Claim Construction

“A claim in a patent provides the metes and bowfdbse right which the patent confers on
the patentee to exclude others from making, usirsgelling the protected inventionBurke, Inc.
v. Bruno Indep. Living Aids, Inc183 F.3d 1334, 1340 (Fed. Cir. 1999). Claim tmtsion is an
issue of law for the court to decidMarkman v. Westview Instruments, |r&2 F.3d 967, 970-71
(Fed. Cir. 1995)dn bang, aff'd, 517 U.S. 370 (1996).

To ascertain the meaning of claims, the court [dokkree primary sources: the claims, the
specification, and the prosecution histoiMarkman 52 F.3d at 979. Under the patent law, the
specification must contain a written description of the o that enables one of ordinary skill

in the art to make and use the invention. A p&etaims must be read in view of the specification,
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of which they are a parid. For claim construction purposes, the descriptiary act as a sort of
dictionary, which explains the invention and mafireeterms used in the claimkl. “One purpose

for examining the specification is to determinéne patentee has limited the scope of the claims.”
Watts v. XL Sys., In232 F.3d 877, 882 (Fed. Cir. 2000).

Nonetheless, it is the function of the claims, thet specification, to set forth the limits of
the patentee’s claims. Otherwise, there woulddoeeed for claimsSRI Int’'l v. Matsushita Elec.
Corp.,, 775 F.2d 1107, 1121 (Fed. Cir. 1988n (bang. The patentee is free to be his own
lexicographer, but any special definition given @aoword must be clearly set forth in the
specification. Intellicall, Inc. v. Phonometrigs952 F.2d 1384, 1388 (Fed. Cir. 1992). And,
although the specification may indicate that cartambodiments are preferred, particular
embodiments appearing in the specification willlmetead into the claims when the claim language
is broader than the embodimen&ectro Med. Sys., S.A. v. Cooper Life Scis., B¥F.3d 1048,
1054 (Fed. Cir. 1994).

This court’s claim construction decision must beinfed by the Federal Circuit’s decision
in Phillips v. AWH Corp.415 F.3d 1303 (Fed. Cir. 20080 bang. In Phillips, the court set forth
several guideposts that courts should follow whenstruing claims. In particular, the court
reiterated that “thelaimsof a patent define the invention to which the ptde is entitled the right
to exclude.” Id. at 1312 (emphasis added)(quotiimpova/Pure Water, Inc. v. Safari Water
Filtration Sys., Inc.381 F.3d 1111, 1115 (Fed. Cir. 2004)). To timak ¢he words used in a claim
are generally given their ordinary and customaryammeg. Id. The ordinary and customary
meaning of a claim term “is the meaning that tete/ould have to a person of ordinary skill in

the art in question at the time of the inventioe, as of the effective filing date of the patent
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application.” Id. at 1313. This principle of patent law flows naturally from theognition that
inventors are usually persons who are skilled éfigeld of the invention. The patent is addressed
to and intended to be read by others skilled in the partiauiatd.

The primacy of claim terms notwithstandiRdpillips made clear that “the person of ordinary
skill in the art is deemed to read the claim tewhanly in the context of the particular claim in
which the disputed term appears, but in the comtitkie entire patent, including the specification.
Id. Although the claims themselves may provide guéaass to the meaning of particular terms,
those terms are part of “a fully integrated writbestrument.” Id. at 1315 (quotingarkman 52
F.3d at 978). Thus, tHehillips court emphasized the specification as being the pyilvasis for
construing the claimsld. at 1314-17. As the Supreme Court stated long‘@agoase of doubt or
ambiguity it is proper in all cases to refer backite descriptive portions of the specificatiomiid
in solving the doubt or in ascertaining the trueim and meaning of the language employed in the
claims.” Bates v. Co8 U.S. 31, 38 (1878). In addressing the rote@Epecification, thehillips
court quoted with approval its earlier observatitmosn Renishaw PLC v. Marposs Societa’ per
Azionj 158 F.3d 1243, 1250 (Fed. Cir. 1998):

Ultimately, the interpretation to be given a teranconly be determined and

confirmed with a full understanding of what the emtors actually invented and

intended to envelop with the claim. The constructizat stays true to the claim
language and most naturally aligns with the patel@&ription of the invention will

be, in the end, the correct construction.

Consequently,Phillips emphasized the important role the specificatioayplin the claim
construction process.

The prosecution history also continues to playrgwartant role in claim interpretation. The

prosecution history helps to demonstrate how tkerntor and the PTO understood the patent.
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Phillips, 415 F.3d at 1317. Because the file history, h@rg'represents an ongoing negotiation
between the PTO and the applicant,” it may lackdlagity of the specification and thus be less
useful in claim construction proceedingkl. Nevertheless, the prosecution history is intdnsi
evidence. That evidence is relevant to the detetiin of how the inventor understood the
invention and whether the inventor limited the inttren during prosecution by narrowing the scope
of the claims.

Phillips rejected any claim construction approach thaifseed the intrinsic record in favor
of extrinsic evidence, such as dictionary defimtoor expert testimony. Then banccourt
condemned the suggestion madeTey. Digital Sys., Inc. v. Telegenix, IN808 F.3d 1193 (Fed.
Cir. 2002), that a court should discern the ordimaeaning of the claim terms (through dictionaries
or otherwise) before resorting to the specificafmrcertain limited purposesd. at 1319-24. The
approach suggested [Aex. Digitat-the assignment of a limited role to the speciiatwas
rejected as inconsistent with decisions holdingsfiexification to be the best guide to the meaning
of a disputed termld. at 1320-21. According tBhillips, reliance on dictionary definitions at the
expense of the specification had the effect of t&jmg] the inquiry on the abstract meaning of
words rather than on the meaning of the claim temitisn the context of the patentld. at 1321.
Phillips emphasized that the patent system is based @ndpesition that the claims cover only the
invented subject mattetd. What is described in the claims flows from thagiory requirement
imposed on the patentee to describe and partigutiim what he or she has inventdd. The
definitions found in dictionaries, however, oftéowi from the editors’ objective of assembling all
of the possible definitions for a wordd. at 1321-22.

Phillips does not preclude all uses of dictionaries imel@dnstruction proceedings. Instead,
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the court assigned dictionaries a role subordit@tie intrinsic record. In doing so, the court
emphasized that claim construction issues areesotwved by any magic formula. The court did not
impose any particular sequence of steps for a d¢ouidllow when it considers disputed claim
language.ld. at 1323-25. RatheRhillips held that a court must attach the appropriate vwemh
the intrinsic sources offered in support of a psgzbclaim construction, bearing in mind the general
rule that the claims measure the scope of the patent grant.
4. Discussion
A. telephone call; first telephone call; second tepdhone call; placing a second
telephone call from said second computer network aess port to said second
telephone set; connecting said first telephone ca#laid communications link and
said second telephone call to thereby establishelé¢phone call between said first
telephone set and said second telephone set
The term “telephone call” appears in seven of thetested phrases and is central to the
parties’ disagreement over the meanings of thosgspk. The parties’ proposed construction for
this term varies with the seven contested phrasése essential disagreement of the parties,
however, is whether the term “telephone call” regsiian actual two-way communication or
whether, in certain contexts, it simply refers toeandnd to set up a telephone connection. The
defendants sponsor the former construction, anpl#netiff urges the latter. The parties’ respeeti
constructions are set forth below.
In the context of a “first telephone call” and &¢snd telephone call,” the plaintiff proffers
a construction of “a first demand to set up a tetey@ connection” and “a second demand to set up
a telephone connection.” The defendants’ countesttuction of “first telephone call” is “a

telephone call, separate from a second telephdine/béch is established before a second telephone

call is placed.” The defendants’ proposed counterstruction of “second telephone call” is “a
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telephone call, separate from a first telephonk wdiich is placed after a first telephone call is
established.”

For the term “connecting said first telephone ald communication link and said second
telephone call to thereby establish a telephoridetleen said first telephone set and said second
telephone set,” the plaintiff proposes “connecting tist iemand for connection, the physical or
logical connection between the first and secondpder network access ports, and the second
demand for connection to thereby establish an getaent providing for the telephonic exchange
of information between the first telephone set redsecond telephone set” as a construction. The
defendants’ counter-construction is simply “bridgthg first telephone call and a separate, second
telephone call to establish a telephone call betwlee first telephone set and the second telephone
set via the communication link.”

The plaintiff argues that the claim refers to amoeltfor “routing a full duplex telephone call
between a first telephone set and second telepd®ine . comprising the steps of . . . .” Accogdin
to the plaintiff, use of the term “routing” in thegamble implies that the claim is focused on the
flow of signals necessary to establish a two-wédgpteone call. The plaintiff also points to the
language of the claim limitations, which requirg ‘(eceiving at a first computer network access
port a first telephone call from a central office”. and (2) “placing a second telephone call from
said second computer network access port to seathdeelephone set. . ..” The plaintiff main&in
that it makes little sense for the claim to requine “receipt” or “placement” of an already
establishedwo-way telephone call. Finally, the plaintiff stérs its argument by pointing to the
last limitation of claim 1, which states “connegfsaid first telephone call, said communicatiok lin

and said second telephone talthereby establish a telephone d¢atween said first telephone set
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and said second telephone set.” The plaintiff asghat the italicized phrase reflects that the cal
set-up phase has occurred and the connection igletan At the same time, the plaintiff notes that
the claim does not recite the steps for establgsimtermediate, two-way connections between the
telephone sets and the respective computer network aaréss PBlaintiff's Opening Brief at 10.

In response, the defendants assert that term Hefepcall” is used multiple times in each
of the two independent claims, and that the teroukhhave a consistent meaning throughout the
claims. The defendants thus argue that the piéntionstructions would result in different
meanings for the same claim term. The defendamtbdr assert that the specification and
prosecution history supports their construction of thste

In particular, the defendants suggest that therghéien of the two-stage dialing embodiment
implies that claims require the “establishmenttwb separate telephone calls. In describing the
two-stage dialing embodiment, the specification states:

As shown in FIG. 2, computer network telephone dnaission

system 200 is used to provide telephone servicedmst calling

station 202 and called station 204. Initially, theer at the calling

station dials the number of the specialized comdiit® node 206 at

an Internet access port. The local switching eflo8 routes the call

through PSTN 210 to central office 212 which sesispecialized

computer ITS node 206t this point, a call has been establislogd

way of PSTN 210 between the calling station 202thadpecialized

computer ITS node 206.
‘373 patent, 6:33-43 (emphasis added). Althoughphtentee disclaimed this embodiment, the
defendants point to the description of the oneesthgling embodiment to support their argument.
As defendants characterize this embodiment, angaplarty’s telephone set is “hardwired” to a

specialized switch through a private branch excharigj’3 patent, Fig. 3. In such an embodiment,

the calling party need only dial the number of ¢th#éed party—the need to dial the number of the

10
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computer node is eliminated through the hardwigragess. According to the defendants, the first
telephone call is still established between thienggparty’s set and the computer node by the direc
connection. The defendants also point to the erittescription in which a call placed from the
opposite end of the connection would still neeirsa dial the number of the specialized switch.
‘373 patent, 7:33-35 (“Of course, calls placedaatation 202 must still first dial the telephone
number of specialized switch 206, as described above.”).

Although the specification is largely devoted te tivo-number dialing embodiment, the
description uses the term “telephone call” in the marrarthe plaintiff suggests is propesee,
e.g, ‘373 patent at 12:29-33 (“Referring now to FIGthe ICM receives an inbound call indication
from the TNIM at step 602. This indicates that¢h#ing party hasitiated a telephone call. At
step 604, the ICM instructs the TNIM to answerdak”) (emphasis added). This passage suggests
that the call that is “initiated” (or placed) nemuly be the demand for a connectfom view of the
language of the claims, read in light of the speaifon and the prosecution history, it appears tha

the patent uses the term “telephone call” in défeéways, depending on the context in which the

! Similarly, the court rejects the prosecution higtestoppel arguments raised by the

defendants. The defendants base their argumersrtain statements in the prosecution history
that are exemplified by the following passage: “Rarf the [claimed] invention . . . requires that a
first telephone call be placed from the first télepe seto a first computer network access port
Williams [a prior art reference] does not appeatiszlose such an element. In contrast, Williams
discloses the use of a channel bank . . . whichsstte telephone instruments . . . in a ‘continuous
round robin fashion’ to sense an off-hook conditidnch may initiate a call request .. ... Sinlijar
the [claimed] invention . . requires that a second telephone call be placedhftbe second
computer network access port to the second telepbeil Defendants’ Response at A86 (Appeal
Brief dated May 15, 2000) (emphasis added). As is evidemt this passage, the claims at issue
included several limitations that were relied ugnnthe patentee to distinguish the Williams
reference. Therefore, the patentee’s statements do adialeflect the patentee’s intent to limit
the scope of his claims to require separate two-gedlg, although portions of those statements,
when viewed in isolation, are capable of such airepa See Amgen, Inc. v. Hoechst Marion
Roussel, In¢.314 F.3d 1313, 1327 (Fed. Cir. 2003) (noting #matamendment to a claim may
indicate the patentee’s intent to limit his claims).
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term is used. As such, the court construes tme ‘texceiving at a first computer network access
port a first telephone call” to mean “receivin@dirst computer network access port a first demand
to set up a telephone connection.” Likewise, tcconstrues “placing a second telephone call
from said second computer network access portitbsegond telephone set” to mean “placing a
second demand to set up a telephone connectiontfresecond computer network access port to
the second telephone set.” However, the patersted thhe term “telephone call” differently in the
term “to thereby establish a telephone call.”hiatinstance, the call that is “established” refess
an actual two way communication of information. a®sult, the court construes the term to mean
“to thereby establish a two way telephonic exchange ofrimdiion.”®
B. public computer network; Internet protocol

The claims require establishing a communicatiamsdiver a public computer network and
converting data received from the central officeatoInternet protocol. ‘373 patent, claim 1
(“establishing a communication link over said pal@omputer network . . .” and “converting data
received from the public computer network from tn&t protocol to a PSTN protocol.”); ‘373
patent, claim 13 (“a communication link over a palslbmputer network. . .” and “a first protocol
conversion module converting data received fronttrgral office to an Internet protocol.”). The
parties dispute the definitions of the terms “public cormpoetwork” and “Internet protocol.”

The plaintiff’'s proposed construction of the tenpublic computer network” is “a computer
network available to the public.” The defendactunter-construction is “the ARPANET or the
Internet.” The defendants argue that these arerthetwo public computer networks that have

existed since the date of the application; theesfthrey argue it is appropriate to limit the scope

2 The court’s constructions of “telephone call” apptyually to the similar limitations

appearing in claim 13.
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the claims to such networks. The plaintiff disagrand points to the language of certain dependent
claims which specifically call out the Internettae computer network. In light of the language of
dependent claim 6, which recites that “said compnétwork is at least a portion of an Internet
computer network,” the court rejects the defendammtgpposed construction. The court defines the
term “public computer network” to mean “a computetwork available for use by the general
public.”

The parties also dispute the meaning of the temefhet protocol.” Originally, the plaintiff
contended that the term meant “a communicatiomsdbused to transmit data on the Internet (e.g.
TCP/IP and/or UDP/IP).” The defendants contended the term meant “Internet Protocol,
versions 1 through 9.” After the claim construntieearing, the plaintiff filed a notice indicating
it agreed to the defendants’ proposed constructiohis term. Any “agreement” was short-lived,
however, as the defendants’ response was to withtiirair prior construction. They attempted to
adopt the plaintiff's originally proposed constiioct or the construction suggested by the court at
the claim construction hearing. Despite the parsaifts in positions, the court construes claims
as a matter of law and is not bound by the parfesposals or their agreements. The claim
language, read in light of the specification, iradés that the term means “a communications format
capable of transmitting data over the Internet.”

C. central office

The parties also dispute the meaning of the teanttal office.” The plaintiff contends that
the term means “a switching system that terminateemmon carrier’s customer lines.” The
defendants contend that the term means “a locédsiwg system in a telephone company building

which connects individual subscriber wires to trunks arather individual subscriber wires.”

13
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The patent states:

Each customer line terminated in a local switctapgtem commonly referred to as

a central office (CO). The central office thenfpemned the task of connecting each

of the telephone lines it served to a correspontdilggphone line in order to complete

a call. If the two parties to a call were servibgdhe same central office, then the

connection could be completed by the same centiiakokithout having to resort

to other portions of the telecommunications netwdfkhe call required connection

to atelephone line serviced by a distant cenffigley then a connection between the

central offices was carried out using a trunk, aeconnection between two central

offices.

‘373 patent at 1:22-33.

In addition to the explicit discussion in the sfieation, the patent incorporates by reference
certain materials. ‘373 patent at 1:63-65 (incoapiag by reference the contents of John Bellamy,
Digital TelephonyJohn Wiley & Sons 1991)). This source includegassary defining “central
office” as follows:

Central office. Usually used to refer to a local switching sgsthat connects lines

to lines and lines to trunks. It may be more gehei@plied to anynetwork

switching system The term is sometimes used loosely to refer telgphone

company building in which a switching system is lechand to include other

equipment (such as transmission system terminadg)nbay be located in such a

building.

John BellamyDigital TelephonyJohn Wiley & Sons 1991) (emphasis original). Resalight of

the explicit discussion in the specification, thestfdefinition of “central office” given in the
glossary appears to be the most appropriate onesu&sg the court construes “central office” to
mean “a local switching system that connects custdimes to customer lines and customer lines
to trunks.”

D. PSTN

The plaintiff contends that no construction of ttem “PSTN” is necessary but offers an

alternative construction of “a telephone networlvhnch connections are established as and when

14
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required and that is supplied, operated, and clhedrby one or more telecommunications operating
companies to provide telephone service that isavigito the public.” The defendants contend that
the term “PSTN” should be construed to mean “thmeudi-switched transmission and switching
facilities that link central offices.” The defenda’ construction would exclude central officegifro
the PSTN.

The defendants contend that Mr. Turock acted astidexicographer when describing the
term “PSTN” in his patent’s specification. In tihegard, the defendants cite to Figures 2, 3, and 4
which depict a “PSTN” as a link between centraica$, as opposed to the network which links user
telephones. The defendants also point to clanwhih depends from independent claim 1. Claim
1 requires a “first telephone call” to be receiveam “a central office.” Claim 2 further requires
the “first telephone call’ to be received from “abhbic switched telephone network.” The
defendants therefore contend that claim differéntiarequires the “PSTN” to be separate from or
exclude the “central offices.” In this regard, tiefendants argue that claim 1 describes the gituat
where the “first computer network access port”desiat the central office, and that claim 2
describes the situation where the “first computer netwodess port” resides a distance from the
“central office.” Under the latter configuratidhe defendants argue, that “the first telephonié cal
must leave the “central office” and travel over tR&TN” to reach the “first computer network
access port.”

In response, the plaintiff contends that the teR8TN” is commonly understood by one of
skill in the art to mean “the entire public telepleametwork,” and that Mr. Turock’s use of that term
in the specification is consistent with this indystefinition. The plaintiff also contends thaeth

specification excerpts cited by the defendantsad@learly redefine the term “PSTN” as proposed

15
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by the defendantsSee In re Paulser80 F.3d 1475, 1480 (Fed. Cir. 1994) (requiringg§onable
clarity, deliberateness, and precision” on the péifie inventor in order to redefine a term thed h

a commonly understood meaning in the art.). lstéd@e plaintiff points to other specification
passages that contradict the defendants’ propasestraction, such as the following passage which
suggests that a “PSTN” includes one or more ceotfiges: “The present invention allows anyone
with a standard telephone connected to the publicclsed telephone network (PSTN) to
communicate with any other telephone . . ..” ‘373 patent2&:33.

The plaintiff also points to claim 1 to supportiit€lusive definition of a “PSTN,” which
requires the placement of “a second telephone fralfi “a second computer network access port”
to “a second telephone set” using a “PSTN.” THaneed embodiment, the plaintiff argues,
indicates the inclusive nature of a “PSTN” becaths® claim does not separately require two
“central offices,” the first near the “second corgruinetwork access port” and the second near the
“second telephone set.” In this regard, the piicontends that one of skill in the art would ohef
“PSTN?” to include many “central offices.”

In view of the above, the court concludes that Mmock did not assign a special meaning
to the term “PSTN” in his patent specification, ainal this term should therefore carry its meaning
as understood by one of skill in the art. In tleigard, Mr. Turock’s choice to separately depict an
claim certain “central offices” is not necessanilgonsistent with a “PSTN” that includes multiple
“central offices.” Itis instead a reflection oM urock’s choice to highlight certain of the “¢eal
offices” that he felt would convey an understandifthe attributes of his claimed invention. The
court therefore defines the term “PSTN” to meam ‘&ntire public telephone network that includes

both central offices as well as those facilities or equigrttet link central offices.”
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E. said first telephone call specifying a telephonaumber of said second telephone
set

The plaintiff contends that this term means “sast tiemand for connection specifying the
telephone number of the second telephone set.” defiendants contend that this term means
“dialing the telephone number of the called pavifaere in-channel signaling is employed to
transmit that telephone number via the first tetaghcall received at the first computer network
access port.”

The defendants’ construction would incorporate twotations—the requirement that the
number be “dialed” as well as a requirement thaichannel signaling” be used to transmit the
telephone number of the called party. The defetsdail to support this latter requirement in their
brief, and the claim limitation does not require ttumber to be “dialed.” As a result, and in view
of the court’s construction of “telephone call,étbourt adopts the plaintiff’'s construction forsthi
term.

F. first and second telephone switches; computer network legpphone switch.

Claims 7 and 8 are dependent claims. Claim 7 regun part “[tjhe method of claim 6
wherein said first and second computer networksgpertare first and second telephone switches

" ‘373 patent, claim 7 (emphasis added)air@ 7 also requires “transmitting call setup
information from said call initiation module said second computer network telephone switch
..” 1d. (emphasis added). Claim 8 requires “[tjhe metbfaddaim 7 further comprising the step of:
determining the least cost routing procedure fotingusaid first telephone call from saiidst
computer network telephone switchsaid second telephone set.” ‘373 patent, cla{en®hasis

added). The plaintiff contends that the term tfirslephone switch” is synonymous to “first
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computer network telephone switch” and the ternt6sel telephone switch” is synonymous to
“second computer network telephone switch.” THewl@ants contend that the claims are indefinite
because the terms “first and second computer nktigtaphone switches” lack antecedent basis in
the claims. The court is persuaded, howeveraihaf skill in the art would read the claims ia th
manner proposed by the plaintiff. As such, thetajects the indefiniteness argumelhergizer
Holdings, Inc. and Eveready Battery Co., Inc. tetnational Trade Comm;#35 F.3d 1366, 1370-
71 (Fed. Cir. 2006).

Alternatively, the defendants contend that the $etiinst and second telephone switches”
should be construed to mean “first and second dewised for opening, closing, or changing the
connection of one or more circuits related to teteghcommunications.” The plaintiff contends
that the term “switch” needs no further constructid he court agrees with the plaintiff. Absent
some showing that there is a dispute as to claopesover the meaning of these terms, the court
declines to construe the terms “first and second telephvaitehs’

G. first protocol conversion module converting datareceived from the central

office to an Internet protocol; second protocol comersion module converting
data received from the public computer network fromInternet protocol to a
PSTN protocol

The “protocol conversion module” terms are presenindependent claim 13. The
defendants contend that these terms should beraedsh accordance with Section 112(6) because
of the inclusion of the term “module” within ead@rin. The defendants go on to suggest that the
“conversion modules” execute software to achieve thaimed functionality, and that the
specification fails to disclose adequate structoreesponding to the software functionalite, a

software algorithm. The defendants therefore contend ldiat &3 is invalid.

The plaintiff contends that the “protocol conversmodule” terms are not written in means-
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plus-function form, and that they are thereforesudject to the provisions of Section 112(6). The
plaintiff's proposed construction for “first protolcconversion module converting data received
from the central office to an Internet protocol*ashardware and/or software module that converts
data from a PSTN protocol to an Internet protocollhe plaintiff's proposed construction for
“second protocol conversion module converting datzived from the public computer network
from Internet protocol to a PSTN protocol” is “athaare and/or software module that converts data
received from the public computer network from an Internatiogol to a PSTN protocol.”

The court rejects the defendants’ contention tkeatiSn 112(6) is invoked by the use of the
term “module.” The relevant limitations do not usevord “means” and therefore a presumption
applies that they are outside the scope of Sedti@{6). The defendants have not rebutted that
presumption in this case. The court thereforengsfithe term “first protocol conversion module
converting data received from the central officartdnternet protocol” to mean “a hardware and/or
software module that converts data from a PSTNogaidtto an Internet protocol,” and the term
“second protocol conversion module converting datzived from the public computer network
from Internet protocol to a PSTN protocol” to méanhardware and/or software module that
converts data received from the public computewagk from an Internet protocol to a PSTN
protocol.”

H. placed from said first telephone set

The plaintiff contends that no construction of thésm is required. The defendants’
proposed construction of this term is “placed feostandard telephone (without requiring additional
user equipmente.g, a computer or a modem).” The defendants terBale their proposed

construction on a passage from the specificatioth g2acomment from an interview summary dated
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May 6, 1997. The court has carefully reviewedaaentee’s specification, as well as the interview
summary and corresponding office action and respofieeDefendants’ Response at A244-73.
In view of the intrinsic record, the court rejetiie defendants’ proposed construction and defines
“telephone set” to mean a “telephoneSeeDefendants’ Response at A270 (January 29, 1997
Amendment and Response to Office Action).
l. telephone network interface devicgpublic switched telephone network interface
circuit; voice resources moduledetermining the least cost routing procedure for
routing; a hierarchical search based on informationindicative of said second
telephone set
The defendants failed to brief their proposed aoietibns for the above terms, directing the
court instead to the Joint Claim Construction arehParing StatemenSeeBrief of Defendants
at 30, n. 8. The court rejects this approach and declinesistrge unbriefed terms.
5. Conclusion

The court adopts the above constructions. Theesaate ordered that they may not refer,
directly or indirectly, to each other’'s claim constion positions in the presence of the jury.
Likewise, the parties are ordered to refrain froentroning any portion of this opinion, other than

the actual definitions adopted by the court, in phesence of the jury. Any reference to claim

construction proceedings is limited to informing fhry of the constructions adopted by the court.
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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

C2 COMMUNICATIONS §
TECHNOLOGIES., INC., §
VS. g Case No. 2:06-CV-241
AT&T, INC., ET AL. g
ORDER

The court has considered the parties’ supplemental briefing regarding the term “an Internet
protocol.” In light of that briefing, the court clarifies that “an Internet protocol” means “a
communications format capable of transmitting data over, on, or across the Internet.”

The court grants Defendants’ Joint Motion in Limine #9(1).

The court denies Plaintiff’'s Motion in Limine #25.

The court grants Plaintiff's Motion in Limine #26, and excludes any reference and evidence

related to any determination by the PTO that thartgupatent was invented before the ‘373 patent.
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FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

C2 Communications Technologies, Inc.
Plaintiff,

V.

AT&T, Inc. et al.

Defendants.

Civil No. 2:06-CV-241 (TJW)

DEFENDANTS’ REPLY BRIEF ADDRESSING PLAINTIFF'S
RESPONSE TO MOTION FOR SUMMARY JUDGMENT THAT THE
ASSERTED CLAIMS ARE INVALIDATED BY THE DOSHI PATENT
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Defendants Global Crossing Telecommunications, lnevel 3 Communications, LLC
and Qwest Communications Corporation (“Defendamsspectfully submit this reply brief (1)
to address issues raised in Plaintiffs Responséadion for Summary Judgment that the
Asserted Claims Are Invalidated by the Doshi Paf&D? Anticipation/Obviousness Response”)
(Document 243), and thereby (2) to demonstrate afendants are entitled to the summary
judgment requested in their anticipation/obviousniesalidity motion, based primarily on the
Doshi patent (“Defendants’ Anticipation/Obviousn&stion”) (Document 229).

SUMMARY OF REPLY

Summary Judgment is Appropriate

The C2 Anticipation/Obviousness Response contamshallenge to the Statement of
Material Facts submitted in Defendants’ Anticipat@hviousness Motion.

The Turock Patent is Anticipated by Doshi

Under the Court’s construction of “Internet protcand “public computer network,”
C2’s expert affidavit essentially concedes thatAii® voice messages described in U.S. Patent
No. 5,568,475 (“Doshi” or “Doshi patent”) are tramtted over the Internet, proving
Defendants’ point that ATM messages are an “Intepretocol.” Similarly, Defendants’
uncontested evidence proves that the ATM netwoscrilged in Doshi was a “public computer
network.”

In other words, C2’s expedtffirmatively confirms that the patent in suit, U.S. Patent No.
6,243,373 (the “Turock patent”), is anticipatedyshi.

The only way C2 can avoid this result is to seek tasiethe Court’s construction of
“Internet protocol” and “public computer network.This untimely and improper attempt to

reargue claims construction must fail.
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The clear, convincing, and uncontested evidenceatlentDefendants to summary
judgment that the Turock patent is invalid undetBS.C. § 102 as anticipated by Doshi.

The Turock Patent is a Predictable Combination of Hor Art Elements

C2's expert affidavit states that the “concept of-etep dialing was well known to
persons of even limited skill in the art since dqaxess using presubscription for long distance
companies was established for nearly a decade ébétfier Turock patent.” This undisputed
statement of material fact by C2's expert is confidnby the Huang patent and patent
application, which in 1995 combined one-number dglihrough preset numbers with Internet
long distance transmission between points on thENPSJnder the applicable standards recently
established by the Supreme Court and Federal Gittus uncontested material fact that one-
step dialing through presubscription was well-knowthi@ art by 1995 proves that the asserted
claims of Turock patent would have been obvious p@rson skilled in the art.

ARGUMENT
l. The Response Raises No Genuine Issue of Materfedct

In full compliance with Local Rule CV-56(a), Defetts’ Anticipation/Obviousness
Motion includes a Statement of Undisputed MateRaktts with comprehensive citations to
proper summary judgment evidence. (Document 229216).

Local Rule CV-56(b) provides that “[a]ny responseat motion for summary judgment
mustinclude: . . . (2) any response to the ‘Statenoéttndisputed Material Facts.”” (Emphasis
added). The C2 Anticipation/Obviousness Responsegver, contains no such response. In
addition, C2 has not timely objected to any ofshpporting evidence attached by Defendants in
support of the Statement of Undisputed Material Fattsthe contrary, however, almost all of

the evidence attached to the C2 Anticipation/Obsimss Response is inadmissible and
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therefore could not raise a genuine fact issugeeDefendants’ Motion to Strike Inadmissible
Material Attached to the Summary Judgment Respaofsekintiff C2 (Document 253).

In these circumstances, it is proper under Fedeudds 56(c) and (e) to grant summary
judgment based on Defendants’ Anticipation/Obvi@ssnMotion.

Il. C2's Evidence Independently Confirms That Doshi Aticipates Turock

C2 focuses on two elements of the Turock pateirying to rebut that the Doshi patent
anticipates all the elements of the Turock pat&udc(ment 229, pp. 8-13). C2 argues that
Doshi does not disclose either “an Internet pratoar a “public computer network.”
(Document 243, pp. 4-16).

This Court construed each of these two terms. (bent 219). An “Internet protocol”

Is “a communications format capable of transmittttaga over the Internet.”Id, p. 13). The
Court construed “public computer network” as “a @ater network available to the general
public.” (Id.)

C2 does not challenge Defendants’ Undisputed MatBact # 11 that “an ATM protocol
is an ‘Internet protocol’ because packets in AThiat are capable of transmitting data over the
Internet.” (Document 229, p. 4). Undisputed MatkeFRact # 12, based in part on C2’s admission
in response to Defendants’ Request for Admissistaldishes that “it was well-known in the art
that Internet Protocol (“IP”) traffic could be semwer ATM networks.” (Document 229, p. 4).
And, C2’s technical expert states that he “doesdiggute the fact that ATM networks may be
used as part of the Internet.” (Document 243-2 fiaf p. 26;accord id. I 60, at p. 21 (Forys
Affidavit)). That same expert describes ATM netigoas samples of “data networks” and refers
to “data technologies including ATM.” Id. § 13, p. 3, 1 19, p. 5). The Doshi patent itself

explains that the ATM methodology creates data @i@ck (Document 230-4, col. 1, Il. 14-22).
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Under the uncontested facts, the ATM protocol f@atng data packets disclosed in the Doshi
patent constitutes an “Internet protocol” becauseler the Court’s claims construction, an ATM
protocol is ‘tapableof transmitting data over the Internet.”

C2 also does not challenge Defendants’ Undisputeteiél Fact # 21 that the Doshi
patent “discloses a public computer network.” (Dment 229, p. 5). Similarly, C2 does not
challenge Defendants’ Undisputed Material Fact # tB&t the Doshi patent “discloses a
computer network that is at least a portion of rsernet computer network.”ld.). C2 nowhere
argues that the IXC network disclosed in Doshi was“available to the general public.” And
C2’s expert confirms that the prior art discloseeployment of ATM switches within ‘classical

IP’ networks.” (Document 243-3, { 67, at p. 24).

1. C2's Anticipation Response Impermissibly Attemptsto Reargue Claim
Construction

After Dr. Doshi was deposed in this case on May22®8, C2 apparently concluded that
his patent would anticipate the Turock patent uriderconstruction of “Internet protocol” that
C2 had previously advocated.SgeDocument 172, p. 5). On June 9, 2008, C2 sought t
“withdraw” its construction in favor of a narroweonstruction. $eeDocument 217).

The Court rejected C2's attempted “withdrawal.” (Dment 219, p. 13). C2 now
“interprets” (i.e., disregards) the Court’s constron of “Internet protocol,” arguing for a narrow
construction virtually identical to the narrow ctmstion once rejected by the Court.
(Document 243, pp. 6-14). Similarly, C2 hinges dsticipation response on a hew
“interpretation” of “public computer network.”ld. at 15-17).

Under Federal Rule 72(a), C2 had the opportunitgliject to the Magistrate’s claims
constructions within 10 days of service of the Magite’sMarkmanruling. C2 did not take this

opportunity. Under Rule 72, therefore, C2 “may mssign as error [any] defect” in the
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Markmanruling. In other words, C2 is irretrievably boubg the Court’'s currenmarkman
ruling. No further interpretation of these claierrhs is permissible as a matter of Rule 72(a) —
and certainly not under the guise of an expertgetipretation.” And in any event, C2 should
not be permitted to advance claims constructioas d@he inconsistent with such a ruling that is
binding on C2: See Saffran v. Boston Scientific Coro. 05-547, 2008 U.S. Dist. LEXIS
52563, *4 (E.D. Tex. Jul. 9, 2008) (discussing @mugence of expert testimony contradicting the
court’'sMarkmanorder). Accordingly, C2’s entire argument on aiptation necessarily fails as a
matter of law under Rule 72.

IV. C2's Expert’s Declaration Makes Clear That theTurock Patent is Obvious

U.S. Patent No. 5,608,786 (the “Gordon patent”pii®r art. (Document 229, p. 6)
(Defendants’ Undisputed Material Fact # 26). “Wl#e] Gordon [patent] was raised during
prosecution of the ‘373 patent, Turock sought tstidguish Gordon solely on the basis that
Gordon used two-stage dialing.” (Document 229, gD&fendants’ Undisputed Material Fact #
27). It is clear that the text of the Gordon pateiscloses all of the elements of the Turock
patent other than one-step dialingeéDocument 229, pp. 6, 15-16).

C2's expert states that the “concept of one-stepindiavas well known to persons of
even limited skill in the art since equal accesagipresubscription for long distance companies
was established for nearly a decade before theckysatent.” (Document 243-3 { 94, p. 33)
This is an undisputed material fact. Moreovers thct is fully confirmed by the Huang patent in
late 1995 and Huang's draft patent application iayMdf 1995. (Documents 232-4, 232-5).

Huang explicitly used preset numbers to accompiistrstep dialing in the context of a system

! Defendants reserve the right to move for recaraitbn of the claim construction if it

becomes apparent after C2 serves its invalidityttabreport that C2’s expert intends to argue
his “interpretation,” and thus claim constructigsues to the jury.
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for transmitting long distance calls originatingdaterminating in the PSTN over a “packet
network,” citing the Internet as an example of acket network.” (Document 232-5, at Figs. 6,
7; Document 232-4, at HS 000956-57).

A person with skill in the art would have known haav accomplish one-step dialing
through presubscription and to combine one-stejindiatith the other elements disclosed in the
Gordon patent to yield the predictable result eéinet transmission of long distance phone calls
from one part of the PSTN to another. This quadifias a quintessential ground for an
obviousness summary judgment under recent andatiomgr Supreme Court and Federal Circuit
authority. KSR Int’'l Co. v. Teleflex, Inc127 S. Ct. 1727, 1739 (200Deapfrog Enterprises,
Inc. v. Fisher-Price, In¢.485 F.3d 1157, 1160-63 (Fed. Cir. 2007).

V. C2’s Obviousness Response Otherwise Fails as altér of Law

Defendants demonstrated how publications from 1@@hbild have caused a person
skilled in the art to combine one-step dialing witibernet telephony, or to substitute Internet
transmission for Doshi's ATM network, and therelmg@mplish all the elements of the Turock
patent. (Document 229, p. 15). C2 nowhere attertptchallenge the facts supporting this
analysis or to refute this legal argument. (Docutmi&29, pp. 3-4) (Defendants’ Undisputed
Material Facts ## 10-12).

Defendants likewise demonstrated how the Gordoaenpatupplied the elements that C2
claims to be missing in the Doshi patent. (Docun229, pp. 15-16). The facts supporting this
analysis were stated in Defendants’ Anticipation/i@bsness Motion and now also stand wholly

uncontested. (Document 229, p. 6) (Undisputed NetEacts ## 28 and 29).
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C2 purports to address this argument based on @ioation of Doshi and Gordon.
(Document 243, pp. 19-20). But, this section ofsGinticipation/Obviousness Response really
just attacks straw men and nowhere refutes Defés’damgument.

For example, C2 argues that Doshi does not suggpktcement of ATM with Internet
protocol. (d. p. 20). This argument is an evasion which turnstluem now-rejected rigid
application of the Teaching/Suggestion/Motivatiestt Viewing Doshi in isolation from other
prior art is improper; the Gordon patent itself @iy suggests and teaches use of the Internet
for long distance telephony between phones on 81 E\P (Document 231-4, at Fig. 5, col. 8, I.
62 —col. 9, I. 17). Both the Huang and Turoclkep& (Doc. 175, Exhibit D) describe the strong
economic motivations for use of the Internet ingatistance telephony. (Document 232-5, at
col. 2, Il. 35-51; Document 230-1, at col. 2, ID-87). The combination of the Gordon and
Doshi patents satisfies any acceptably flexiblduataon of obviousness.

Misapplying the pertinent analysis, C2 points te supposed technical difficulty in
combining the two patents. (Document 243, p. 28%. the Federal Circuit explained just this
past month, however, the “central principle in” ti®viousness “inquiry is that ‘a court must ask
whether the improvement is more than the predietabé of prior art elements according to their
established functions.”Muniauction, Inc. v. Thomson CorNo. 2007-1485, slip op. (Fed. Cir.
July 14, 2008) (Document 238-2) (quotiKgR 127 S. Ct. at 1734)). The focus of the proper
obviousness analysis is the “use” of particularoprart “elements’ not a brute-force
combination of embodiments of two entire patentee Turock patent is obvious as a matter of
law precisely because it mthing more than “the predictable use of the prior &fements of

Doshi and Gordon “according to their establishettfions” within the meaning SR



Case 2:06-cv-00241-TJW-CE  Document 256  Filed 08/11/2008 Page 11 of 14

Accordingly, the C2 Anticipation/Obviousness Resgmnfails to provide a valid
impediment to summary judgment on obviousness giaun

VI.  Huang’s Simultaneous Invention Is Strong Evidence
of Ordinary Skill in the Art and Obviousness

C2 purportedly finds Defendants’ reliance on Huangivention to be “curious.”
(Document 243, p. 2&eeDocument 229, pp. 16-17).

First, it has long been settled that “[t]he fact cAmgimultaneous invention, though not
determinative of statutory obviousness, is stromglemce of what constitutes the level of
ordinary skill in the art.”Ecolochem v. S. Cal. Edison C227 F.3d 1361, 1379 (Fed. Cir. 2000)
(citing The Int'l Glass Co. v. U.S408 F.2d 395, 405 (Ct. Cl. 1967)). The Huangeiiion in
1995, is at the very least “near-simultaneous” wéhd under undisputed facts prior to) the
Turock “invention.” The Huang invention is strongigence of the level of ordinary skill in the
art, refuting the C2 argument that Defendants heoteproved the level of ordinary skill in the
art. (Document 243, pp. 17-18, 20).

Furthermore, the Supreme Court has held that tn&ufé of others” is a valid secondary
consideration tending to show non-obviousnek§R 127 S. Ct. at 1734 (quotin@raham v.
John Deere C9.383 U.S. 1, 17-18 (1966)). The obvious coroliarthat evidence asuccessful
near-simultaneous invention is strong evidence thatlaamed invention was obvious.
Ecolochem 227 F.3d at 1379. likcolochem the Federal Circuit upheld a district court’s
reliance on evidence of simultaneous invention\adeace of obviousnessld.; accord In re
Merck & Co, 800 F.2d 1091, 1098 (Fed. Cir. 1986).

Inasmuch as C2 offers no evidence of secondaryidenagions tending to show non-
obviousness, the Huang invention provides clear @mivincing evidence that Defendants’

prima faciecases of obviousness warrant summary judgmenteafidity.
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VII.  Muniauction Is Directly on Point

C2 makes no serious attempt to refute Defendantsiodstration that the Federal
Circuit’s recent decision iMuniauctioncompels summary judgment of obviousness in this.cas
(SeeDocument 238). Instead, C2 argues tahiauctionis irrelevant because of Defendants’
purported failure to prove the level of skill inettart, the supposed problem of “combining
references,” and the failure dfluniauctionto supply a basis for treating ATM and IP as
interchangeable. (Document 243, p. 21).

These are clearly unavailing attempts to avoidirtiy@ort of Muniauction Here, there is
evidence of the level of skill in the art, and m$4uniauction there is no dispute about that level
of skill. Muniauction citing KSR demonstrates that the relevant combination is @i [@rt
“elements,” not entire references. Defendants’isjmated Material Facts ## 10-12 establish that
those of ordinary skill in the art considered ATMdalP systems interchangeable and
interconnectable in the long distance telephonyedrof the Turock patent.

C2 has no meaningful basis to avoid the disposithgact ofMuniauction

CONCLUSION

Accordingly, Defendants respectfully request thet Court enter summary judgment on
Defendants’ affirmative defenses and counterclalmasthe asserted claims of the Turock Patent
are invalid because (a) they are anticipated byhDane; or (b) are obvious from Doshi in

combination with elements of other prior art anchawon knowledge in the art at the time.
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